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Complaint of Schafer, Filed August 12, 1958. 


UNITED STATE DISTRICT COURT, 


For tHe Disrricr or CoLumat. 


(a 
Gustav ScHaFER, 
Frankfurt, Germany, 
Plaintiff, 
Vv. 
Roserr C. Watson, Commissioner 
of Patents, 
Defendant. 


FOR ISSUANCE OF LETTERS PATENT 


_ 1. This action arises under Section 145 of Title 35 
$f the United States Code (formerly Section 4915 of 
the Revised Statutes of the United States). 


2. Plaintiff Gustav Schafer is a citizen of the West 
German Republic, residing at 129 Koenigsteinerstrasse, 
Frankfurt (M)—Unterliederbach, West Germany. 


3. Defendant Robert C. Watson is the Commissioner 
of Patents of the United States and is sued in his ca- 

city as Commissioner of Patents of the United States; 
said defendant has offices in the United States Patent 
Office, Washington 25, D. C. 


_ 4, Plaintiff Gustav Schafer is the first, original and 
sole inventor of the subject matter described and claimed 
in an application for United States Letters Patent filed 
lin his name in compliance with the patent laws of the 
United States on June 30, 1951 for Triphenylmethane Dye- 
stuffs, which application has been identified in the Patent 
Office as Serial No. 234,665. 
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5. The said application was filed, and thereafter duly 
prosecuted, in accordance with the laws of the United 
States and the Rules of the Patent Office then in exist- 
ence as is confirmed by an inspection of the record of 
proceedings in the Patent Office, or by an inspection 
of a duly authenticated copy of the file wrapper and 
contents of said application as filed and prosecuted in 
the United States Patent Office. 


6. The said application was passed upon by the Patent 
Office Examiner in charge, who, as the file wrapper shows, 
finally rejected and refused to allow Claim 3. 


7. The applicant Schafer appealed from the decision 
of the Examiner to the Board of Appeals, which er- 
roneously affirmed the rejection of the Examiner in a 
decision dated February 28, 1958 which decision was re- 
affirmed by said Board of Appeals in a decision dated 
July 18, 1958, all as is apparent from an inspection of 


the duly authenticated copies of the application and 
record of the proceedings in the Patent Office. Said Board 
of Appeals erroneously refused to allow claim 3, the 
only claim in issue. 


8. As a result of the aforesaid erroneous decisions of 
the Board of Appeals, defendant, the Commissioner of 
Patents, has refused and still refuses to grant to plain- 
tiff, Gustav Schafer, Letters Patent on his application 
Serial No. 234,665 for the invention or discovery set out 
in claim 3, although the plaintiff Gustav Schafer is 
lawfully entitled to said grant. 


9. No appeal has been taken here to the United States 
Court of Customs and Patent Appeals. 


10. Plaintiff is willing and hereby offers to pay all 
expenses of this suit as, if and when ascertained by this 
Honorable Court, and any and all lawful fees and charges 
arising from and incidental to said application and an 
issuance of Letters Patent thereof. 
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Wuenerore, as the plaintiff can have no adequate re- 
lief save by this Honorable Court, plaintiff prays this 
Honorable Court to authorize and direct the defendant 
to grant to plaintiff Letters Patent of the United States 
on application Serial No. 934,665, including the above- 
named claim 3 and to issue said Letters Patent to plain- 
tiff upon the filing in the United States Patent Office of 
a certified copy of such an adjudication, and for such 
other and further relief as may be meet and just in the 
premises. 


GUSTAV SCHAFER 
Plaintiff 
By Mus D. Priuars 
$21 National Press Building 
Washington 4, D. C. 
District 7-5161 


Dated: August 11, 1958. 


Henry W. Koster 
Robert D. Spille 
John A. Mitchell 
New York, New York 
Of Counsel 
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Answer to Complaint, Filed September 23, 1958. 


To the Honorable the Judges of the United States Dis- 
trict Court for the District of Columbia. 


1. The defendant admits that this action arises under 
Section 145 of Title 35 of the United States Code. The 
defendant denies that Section 145 of Title 35 of the 
United States Code was formerly Section 4915 of the 
Revised Statutes of the United States. 


2, 3. The defendant admits the allegations of para- 
graphs 2 and 3 of the complaint. 


4. The defendant denies the allegations of paragraph 
4 of the complaint. : 


5, 6. The defendant admits the allegations of paragraphs 
5 and 6 of the complaint. 


7. The defendant admits that the applicant Schafer ap- 
pealed from the decision of the Patent Office Examiner 
to the Board of Appeals, which affirmed the rejection 
of the Examiner in a decision dated February 28, 1958, 
which decision was reaffirmed by said Board of Ap- 
peals in a decision dated July 18, 1958. The defendant 
denies, however, that such affirmance was erroneous. 
The defendant admits that said Board of Appeals re- 
fused to allow claim 3, the only claim in issue. The de- 
fendant denies, however, that such refusal was erroneous. 


8. The defendant admits that as a result of the afore- 
said decisions of the Board of Appeals, he has refused 
and still refuses to grant to plaintiff, Gustav Schafer, 
Letters Patent on his application Serial No. 234,665 for 
the invention or discovery set out in claim 3. The de- 
fendant denies, however, that said decisions of the Board 
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'Wueserore, as the plaintiff can have no adequate re- 
lief save by this Honorable Court, plaintiff prays this 
Honorable Court to authorize and direct the defendant 
to grant to plaintiff Letters Patent of the United States 
on application Serial No. 234,665, including the above- 
named claim 3 and to issue said Letters Patent to plain- 
tiff upon the filing in the United States Patent Office of 
a certified copy of such an adjudication, and for such 
other and further relief as may be meet and just in the 
premises. 


GUSTAV SCHAFER 
Plaintiff 
By Mugs D. Pruuars 
821 National Press Building 
Washington 4, D. C. 
Distriet 7-5161 


Dated: August 11, 1958. 


Henry W. Koster 
Robert D. Spille 
John A. Mitchell 
New York, New York 
Of Counsel 
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Answer to Complaint, Filed September 23, 1958. 


To the Honorable the Judges of the United States Dis- 
trict Court for the District of Columbia. 


1. The defendant admits that this action arises under 
Section 145 of Title 35 of the United States Code. The 
defendant denies that Section 145 of Title 35 of the 
United States Code was formerly Section 4915 of the 
Revised Statutes of the United States. 


2, 3. The defendant admits the allegations of para- 
graphs 2 and 3 of the complaint. 


4, The defendant denies the allegations of paragraph 
4 of the complaint. 


5, 6. The defendant admits the allegations of paragraphs 
5 and 6 of the complaint. 


7. The defendant admits that the applicant Schafer ap- 
pealed from the decision of the Patent Office Examiner 
to the Board of Appeals, which affirmed the rejection 
of the Examiner in a decision dated February 28, 1958, 
which decision was reaffirmed by said Board of Ap- 
peals in a decision dated July 18, 1958. The defendant 
denies, however, that such affirmance was erroneous. 
The defendant admits that said Board of Appeals re- 
fused to allow claim 3, the only claim in issue. The de- 
fendant denies, however, that such refusal was erroneous. 


8. The defendant admits that as a result of the afore- 
said decisions of the Board of Appeals, he has refused 
and still refuses to grant to plaintiff, Gustav Schafer, 
Letters Patent on his application Serial No. 234,665 for 
the invention or discovery set out in claim 3. The de- 
fendant denies, however, that said decisions of the Board 
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of Appeals were erroneous. The defendant also denies 
that the plaintiff Gustav Schafer is lawfully entitled to 
said grant. 

9, 10. The defendant admits the allegations of para- 
graphs 9 and 10 of the complaint. 


Rurrner aNnsweernc, the defendant asserts that the 
plaintiff is not entitled to a patent containing claim 3 
of his application involved in this civil action, for the 
reasons given and in view of the references cited in the 
Examiner’s Answer and the decisions of the Board of 
Appeals in said application. Profert hereby is made of 
copies of said answer, decisions and references. 


Respectfully submitted, 
C. W. MOORE 


Solicitor, U. S. Patent Office 
Attorney for Defendant 


September 23, 1958. 


I hereby certify that two copies of the foregoing An- 
swer to Complaint were mailed today to Miles D. Pillars, 
$21 National Press Building, Washington 4, D. C., attorney 
for the plaintiff. 


Cc. W. MOORE 
Solicitor 
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Complaint of Bestian, et al., Filed October 29, 1958. 


UNITED STATES DISTRICT COURT, 


For rae Distaicr or CoLumsta. 


Herserr Bestian, 
Gustav ScuaFer, and 
Frrpinanp Quint, 
all of Frankfurt (Main)—Hoechst, 
Germany, Civil Action 
Plaintiffs, }No. 2731-’58 
v. 


Roserr C. Watson, Commissioner 
Of Patents, 
Defendant. 


FOR ISSUANCE OF LETTERS PATENT 


j. This action arises under Section 145 of Title 35 
of the United States Code (formerly Section 4915 of 
the Revised Statutes of the United States). 


2. Plaintiffs Herbert Bestian, Gustav Schafer and 
Ferdinand Quint are citizens of the Federal Republic of 
Germany, residing respectively at 86 Bruningstrasse, 129 
Koenigsteinerstrasse and 73 Westendstrasse, all at Frank- 
furt (Main), Germany. 


3. Defendant Robert C. Watson is the Commissioner 
of Patents of the United States and is sued in his capacity 
as Commissioner of Patents of the United States; said 
defendant has offices in the United States Patent Office, 
Washington 25, D. C. 

4. Plaintiffs Herbert Bestian, Gustav Schafer and 
Ferdinand Quint are the first, original and joint inven- 
tors of the subject matter described and claimed in an 


Ss 


application for United States Letters Patent filed De- 
cember 30, 1952 in their names in compliance with the 
patent laws of the United States for Triphenylmethane 

estuffs and a Process of Preparing Same, which ap- 
plication has been identified in the Patent Office as Serial 
No. 328,832. 


5. The said application was filed, and thereafter duly 
prosecuted, in accordance with the laws of the United 
States and the Rules of the Patent Office then in exist- 
ence as is confirmed by an inspection of the record of 
proceedings in the Patent Office, or by an inspection of 
alduly authenticated copy of the file wrapper and con- 
tents of said application as filed and prosecuted in the 
United States Patent Office. 


6. The said application was passed upon by the Patent 
Office Examiner in charge, who, as the file wrapper shows, 
finally rejected and refused to allow claims 1 to 6, in- 


clusive. The Patent Office Examiner did, however, con- 
cede the patentable novelty of claim 7 by an allowance 
thereof. 


7. The applicants Herbert Bestian, Gustav Schafer 
and Ferdinand Quint appealed from the decision of the 
Examiner to the Board of Appeals, which erroneously 
affirmed the rejection of the Examiner in a decision dated 
September 2, 1958, all as is apparent from an inspec- 
tion of the duly authenticated copies of the application 
and record of the proceedings in the Patent Office. Said 
Board of Appeals erroneously refused to allow claims 
1 to 6, inclusive, and affirmed the decision to allow 
claim 7. 

8, As a result of the aforesaid erroneous decisions of 
the Board of Appeals, defendant, the Commissioner of 
Patents, has refused and still refuses to grant to plain- 
tiffs Herbert Bestian, Gustav Schafer and Ferdinand 
Quint, Letters Patent on their application Serial No. 
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328,832 for the invention or discovery set out in claims 
1 to 6, inclusive, although the plaintiffs Herbert Bestian, 
Gustav Schafer and Ferdinand Quint are lawfully en- 
titled to said grant. 


9. No appeal has been taken here to the United States 
Court of Customs and Patent Appeals. 


10. Plaintiffs are willing and hereby offer to pay all 
expenses of this suit as, if and when ascertained by this 
Honorable Court, and any and all lawful fees and charges 
arising from and incidental to said application and an 
issuance of Letters Patent thereof. 


Wueserorz, as the plaintiffs can have no adequate 
relief save by this Honorable Court, plaintiffs pray this 
Honorable Court to authorize and direct the defendant 
to grant to plaintiffs Letters Patent of the United States 
on application Serial No. 328,832, with claims 1 to 7, 
inclusive, and to issue said Letters Patent to plaintiffs 
upon the filing in the United States Patent Office of a 
certified copy of such an adjudication, and for such other 
and further relief as may be meet and just in the prem- 
ises. 


Hreseet Besriy, 


821 National Press Building 
Washington 4, D. C. 
District 7-5161 


Dated: October 29, 1958. 


Henry W. Koster 
Robert D. Spille 
John A. Mitchell 
New York, New York 
Of Counsel 
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Answer to Complaint, Filed December 2, 1958. 


To the Honorable the Judges of the United States Dis- 
$trict Court for the District of Columbia 


1. The defendant admits that this action arises under 
Section 145 of Title 35 of the United States Code. 
The defendant denies that Section 145 of Title 35 of 
the United States Code formerly was Section 4915 of 
the Revised Statutes of the United States. 


2, 3. The defendant admits the allegations of para- 
graphs 2 and 3 of the complaint. 


4, The defendant denies the allegations of paragraph 
4 of the complaint. 


5. The defendant admits the allegations of paragraph 
5 of the complaint. 


6. The defendant admits that plaintiffs’ application, 
Serial No. 328,832, was passed upon by the Patent Of- 
fice Examiner in charge. The defendant also admits that 
the Patent Office Examiner in charge, as the file wrapper 
shows, finally rejected and refused to allow claims 1 
and 2. The defendant denies that the Patent Office 
Examiner in charge finally rejected and refused to al- 
low claims 3 to 6, inclusive, and that the file wrapper will 
so show. The defendant admits that the Patent Office 
Examiner did concede the patentable novelty of claim 7 
by an allowance thereof. 


7. The defendant admits that the applicants, Herbert 
Bestian, Gustav Schafer and Ferdinand Quint, appealed 
from the decision of the Examiner to the Board of Ap- 
peals which affirmed the rejection of the Examiner in a 
decision dated September 2, 1958. The defendant denies 
that such affirmance was erroneous. The defendant also 
admits that said Board of Appeals refused to allow claims 
1 and 2. The defendant denies that such refusal was 
erroneous. The defendant also denies that said Board 
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of Appeals refused to allow claims 3 to 6, inclusive. 
The defendant further denies that said Board of Ap- 
peals affirmed the decision to allow claim 7. 


8. The defendant admits that he has refused and still 
refuses to grant to plaintiffs, Herbert Bestian, Gustav 
Schafer and Ferdinand Quint, Letters Patent on their 
application, Serial No. 328,832, for the invention or dis- 
covery set out in claims 1 to 6, inclusive, but otherwise 
he denies the allegations of paragraph 8 of the complaint. 


9, 10. The defendant admits the allegations of para- 
graphs 9 and 10 of the complaint. 


Fourraer answeerne, the defendant asserts that claims 
3 to 6, inclusive, of plaintiffs’ application, Serial No. 
328,832, involved in this civil action, are not properly 
before the Court for consideration because they have 
been held withdrawn from consideration as non-elected 
species in accordance with Rule 142(b) of the Rules of 
Practice of the United States Patent Office in Patent 
Cases. The defendant also asserts that plaintiffs are 
not entitled to a patent on said application containing 
either of claims 1 and 2 thereof, for the reasons given 
and in view of the references cited in the Examiner’s 
answer and the decision of the Board of Appeals in that 
application. Profert hereby is made of copies of the said 
answer, decision, and references. 


Respectfully submitted, 


C. W. MOORE, 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 


December 2, 1958 


I hereby certify that two copies of the foregoing An- 
swer to Complaint were mailed today to Mr. Miles D. 
Pillars, 821 National Press Building, Washington 4, D. 
C., attorney for the plaintiff. 


C. W. MOORE 
Solicitor 
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Order of Judge Holtzoff, Dated June 16, 1960, Granting 
Plaintiffs’ Motion to Consolidate. 


Qn consideration of the oral motion brought by plain- 
tiffs’ counsel to consolidate the trials of the above-iden- 
tified actions, with which motion defendant’s counsel con- 
curred, it is this 16th day of June, 1960 

Orpzzzp that the motion be and is hereby granted. 


(s) HOLTZOFF, D. J. 
Judge 


Approved as to form: 


(s) Beaymond EB. Martin 
Attorney for Defendant 
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Excerpts From Testimony and Proceedings. 


* * ° ° * * 


Washington, D. C., June 15, 1960. 


The above-captioned causes came on for trial before the 
Honorable Alexander Holtzoff, Judge, United States Dis- 
trict Court for the District of Columbia. 


[2] Appearances: 


On behalf of the Plaintiffs: Robert D. Spille, Esq., 
Henry W. Koster, Esq., Miles D. Pillars, Esq. 

On behalf of the Defendant: Raymond E. Martin, Esq., 
Patent Office. 


[14] The Court: You must realize this: You are not 
addressing a chemical society, you are not speaking to a 
chemist. 


[18] Mr. Spille: I would like to explain briefly the so- 
called International Standards. Adjectives may be ap- 
plied to the qualities of these dyes, such as poor, fairly 
poor, moderate, good, and so on, all the way to excellent 
and outstanding. More typically, a number is applied. 
And by this standard test number eight is 128 times more 
resistant to fading than number one. Everything goes 


up— 
[19] The Court: 128 times what? 

Mr. Spille: More resistant to fading than number one. 

The Court: How do you make the measurement? 

Mr. Spille: They have a standard procedure and the 
witnesses will explain this in greater detail. 

The Court: Very well. 

Mr. Spille: But I would like to emphasize this because 
as we go from one number to the next the difference is 
always 100 per cent between each number. In other words, 
a standard two is twice as good as a standard one. And 
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I also would like to emphasize for dyeing wool commer- 
cially a standard of four is the minimum which will be 
accepted. In other words, if it’s less than four in the 
rating on the test it is commercially unacceptable. 

The Court: What is the rating scale, what does it repre- 
sent? 

Mr. Spille: The rating scale represents the extent of 
fading on the standard dyes and then the technicians or 
the dye chemists visually compare the test dyes against 
the standard. Now, in so doing— 

The Court: What is the unit used? That is what I really 
meant. 

Mr. Spille: It is an arbitrary unit. 


[25] The Court: But you have not told me yet just what 
inventive step did the applicants take and why was it an 
invention. 

Mr. Spille: Yes, your Honor. They discovered how 


triphenyl methane dyes could be modified chemically by 
adding other chemical groups onto them and then come 
up with non-fading dyes for wool, dyes which were com- 
mercially acceptable. We don’t say they didn’t fade at 
all, but compared to dyes of [26] this class they were 
infinitely superior. 


* s s . * * * 


[29] Mr. Spille: All right, sir. The generic claim of Claim 
1 is a group of triphenyl methane dyes which are highly 
resistant to fading under light and washing, wherein on 
each side of the central triphenyl methane nucleus or 
root—which is the material I have circled in pencil—you 
have on each side an amine group, which is represented 
by the letter N, and where each amine group has additional 
chemical compounds attached to it, where the compounds 
attached to the amine group on the left are chemically 
different from the compounds attached to the right. Thus, 
it makes— 
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The Court: Will you repeat that last sentence again? 

Mr. Spille: Yes, your Honor. In this group of dyes 
the chemical compounds attached on the left-hand side of 
the compound are chemically different from the com- 
pounds attached to the right side, and they are aromatic 
or benzene [30] type groups that are attached. 

So, in other words, we have an asymmetrical triphenyl 
methane dye with amine groups on it and which is un- 
balanced, so to speak, chemically, and which has benzene 
material on both sides. 

The Court: What are the last two or three words? You 
let your voice go down. 

Mr. Spille: Sorry. And which has benzene or aromatic 
groupings on each side. 

The Court: Now will you tell me again what is aromatic? 

Mr. Spille: Aromatic means benzene and a benzene 
derivative. 

The Court: How does it differ from the other class? 

Mr. Spille: The aromatic material always is represented 
by the hexagon, as I have shown in the formulas. It means 
the carbon atoms are linked sort of ring-around-the-rosey. 

The Court: Yes, you told me that before, but I was try- 
ing to get at how does it differ diagrammatically? Just 
what is the difference between the two groups? 

Mr. Spille: The difference is not diagrammatic. The 
difference is the way they exist in nature. 

The Court: And what is the difference? 

(31] Mr. Spille: It is the circular tying together of the 
materials which makes them behave different chemically 
from the materials of similar building blocks which are 
stretched out. 

The Court: You mean that the atoms as composed in 
the molecules are put together differently? 

Mr. Spille: No, the atoms are always the same in these 
instances. 

The Court: I do not understand what you mean by 
ring-around-the-rosey or— 
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Mr. Spille: Perhaps I could illustrate. 

The Court: You have got it in your diagrams, but what 
do those diagrams represent? 

Mr. Spille: I see. Each diagram represents the points 
of each hexagon. Let’s take— 

The Court: I am afraid I have not made! my difficulty 
clear to you. You say one is arranged in a circle, the 
other is arranged in a line. 

Mr. Spille: In a line. 

The Court: But what does that mean? What is arranged 
in a circle and what is arranged in a line? 

Mr. Spille: All right. In the benzene ring, as it is 
called, which would be represented by one of the hexagons, 
benzene is the starting member, the simplest aromatic 
compound [32] that is known. It consists of six carbon 
atoms and six hydrogen atoms, and each carbon atom is 
linked to another carbon atom in what I call the ring- 
around-the-rosy fashion. It winds up in, roughly speak- 
ing, a circle or hexagon. 

The Court: In other words, you have six hydrogen 
atoms and six carbon atoms and each hydrogen atom is 
united to one carbon atom and all twelve are united to- 
gether? 

Mr. Spille: More or less. 

The Court: To form a molecule, is that it? 

Mr. Spille: That is correct, sir. The six carbon atoms 
are linked one to the other around, as I called, ring-around- 
the-rosy. 

The Court: Now what is the other type? 

‘Mr. Spille: The aliphatic material. We could have six 
carbon atoms and hydrogen atoms too and they would be 
linked in a straight chain. They would not form the 
circular configuration. 

‘This, as I said earlier, your Honor, represents two 
different worlds of organic chemistry. 

‘Generally speaking, the aliphatic chemicals, the straight 
chain materials, are less numerous and much less complex 
chemically. 
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The Court: When you say straight chain, that is what 
I am trying to clarify in my own thinking. You mean that 
[33] the atoms are chained together to form a molecule, 
is that it? 

Mr. Spille: That is correct, sir. In other words, if I had 
hexane, which is a very simple alkyl or aliphatic com- 
pound— 

The Court: You have answered my question now. 


* * ” * * ° * 


[53] The Court: Suppose you tell me what is the dis- 
tinction between aliphatic and aromatic. 

Mr. Martin: Your Honor, I think that Mr. Spille did 
explain it adequately yesterday. 

The Court: Suppose you repeat the explanation. 

Mr. Martin: Primarily, your Honor, it’s in terms of its 
structural formula; in other words, how it looks on paper. 
This, of course, is a—I am not enough of a chemist to say 
this is true— 

The Court: One is a circle and the other is a line, isn’t 
that it? 

Mr. Martin: Yes. 

The Court: Now which is which? 

Mr. Martin: The aromatic is the circle. Strictly speak- 
ing, so far as the visual appearance of the formula on 
paper is concerned, it’s a hexagon, a six-sided figure. 

The Court: And the other is a line? 

Mr. Martin: A line. 

The Court: I am a little bit perplexed. I got that [54] 
much, but a diagram is merely a diagram. What is the 
actual difference in the two types of substances? 

Mr. Martin: Your Honor, each of them reacts in dif- 
ferent—it has different chemical properties. In other 
words, an aromatic compound might react with an acid 
in a different way than what an aliphatic acid would react. 

The Court: Yes, but actually what is the structural or 
either physical or chemical difference between the two? 
The diagrammatic difference between a hexagon and a line 
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is only diagrammatic. What is the actual difference be- 
tween the two types of substances? 

Mr. Martin: Your Honor, I am not enough of a chemist 
to answer that question other than to indicate that chem- 
ists by common understanding use the formulas which Mr. 
Spille put on the board and to them it has— 

The Court: Very well. After all, we are lawyers, not 
chemists. 

Mr. Martin: To them it has a definite meaning. I think 
for the purpose of this case the diagrams themselves 
should suffice to provide a basis for considering the issues. 


[65] Now, going to the issue of this case, your Honor, 
the rejection in the Schafer case was based upon the 
premise that the Orndorff compound, which when sul- 
fonated— 

The Court: Will you repeat that? You say the rejection 


in the Schafer case was based on what? 

Mr. Martin: Was based upon the premise that the com- 
pound of Orndorff, when sulfonated, was a homologue of 
the compound which is claimed by Schafer. And when I 
say the compound of Orndorff when sulfonated— 

The Court: When what? 

Mr. Martin: The compound of Orndorff when sulfonated. 

The Court: That was the word that I had difficulty 
with. Sulfonated? 

Mr. Martin: Yes. That the claimed compound of Scha- 
fer was a homologue of Orndorff’s sulfonated compound, 
and the sulfonated compound of Orndroff was the basis 
of comparison used in certain tests of a fastness to light, 
which I expect will be the subject of testimony today. 
And, so, the issue in the Schafer case is whether the 
claimed compound of Schafer is patentable over the 
homologue of Orndorff’s sulfonated— 
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The Court: Would you mind telling me, perhaps this 
[66] is as good a time as later, what the word sulfonated 
means? 


* * * * * e * 


[79] Mr. Spille: Your Honor, I would like to offer at 
this time as Plaintiffs’ Exhibit 1 the certified copy of the 
proceedings in the Patent Office. 

The Court: You mean the file wrapper? 

Mr. Spille: The file wrapper of the Schafer case. 

The Court: Very well. 

(File Wrapper in Schafer v. Watson was marked Plain- 
tiffs’ Exhibit No. 1 for identification and received in evi- 
dence.) 

Mr. Spille: And as Plaintiffs’ 2 a color card, which is 
a duplicate of what was in the original file wrapper. Mr. 
Martin is prepared to concede that this is an authentic 
duplicate. Because of the photostating the colors could 
not be reproduced. 

The Court: Very well. 


[81] Mr. Martin: If it is admitted in evidence, I submit, 
your Honor, that it should be admitted with that qualifica- 
tion, that this is evidence merely of exactly what the 
counterpart was in the Patent Office record. 

The Court: Yes. 

Mr. Spille: That was the reason for the subpoena duces 
tecum, your Honor, and we worked out an agreement to 
obviate the need of having the official file in evidence here. 
So, on that basis, I offer it in evidence as Exhibit 2. 

The Court: Let it be admitted. 

(Photostat duplicate of color card was marked Plain- 
tiffs’ Exhibit No. 2 for identification and received in evi- 
dence.) 

Mr. Spille: I offer as Plaintiffs’ Exhibit 3, your Honor, 
a similar color card, which is also a duplicate of what 
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was before the Patent Office in the Schafer ease. And it 
has similarly been compared by Mr. Martin with the 
Patent Office original as filed. Is that so conceded, Mr. 
Martin? 

Mr. Martin: That’s correct. 

(Duplicate of color card in Schafer v. Watson marked 
Plaintiffs’ Exhibit No. 3 for identification and received 
in evidence.) 


* 2 * * * * * 


[82] Mr. Spille: As Plaintiffs’ Exhibit 4 I offer the file 
wrapper in the Bestian case. 

(File wrapper in Bestian v. Watson marked Plaintiffs’ 
Exhibit No. 4 for identification and received in evidence.) 

Mr. Spille: As Plaintiffs’ Exhibit 5, your Honor, I offer 
a color card, which again is a duplicate of the original 
which was before the Patent Office in the file wrapper of 
the Bestian case. Mr. Martin has similarly compared it 
with the Patent Office exhibit. 

‘The Court: Is it stipulated that these exhibits are cor- 
rect reproductions of what was before the Patent Office? 

\Mr. Martin: That is correct, your Honor. 

The Court: Very well. 

'(Duplicate of color card in Bestian v. Watson marked 
Plaintiffs’ Exhibit No. 5 for identification and received in 
evidence.) 

|Mr. Spille: On the same basis I offer Plaintiffs’ Exhibit 
6, which is another color card in the same category. 

(Duplicate of color card marked Plaintiffs’ Exhibit No. 
6 for identification and received in evidence.) 
Mr. Spille: Dr. Luttringhaus. 
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[88] Thereupon, DR. HANS LUTTRINGHAUS called 
on behalf of the plaintiffs, having been duly sworn, was 
examined and testified as follows: 

Direct Examination by Mr. Spille: 


Q. Will you please state your full name, Doctor? A. 
Hans Luttringhaus. 


Avenue, Chatham, New Jersey. 

Q. And by whom are you employed? A. By the Carbic- 
Hoechst, Carbic-Hoechst Corporation of New York. 

Q. What is the relationship, if any, between Carbic- 
Hoechst of New York and Farbwerke Hoechst of Ger- 
many? A. We are technical and sales representatives 
of Farbwerke Hoechst, Germany. 


[84] Q. Do you have the degree of Doctor of Philosophy 
in Chemistry? A. Yes, sir. 

Q. From what university, sir? A. University of Heidel- 
berg, Germany. 

Q. And when did you obtain that degree? A. 1929. 

Q. Have you ever undertaken any studies in chemistry 
in the United States? A. Yes. 
[85] Q. At what institution and under what authority or 
professor? A. I was assistant of Roger Adams at the 
University of Dlinois. 

The Court: In chemistry? 

The Witness: In chemistry. 


By Mr. Spille: 

Q. Are you a dyestuff chemist, sir? A. I am a dyestuff 
application chemist, specifically. { 

Q. All right, sir. For how long have you been a dye- 
stuff application chemist, sirt A. Since 1936. 
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Q. For how long— <A. I’m sorry. May I correct this? 

Since 1933. 
| Q. For how long have you been employed in the United 
States, sir, as a dyestuff chemist, or dyestuff application 
chemist? A. Since December 1936. 

The Court: I think you have qualified the witness 

sufficiently. 

* * s * * * 
{86] By Mr. Spille: 
' Q. By what company or companies in the United States 
have you been employed as a dyestuff or dyestuff applica- 
tion chemist, sir? A. By General Aniline Film Company 
from 1936 until 1952. 

The Court: I think you have qualified the witness 


sufficiently. 
Mr. Spille: All right, your Honor. 


By Mr. Spille: 


Q. Are you a consultant in dyestuffs to the United 
States— 


The Court: I said you have sufficiently qualified 
the witness. 
Mr. Spille: All right, sir. 


By Mr. Spille: 


Q. Are you familiar with the existence and the use of 
triphenyl methane dyes? A. Yes, sir. 
[87] Q. Will you please tell the Court what, if anything, 
has been wrong with triphenyl methane dyes generally? 
A. The light fastness of the triphenyl methane dyestuffs 
has been objectionable for many years. 


The Court: The what? 


The Witness: The light fastness. 
The Court: What does that mean? 
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The Witness: The fastness to light. They fade in the 
sun; they are not fast enongh to light for commerical use. 
The Court: I see. 


By Mr. Spille: 


Q. Do you know whether or not dyestuff chemists have 
been working for a long period to try and improve tri- 
phenyl methane dyes with regard to their light fastness? 
A. Yes, they have tried it ever since I am in the business. 

Q. Now, sir, are you familiar with the methods and pro- 
cedures used in evaluating the light fastness of various 
dyes, including triphenyl methane dyes? A. Yes, I am. 

Q. Have you examined the color cards submitted on 
behalf of the plaintiffs in these cases? A. Yes, I have. 


[88] Q. Doctor, I hand you Plaintiffs’ Exhibits 2 and 
3, which are the color cards that were submitted to the 
Patent Office in the Schafer cases. Will you please ex- 


plain to the Court the meaning of these two color cards, 
Exhibits 2 and 3, what they signify and what procedure 
was followed in arriving at them and how— 


The Witness: Exhibit 2 shows four samples. Of the 
four samples, Sample 1 and 2 have faded badly, Sample 
3 has faded badly but not as badly as 1 and 2, and Sam- 
ple 4 shows barely a fading. 


. * o . . * s 


[89] Q. Now, sir, would you please explain Plaintiffs’ 
Exhibit 3, which is also a color card? A. Exhibit 3 shows 
light standards 1 to 8, which have been internationally ac- 
cepted. 

Q. What is meant by light standards 1 to 8, sir? A. 
These light standards have been prepared to judge the 
light fastness of any other textile dyestufis and determine 
in which group the fading would fall from 1 to 8 
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Q. Is that a standard procedure in the dyestuff in- 
dustry, Doctor? A. That is a standard procedure in the 
dyestuff industry all over the world. 


[90] Q. On the righthand side of Plaintiffs’ Exhibit 3, 
what is shown there, Dr. Luttringhaus? A. There is a 
violet shade and a red shade. The violet shade shows 
the fading, which I rate equal to Light Standard No. 3. 

Q. And what about the bottom, which I understand is 
the Claim 3 compound of the Schafer case? A. This 
shows a red shade, which I rate better than 4, as we 
would say in the trade, 4 to 5. 

Q. Now, sir, I understand the upper sample which you 
rated 3 is the Orndorff compound. Can you explain the 
significance in the dyestuff industry of a rating from 1 
to 2 to 3 to 4 and so on with regard to fading? A. Yes. 
Tf you have a dyestuff that fades in the Fadometer in 
twenty hours—the Fadometer is an instrument generally 
accepted in the United States to test dyestuffs—if a dye- 
staff fades, for instance, in twenty hours, it would have 
a light fastness of 4. If a dyestuff fades in forty hours, 
it would have a light fastness of 5. That means one 
point, but this one point means that the dyestuff is twice 
as fast as the other. 

[91] Q. In other words, Doctor, when you go from 
rating Standard 1 to rating Standard 2, does that mean 
that a dye which has a rating of 2 is twice as good in its 
resistance to fading as the first one? A. Exactly. 

| Q. And if a dyestuff is rated 3 as compared with 1, 
does that mean it is four times as good as the first one? 
A. Yes, sir. 


The Court: The higher the number— 


| The Witness: The better the light fastness. 
The Court: I see. 


By Mr. Spille: 


Q. The properties—or the light fastness keeps doubling 
as you go up in number, is that correct, sir? A. That is 
correct. 

Q. Is a light fastness of 3, in your experience, com- 
mercially acceptable to the dyestuff customers? A. It 
is not commercially acceptable unless there is nothing 
better to offer for this particular color. 

Q. Is an International Standard Light Rating of 4 or 
higher commercially acceptable, sir? A. Yes. 
= s e . ° * e 
[92] Mr. Spille: Your Honor, may I have Exhibits. 3 

and 4 again, please, sir? , 
(The Exhibits were handed to Mr.. Spille.) 
By Mr. Spille: 


Q. Referring to Plaintiffs’ Exhibit 2, which shows the 
compound of Claim 3 at the bottom and some of the 
prior art compounds above, and also referring now to 
the International Standard shown in Plaintiffs’ Exhibit 
4, how would you rate these dyes on the international 
scale, sirt A. I would say that Sample 4, Claim 3, has 
a light fastness of 4 to 5. 

Q. And the others? A. Sample 3 has a light fastness 
of 3. 

Q. And the other one, sir? 


[93] The Witness: Sample 2 has a light fastness: of 2 
and Sample 1 has a light fastness of 2. 


By Mr. Spille: 


Q. Does that mean, Doctor, that the sample of Claim 
3 is better than one hundred per cent superior in light 
fastness in comparison to the closest prior art sample? A. 
Sample 3 is twice as good as Sample 1 or Sample 2. 
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Q. And is Sample 4—I’m sorry— A. Sample 4 is more 
than twice as good as Sample 3. 

Q. I see. Now, again, are the top three samples of 
the prior art as shown on those cards commercially ac- 
ceptable, according to your experience? A. I do not 
think they would be commercially acceptable because of 
the bad fastness to light, unless any of the shades could 
not be obtained with better dyestuffs. 

'Q. Now, by shades do you mean what we mean color? 
A. Color. 

Q. Now, what comment can you make about the com- 
mercial [94] acceptability of Sample 4, Dr. Luttringhaus? 
A. Sample 4 is commercially acceptable and has been 
accepted by the trade; it’s being sold all over the world, 
including the United States. 

Q. Do you know whether or not any competitors of your 
company purchase this dye for their customers? A. General 
Aniline and Film Company purchases this dyestuff from 
Farbwerke Hoechst for resale. 

Q. And is General Aniline and Film Company an 
American company in the dyestuff industry? A. Yes, they 
are a company which I would say has the most complete 
line of dyestuffs in the United States. 

Q. Now, sir, are you familiar or have you seen the 
chemical formulas of the various dyestuffs which are shown 
as Samples 1, 2, 3, and 4 on Exhibit 2? A. I have. 

Q. From your experience, Doctor, in the dyestuff in- 
dustry, can chemists predict the results as to light fast- 
ness by modifying the chemical composition of a tri- 
phenyl methane dye? A. There is no chemist who can do 
that. 

Q. Does that mean that they must try the various 
possibilities and see which works? A. That is correct. 
[95] Q. And is this also true irrespective of the nature 
6f—the chemical nature of the materials added as modi- 
fications? 


The Witness: Yes. 
By Mr. Spille: 


Q. Just one general question, sir. In making these 
standards is it the practice to expose the dyestuff and the 
standards to light for a long period, masking over the 
part not to be exposed? A. Yes, sir, general practice. 

Q. Now, from your experience, Doctor, does it make 
any difference in such tests whether artificial light, as 
used in a Fadometer, is used or natural sunlight, sir? 
A. There is a difference in speed of exposure, but the 
results will be the same in this case. 

Q. That is, the comparative results, sir? A, The com- 
parative result. 


[96] Q. Now, will you please explain, Doctor, what Plain- 
tiffs’ Exhibit 5 signifies? A. Exhibit 5 shows again the 
light standards 1 to 8 and five other samples. Sample 1 


fades very badly. 

Q. And what reference compound is that, sir? A. 
Sandmeyer. It would be rated approximately 2. Sample 
2, Emmerich, would be rated approximately 2; Sample 
.8, Orndorff, would be rated 3. ; 

Q. May I interrupt you? Are any of those samples 
which you have described commercially acceptable with 
regard to their light fastness, sir? That is, Sandmeyer, 
Emmerich and Orndorff? A. It might be possible that 
either Sample 1 or Sample 2 might be used in specific 
cases where no other shade dyestuff is available of the 
same color because of their brightness. 


e se s e e °* e 
(97] Q. Please continue with your rating as to the next 
sample on Exhibit 3. A. Exhibit 5. 

_ Q. 5. Pm sorry, sir. A. Exhibit 5. Sample 4 shows a 
rating of approximately 5; Sample 5 shows a rating of 
approximately 5, maybe a little better. 
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Q. Now, I understand that Samples 4 and 5 of Ex- 
hibit 5 correspond to Claim 6 of the Bestian application 
and allowed Claim 7. Is there any appreciable difference 
in the light fading properties of Sample 4 as compared 
with Sample 5? A. No. 

Q. Is there an appreciable difference or significant dif- 
ference between Samples 4 and 5 on the one hand and 
Samples 1, 2 and 3 of the prior art on the other? A. 
Yes. Samples 4 and 5 would be rated four times as 
good as Sample 3. 

(Q. And correspondingly a higher percentage better 
than Samples 1 and 2, is that so, sir? [98] A. Yes, sir. 

Q. Now, would you please explain Exhibit 6? A. Ex- 
hibit 6 shows the same samples, 1, 2, 3, 4 and 5, as ex- 
plained before, with the same comparative difference, but 
slightly more fade in each instance. 


e ° ° ° ° e ° 


\Q. On a comparable basis, whether using natural light 
or artificial light, are the results the same? A. Oh, yes. 

Q. Sir, did you conduct any washing tests of any 
of the dyes? A. Yes, my laboratory has made a wash 
test on Claim 3. The wash test was carried out accord- 
ing to the method of the American Association of Textile 
Chemists and Colorists. 

Q. Are you a member of that Association, sir? A. Yes, 
Iiam. The wash tests have been carried out of the dye in 
one case of wool flannel and in the other case of worsted 
material, in the presence of one-half per cent neutral 
soap for thirty minutes at 105 degrees Fahrenheit. 

Q. Is this a standard test in the dye industry? A. That 
is Standard Test A for wool of the American Association 
of Textile Chemists and Colorists. This test is [99] 
carried out in the presence of undyed wool and undyed 
cotton. 

Q. What did the results show? A. The results showed 
that during the wash test the color did not lese in depth 
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and the white wool and the white cotton were not stained. 
In other words, the American Association of Textile 
Chemists and Colorists would give this dyestuff in this 
particular instance a rating of 5, being the best rating. 
The rating goes from 1 to 5. 


The Court: According to those exhibits it goes from 1 to 
8, does it not? 

The Witness: In light fastness it goes from 1 to 8; in 
all other fastness properties it goes from 1 to 5. 

The Court: What are the other properties? 

The Witness: Fastness to washing, fastness to perspira- 
tion and so on. 

The Court: I see. 


By Mr. Spille: 


Q. Did I understand you to say that the Claim 3 
dye received the highest possible rating in its resistance 
to fading or bleeding in washing? A. Yes, for this 
particular wash test. 

Q. Is that test of commercial importance to the dye- 
stuff user? A. It is. It would mean that if you have 
a sweater [100] which is dyed with this dyestuff and this 
sweater also contains white wool and you wash that 
sweater, it would not bleed and would not stain the white 
wool that has been knitted in with the red dyed wool in 
this particular sweater. 


The Court: In other words, to use the vernacular, the 
colors would not run, is that it? 
The Witness: Correct. 


Mr. Spille: That is correct, your Honor. 

Your Honor, I would like to offer in evidence 
the samples of the wash tests which the witness has 
just identified, as Plaintiffs’ Exhibit 7, and I will 
enclose them in this folder. 

The Court: Very well. 
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(Samples of wash test were marked Plaintiffs’ 
Exhibit No. 7 for identification and received in 
evidence.) 


By Mr. Spille: 


Q. Dr. Luttringhaus, have you examined the formulas 
of the compounds of the prior art in the Bestian case 
as compared with the compounds which are claimed? <A. 
Yes. 

Q. From your knowledge of the compounds in the prior 
art, can a textile or dyestuff chemist predict the quality 
of fastness to light and washing which would be obtained 
by [101] modifying the prior art reference compounds? A. 
Definitely not. 

Q. Again is this an instance of trying the various possi- 
bilities and discovering which of the possibilities will 
work? <A. Yes. 


Mr. Spille: Thank you. That is all. 


Cross Examination by Mr. Martin: 


o * ° * ° ° 


[102] Q. Dr. Luttringhaus, did you prepare any of the 
color charts which are shown on Exhibits 2, 3, 5 and 6? 
A. No. 

Q. In preparing such samples according to the inter- 
national standards what procedure must be followed? A. 
These are acid dyestuffs which are dyed with Glauber’s 
salt and acetic acid and which are exhausted with sulfuric 
acid at the boil in a liquor ratio usually one to fifty. 

Q. Are any special precautions necessary in preparing 
guch a color chart to make sure that there is a fair com- 
parison of the different samples? A. Yes, the strength of 
the dyeing has to be approximately—the strength of all 
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dyeings have to be approximately the same to make a light 
test. 

Q. Can you expand upon that so as to explain exactly 
what you mean by “the same”? The same in what re- 
spect? A. Reference samples are being used for each 
color. You have a reference color for yellow, orange, red, 
blue, violet and so on, and these reference samples are 
being used [103] so that you can obtain the approximate 
depth of color on your textiles. 

Q. However, you do not know how these were made, so 
you cannot definitely say that these tests—these color 
cards are the result of such a proper test as you just 
described, is that correct? A. I was not present when they 
were made. 


* * * * * * * 


[106] Q. Is the Schafer compound of Claim 3 fast to 
perspiration? Let me put it this way, Dr. Luttringhaus. 


In Exhibit 2 before you is Sample 4, which corresponds 
to Schafer’s Claim 3, fast to perspiration? A. You mean 
Claim 3? 

Q. Yes, Claim 3. A.I do not know whether Claim 3 is 
fast to perspiration, but I think there is an exhibit be- 
fore the Court which can be consulted. I can find it very 
quickly if I have the exhibit. 


Mr. Spille: Your Honor, that was the little bro- 
chure I handed you in my opening statement, the 
little brochure with the tassels of wool. It was not 
an exhibit. It was a printed brochure, your Honor. 

[107] (‘The brochure was handed to the witness.) 


The Witness: I do not expect it to be very fast to 
perspiration, but we will see. The fastness to perspiration 
is rated here for change of shade, good to very good, 4 to 
5. That means almost perfect. Bleeding against white 
wool, 3to 4. That means there is a slight bleeding on the 
wool. White cotton, 4. That means there is a slight 
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bleeding on the cotton. Altogether, I would say that I 
would not have expected such a good fastness to perspira- 
tion for such a bright color. 


By Mr. Martin: 


Q. That is for Claim 3? A. Claim 3, yes, sir. 
Q. Have you made a perspiration test on the Orndorff 
sulfonated compound? <A. No. 


The Court: That has not been offered in evidence, 
I believe. 

Mr. Spille: Your Honor, may I offer it as Plain- 
tiffs’ Exhibit 8? 

(Brochure containing wool tassels marked Plain- 
tiffs’ Exhibit No. 8 for identification and received 
in evidence.) 


By Mr. Martin: 


Q. Dr. Luttringhaus, is it important to the commercial 
[108] acceptability of a wool dye that the dye not lose 
its color effect as a result of rubbing or crocking? A. 
Crocking does not diminish the strength of the dyeing. It 
just tints the other material, possibly, against which it 
rubs. The crocking is usually dependent upon the depth 
of shade, the deeper the shade the heavier the crocking. 
There are many products on the market which are not 
fast to crocking. I might mention one striking example. 
The Navy uniform crocks and it has been accepted for 
many years. 

Q. Have you made any crocking tests on the dyed sample 
which corresponds to Claim 3% A. No, but there can be 
seen in the same brochure which I just had here— 


Mr. Spille: Exhibit 8. 
By Mr. Martin: 


Q. Is there a crocking test? A. I suppose so, yes. It’s 
before the Court. 
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Q. Will you please verify the results of a crocking 
test? 


The Court: What kind of a test? 
Mr. Martin: Crocking. 
The Court: What is that? 


[109] Mr. Martin: It’s a test in which the material, 
as a result of rubbing against something else, 
loses some of the dye onto the surface of the other 
object. 


The Witness: The fastness to rubbing dry is rated good, 
4; the fastness to rubbing wet is rated fairly good, 3. 


By Mr. Martin: 


Q. And that is for Claim 3? A. Claim No. 3. 

Q. To that extent it is not outstanding in that property, 
is it? A. Not outstanding, no, but acceptable. 

Q. Have you made a crocking test upon the Orndorff 
sulfonated compound? A. No. 

Q. Have you made any test of the sample correspond- 
ing to Claim 3 in chlorinated water such as would occur in 
a swimming pool? A. No. 

Q. Have you made any test in chlorinated water of 
Orndorff’s sulfonated compound? <A. No. 


[111] Q. Dr. Luttringhaus, before questioning you about 
the contents of the document I just handed you, I wish to 
repeat somewhat to this effect. Exhibits 3 and 5, Plain- 
tiffs’ Exhibits 3 and 5, which you have before you, in 
order to provide a proper comparison of the samples which 
were subjected to fading, isn’t it true that those samples 
would have to be prepared according to the international 
standards? A. Yes. 


St 


Q. How do you know that these samples were prepared 
according to—were dyed and prepared according to the 
international standards? A. I was not present when it 
was done, but I think you have an affidavit in that re- 


spect. 
Q. The affidavit has not been so far covered in the 
testimony. 


The Court: Well, if the affidavit is in the file 
wrapper it is before the Court. 

Mr. Martin: Your Honor— 

The Court: Everything that is in the file wrapper 
is before the Court. 

Mr. Martin: It is before the Court, your Honor, 
but as for the probative or evidentiary value of the 
affidavit, [112] I think there are some decisions 
that should be called to the Court’s attention. For 
instance, in Messler— 

The Court: What is your point? 

Mr. Martin: The point is that the affidavits may 
have been properly brought before the Patent Office 
because it does not follow the usual rules of evi- 
dence, but the point is that in a court— 

The Court: I understand all that, but the point 
is that the Patent Office accepted it and I have to 
consider it together with all the other evidence. 

Mr. Martin: That is correct. The point I am 
trying to make, your Honor, is this, merely that 
the affidavit is not competent evidence of the ac- 
curacy and truth of its contents. 

The Court: If the Examiner accepted it as ac- 
curate, I certainly shall not overrule him. I can- 
not overrule him on that. 

Mr. Martin: Your Honor, do you mean by that 
that if the Examiner—of course, in every case, your 
Honor, by accepting it, this means that it is phys- 
ically in the file. But the Examiner indicated in 
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the record of this case that he was not satisfied that 
it had— 

The Court: That is before me too. But in any 
administrative review I cannot exclude evidence 
that the [113] administrative agency accepted, even 
if it would be incompetent. If it were offered de 
novo in this court—I am referring now so far as 
competency is concerned. So far as probative value 
is concerned, you may make your argument on it. 


* ° °* * * ° 


The Court: All these exhibits were before the 
Patent Office. 

Mr. Spille: No, your Honor, not the ones that 
the Patent Office is now— 

The Court: The exhibits that you introduced on 
direct examination were before the Patent Office. 

Mr. Spille: Yes, your Honor. 

The Court: In other words, that is not new 
evidence, am I correct? 

Mr. Martin: That is correct. 

The Court: Of course, in a proceeding such as 
this new evidence is admissible, that is somewhat 
anomalous, but so far the plaintiff did not introduce 
any new evidence, he only repeated the evidence 
that was introduced before the Patent Office. Is 
that correct? 

Mr. Spille: That is not my position, your Honor, 

The Court: What is your position? 

Mr. Spille: As far as the dyestuff samples them- 
selves are concerned, they are the same as before 
the Patent Office; but the evidence as to their 
significance and their meaning in the industry is 
new evidence here from the expert witness. 

The Court: But how good they were, in other 
words, whether the result was good, bad or indif- 
ferent, is a matter concerning which there is no 
additional evidence; isn’t that so? 
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Mr. Spille: Well, we have the opinion of an ex- 
pert in the field. 

The Court: An opinion. That is different. But 
the Patent Office Examiner on the basis of this 
evidence was not satisfied that a superior result 
was shown, isn’t that so, Mr. Martin? 

Mr. Martin: That is correct, your Honor. 

The Court: Well, I am not going to overrule 
the Patent Office Examiner on the same evidence 
when it was a matter of opinion. 

Now, of course, there are instances in 4915 pro- 
ceedings where new evidence is introduced that 
was not before the Patent Office. There, of course, 
I can overrule the [119] Patent Office on new evi- 
dence. Also, on matters of opinion I can overrule 
the Patent Office. But on a question of fact as 
to how good the results were obtained, I would 
not overrule the Patent Office, especially when a 
technical question is involved, unless the result 
reached by the Patent Office Examiner was clearly 
erroneous. But if it was debatable one way or 
the other, I do not think it would be appropriate 
for me to overrule him. 

Mr. Spille: Your Honor, may I make one com- 
ment? 

The Court: Yes, indeed. 

Mr. Spille: I said that all the samples of the 
dyes were before the Patent Office. That is not 
true. The washing tests were not before the 
Patent Office, which Dr. Luttringhaus made him- 
self. 

The Court: But I asked you whether they were 
all before the Patent Office and you said they were. 

Mr. Spille: I made a mistake, your Honor. 

The Court: Very well. Well, that is a little dif- 
ferent. 
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Mr. Spille: And also the sample which is Plain- 
tiffs’ 8, which was that brochure, that was not 
before the Patent Office either. 

The Court: Very well. Proceed, then, Mr. Mar- 
tin. 

By Mr. Martin: 


Q. Dr. Luttringhaus, do you know what kind of light 
[120] the test of Exhibit 83 was made under? A. I do 
not know whether the application specifies that, but it 
is either a Fadometer, if it was artificial light, or a 
Xeno-test. 

Q. But you do not know? A. No, if it is not written 
down. 


The Court: You were not present at the test? 

The Witness: I was not present. 

The Court: Well, I think that settles a lot of these 
matters. 


By Mr. Martin: 


Q. According to the record, the certified record, Ex- 
hibit 2 was made under artificial light. Have you read 
the record, Dr. Luttringhaus? A. Yes, I think I have, 
but I do not remember the details. 

Q. If the statement is made that it was made under 
artificial light, might this not include a mercury are 
vapor lamp? A. Definitely not. 

Q. Isn’t that a source of artificial light? A. It is not 
being used any more. 

Q. That is not the question. Does the term artificial 
light include mercury vapor arc lamp? [121] A. No. 


The Court: Well, it includes any light except 
sunlight. 
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By Mr. Martin: 


Q. The term artificial light would include other things 
besides the Fadometer test, wouldn’t it? 


The Court: The Court will take judicial notice 
of what is artificial light. 


Q. Dr. Luttringhaus, isn’t it a fact that certain dyes 
will fade very slowly over a long period of time and then 
suddenly increase in their rate of fading? A. On wool 
there is—yes, there are some dyestuffs on wool that do 
that, that is correct, if they are exposed to weather. 
That means without protection of glass. 

Q. Was any such test made of any of the dyes on Ex- 
hibits 2, 3, 5 and 6, to determine— A. No; it would 
be unnecessary to make such a test— 


The Court: No, just answer the question. Your an- 
swer is no? 
The Witness: No. 


By Mr. Martin: 


Q. And is it conceivable that although one of those 
exhibits mentions a test for 165 hours, that after that 
period there might be, at some time later, there might 
be a sudden [122] fading of the material? A. I would 
not know that without having seen the test. 

Q. It is possible? A. I could not predict that. 

Q. But it is conceivable? A. Possibly. 


° * * ° e ° 


‘Q. On your direct examination you indicated that cer- 
tain of the Plaintiffs’ samples were given a value of 5 
by yourself and certain of the prior art you said 3 or 
possibly 3 to 4. Is it possible that experts in the field 
may differ as to the value they assign, the fastness value 
that they assign to samples upon visual inspection? A. 
That is possible, to a certain extent. 
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Q. So that this is largely a matter of subjective [123] 
judgment, isn’t it? A. It is. 


[124] 


* a * * * « 


Mr. Martin: Yes. This chart represents a struc- 
tural formula which corresponds to the sulfonated 
compound of Orndorff, which was used as a dye 
in Exhibits 2, 3, 5 and 6. In other words, so far 
as the Schafer case is concerned this is the formula 
of which the Patent Office contends that plaintiffs’ 
formula is a homologue. 

The Court: This is the Orndorff formula? 

Mr. Martin: This is the Orndorff formula. 

The Court: Just say that briefly. I can always 
comprehend things much easier if people are brief 
and succinct. 

Mr. Martin: Your Honor, the compound of 
Schafer the Patent Office contends is a homologue, 
and the difference is that— 

The Court: Show me the two together. Put 
them in juxtaposition and show me where the homo- 
logue comes in. 

Mr. Martin: Your Honor, in my left hand, on 
your right side— 

The Court: Let me have them. 

(The documents were handed to the Court.) 

Mr. Martin: The first chart I gave you is the 
sulfonated compound of Orndorff, which is the 
prior art. 

The Court: And what is this one? 

Mr. Martin: This is Claim 8 of Schafer. And 
the [125] difference, your Honor will notice the 
addition of four CH-3 groups to the original— 

The Court: Just a moment. Say that again. 

Mr. Martin: The compound corresponding to 
Claim 3 of Schafer has four methyl groups, CH-3. 
Schafer’s compound has four methyl groups, where 
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in Orndorff there is no methyl group, and at four 
different places on the Orndorff compound plain- 
tiff has in effect added or inserted a methyl group, 
CH-3. What actually happens is that originally 
there was a hydrogen ‘atom at each place where— 

The Court: You mean these four CH-3s were 
added by Schafer to the Orndorff formula? 

Mr. Martin: That is right, your Honor. I would 
say they were added in substitution for a hydrogen. 
In other words— 

The Court: Well, you do not show that here. 

Mr. Martin: No. Your Honor, it is understood— 

The Court: Then what was subtracted, the H 
here? 

Mr. Martin: Yes. If your Honor will look, this 
aniline I showed before, it’s understood among 
chemists that in this ring there is a carbon and a 
hydrogen— 

The Court: Do not go quite so fast. These are 
scientific matters. You have to take them step by 
step. 

Mr. Martin: This formula for aniline, for ex- 
ample, [126] is understood by chemists as signify- 
ing that at every point on this hexagon except 
where the NH-2 is you have one carbon and one 
hydrogen. And likewise on this chart, which repre- 
sents Orndorff— 

The Court: Take it one step at a time. 

Mr. Martin: In this chart of Orndorff this aro- 
matic ring, this aromatic unit contains at every 
point on its surface, that is, there are six corners 
here or six points, at every point we have one 
carbon and one hydrogen. 

The Court: Instead of one nitrogen and one 
hydrogen there are six of them, is that it? 

Mr. Martin: Exactly. There are six carbons and 
six hydrogens. 
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The Court: That would be read by chemists as 
6 instead of 1? 

Mr. Martin: Exactly. 

The Court: Because it is a six-sided polygon. 

Mr. Martin: Exactly. What actually has hap- 
pened here is that where Orndorff originally had— 
if I can simplify it—originally Orndorff had a 
hydrogen at this point. The difference between 
Orndorff and Schafer, Schafer has taken this hydro- 
gen away and replaced it by CH-3. 

The Court: Yes, I can see that. 

Mr. Martin: Now this compound has one carbon 
and [127] two hydrogens more than it had before. 
The Court: Does that make it a homologue? 

Mr. Martin: That would make it a homologue. 
If it were possible to produce such a compound— 
whether it is possible is not in issue here today. 

The Court: I thought from your definition that 
a homologue consisted of adding an additional 
carbon and two additional hydrogen items where 
there was already a carbon and a hydrogen atom. 

Mr. Martin: That is true, to a certain extent, 
but actually, as I explained in connection with the 
simple series here, C-2 H-6 is the next adjacent 
homologue of CH-4. One can visualize it in this 
way perhaps, that one of these hydrogens, one 
hydrogen of methane was taken away and then— 

The Court: You mean that adding a carbon 
where there was none before also makes a homo- 
logue? 

Mr. Martin: No. 

The Court: But there was no carbon in the 
Orndorff. 

Mr. Martin: In this simple organic compound, 
methane, what happens when you go from this 
member of the series to this member—Perhaps I 
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can explain it this way: You might visualize the 
first member of the series methane as CH-3 plus 
H. And then if you take— 

The Court: I am afraid I have not made my 
difficulty [128] clear. My question is this. Here 
you have a situation where you have H, one part 
of H or one atom or whatever you call it, and then 
you substitute for it CH-3. 

Mr. Martin: That is correct. 

The Court: Now where is the homologue? 

Mr. Martin: The resulting compound. The com- 
pound resulting from the substitution now as a 
whole has one more carbon and two more hydrogens 
than it had before. 


Mr. Martin: Your Honor, this hexagon stands 
for the existence of six carbons and six hydrogens. 
[129] The Court: Well, you did not say that. There 
is no C here. 

Mr. Martin: That is correct, your Honor, but 
this is a convention employed—it’s a conventional 
sign used by chemists and perhaps your Honor will 
recall— 

The Court: Maybe I did not follow you clearly. 
I see. You mean that there was already a carbon 
atom even though the letter C does not appear? 

Mr. Martin: Exactly. 

The Court: Now you have answered my question. 

Mr. Martin: The hexagon represents C-6 H-6. 

The Court: Would it be improper for me, then, 
to put down C? 

Mr. Martin: It would be perfectly proper. 

The Court: What is the formula here? 

Mr. Martin: C-6 H-6. 

The Court: What is the corresponding Schafer 
formula? 
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Mr. Martin: Your Honor, I have been corrected 
by Mr. Spille. In this particular case one of the 
hydrogens which would— 

The Court: I want to know where the homologue 
comes in. 

Mr. Martin: What actually happens here is 
that [130] it’s C-6 H-5, your Honor. Normally it 
would be C-6 H-6, but one of the Hs has been re- 
placed by nitrogen in this compound, so that to 
start with this portion of Orndorfi’s compound it 
is C-6 H-5. 

The Court: Very well. 

Mr. Martin: Now, this means, your Honor, that 
at every point of this hexagon except where the N 
is you would have one carbon attached to one 
hydrogen. So your Honor can fill in—one carbon 
attached to one hydrogen at every point of this 
hexagon except where the N is. 

Now, in order to make the next adjacent homo- 
logue one will remove one hydrogen at any place 
on this hexagon, it doesn’t matter, remove one 
hydrogen and replace it with a methyl group, 
namely, CH-3. 

The Court: How many CH-3s are there in 
Schafer? 

Mr. Martin: In Schafer there are four. 

The Court: Instead of what with Orndorff? 

Mr. Martin: Orndorff, none. In other words, 
if one placed one CH-3 in Orndorff we would have 
the next adjacent homologue. There would be a 
difference of merely CH-2 between the two com- 
pounds. They would differ merely by one carbon 
and two hydrogen atoms. 

The Court: I must be stupid but I thought you 
said that Orndorff has C-6 H-5. 

{131] Mr. Martin: That’s right. 
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The Court: All right. Now what does Schafer 
substitute for C-6 H-5? 

Mr. Martin: Let us think of one of the Hs as 
being removed. Then we have C-6 H-4. Now let’s 
add on to that CH-3. 

The Court: Then you get— 

Mr. Martin: Then we get C-7 H-8. 

The Court: Well, you put down CH-3 here. 

Mr. Martin: If you want to do it— 

The Court: I think I see that now. 

Mr. Martin: C-7 H-8 minus CH-2— 

The Court: The difficulty with this diagram is 
that it is abbreviated instead of spelling out the 
situation. 

Mr. Martin: Yes, that is correct. Perhaps we 
should have explained this earlier, but I thought 
Mr. Spille tried to get the point across in his 
opening argument that an aromatic compound— 
and this is aromatic—is in fact C-6 H-6. 


* e s * s ° 


[138] Mr. Martin: Your Honor, I have prepared 
four exhibits, two for the Schafer case and two for 
Bestian, et al. 

The first exhibit I hand to the Clerk is the com- 
pound of Orndorff— 

The Court: What? 

Mr. Martin: Of Orndorff, ef al., the prior art, 
and [139] at this time may I offer it in evidence? 
iJ s ° e s a 

{140] The Court: Very well. 

(Compound of Orndorff marked for identification 
as Defendant’s Exhibit 1 and admitted in evidence.) 


Mr. Martin: No, there are not. I am sorry. 
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Now, your Honor, the formula I just handed 
you appears in the Board of Appeals’ decision, 
and that was the formula it placed in its decision 
as representing the Orndorff, e¢ al., formula, which 
is identical to what I gave you. 

I now hand up to the Court Defendant’s Exhibit 
2, which is a formula corresponding to the com- 
pound of Plaintiff’s Claim 3. 

The Court: It will be admitted. 

(Formula corresponding to Plaintiff’s Claim 3 

marked for identification as Defendant’s Exhibit 
No. 2 and admitted in evidence.) 
[141] Mr. Martin: And if Your Honor will notice 
by comparing the two, the second exhibit con- 
tains four CH; groups at points where there are no 
CH, groups in Exhibit 1. 

It was the position of the Patent Office that the 
formula depicted in Exhibit 2 is a homologue. 

The Court: What is a homologue of what? 

Mr. Martin: The formula in Exhibit 2 is a homo- 
logue of the formula of Exhibit 1. 

The Court: What is the homologue of what? 

Mr. Martin: The formula— 

The Court: What is the homologue of what? 

Mr. Martin: The entire formula shown on figure 
2, the chemical compound which is represented by 
the formula in Exhibit 2—that chemical compound, 
Your Honor, is the homologue of the chemical com- 
pound in Exhibit 1. 

The Court: You mean that when you add CH: 
or CH; to anything, that is a homologue? 

Mr. Martin: That is a definition, Your Honor, 
which in re Hass, et al., which Your Honor referred 
to yesterday, states—and I have other evidence. 

The Court: Which is the case that defines a 
homologue? 
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Mr. Martin: In re Hass, I believe, although in 
re Henze had it, as well. 

The Court: You mean Henze. 

[142] Mr. Martin: H-e-n-z-e. 

The Court: H-e-n-z-e. 

Mr. Martin: Yes, that’s one of them. 

The Court: Well, the definition contained in 
that opinion in that case is as follows: 

“A homologous series is a family of chemically 
related compounds, the composition of which varies 
from member to member by one atom of carbon and 
two atoms of hydrogen.” 

I see. Now, I presume you say that these are 
chemically related compounds. 

Mr. Martin: That is true, that is that they are 
members of a homologous series, one being a homo- 
logue of the other. 

The Court: Yes, I know, but that is begging 
the question. The question is: Is one a homologue 
of the other? 

In order to be a homologue of the other, the two 
must be chemically related. 

Well, let me read that definition. 

“A homologous series is a family of chemically 
related compounds, the composition of which varies 
from member to member by one atom of carbon and 
two atoms of hydrogen.” 

Now, in order for one compound to be a homo- 
logue of another, the two must be chemically re- 
lated, according [143] to that definition. 

Mr. Martin: According to that definition, yes. 

The Court: Now, I want to know, are these two 
chemically related? 

Mr. Martin: I will, at this moment, Your Honor, 
perhaps Mr. Spille will concede they are homo- 
logues. 
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Mr. Spille: I will concede that they are chemically 
related, Your Honor, but not that they are homo- 
logues. 

The Court: What? 

Mr. Spille: But not that they are homologues. 

The Court: But you will concede they have a 
chemical relation. 

Very well, gentlemen. Now you may proceed. 

I believe you said you wanted to call the Court’s 
attention to something else. 

Mr. Martin: Yes, Your Honor. In order to en- 
lighten the Court on this matter, I have some ex- 
hibits which I wish to offer in evidence by chemical 
authorities and the first one I wish to offer in 
evidence— 

The Court: Before you proceed to offering ex- 
hibits in evidence, now I asked you to make another 
diagram for the other case. 

Have you made it? 

Mr. Martin: Yes, Your Honor. 

The Court: Well, suppose you do that. I didn’t 
[144] exactly require a diagram. I said either a 
diagram or a statement. 

Mr. Martin: Yes. Your Honor, if Your Honor 
recalls yesterday, I would like to explain this dia- 


gram. 

Yesterday in the opening statement, Mr. Spille 
indicated that the central portion of the claimed 
compound was triphenylmethane, if Your Honor re- 
calls. 

Now, this is a rather complicated picture, so far 
as a nucleus goes. 

What I have done, Your Honor, is to substitute 
for this complicated nucleus a simple box and 
labeled it “tri-phenylmethane.” 

The Court: A simple what? 
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Mr. Martin: A simple box. Like so. 

The Court: I see. I see. 

Mr. Martin: And that according to Bestian, et al., 
Claim 1, united or built on to that box of triphenyl- 
methane is nitrogen here, nitrogen here, (pointing) 
R,, R., R;, R, and Rs. 

In Claim 1 of Bestian, et al., each of these symbols 
R, through R; is defined. 

The Court: Is what? 

Mr. Martin: Is defined. 

The Court: Yes. 

Mr. Martin: In the claim. Now this. Your 
Honor, [145] represents the invention for which 
the plaintiff seeks a patent. 

Now, the second chart I have prepared for the 
Court is a compilation or a representation of the 
two prior art references which were relied upon. 

The first prior art reference, Your Honor, is 
Emmerich, and Emmerich also has a triphenyl- 
methane nucleus similar to Bestian, et al. 

Emmerich also has nitrogen on the right side and 
nitrogen at the left side. 

If Your Honor will for a moment disregard the 
circle, please. 

The Court: Disregard what? 

Mr. Martin: Disregard this circle for the mo- 
ment. There is the nitrogen at the right side and 
nitrogen to the left and then we have C.H;, which 
is an ethyl group. It was drawn on the board yes- 
terday. 

There is a second C,H; which is also an ethyl 
group. 

The Court: Don’t go quite so fast. You are deal- 
ing with very intricate technical matters. 

Mr. Martin: Yes. The nitrogen atom at the 
right side of this representation of the nucleus has 
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attached to it two members each of which are ethyl 
groups, e-t-h-y-l, of chemically—which can also be 
represented by the symbol [146] C.Hs. Two such 
groups are connected to the nitrogen at the right 
side, in Emmerich, one of the references relied 
upon. 

At the left side, Your Honor, we again have a 
nitrogen to which are attached two groups. One 
group is hydrogen, indicated by the letter “H” and 
the other one is again ethyl, C.Hs. 

Now, it is the position of the Patent Office, Your 
Honor, that Emmerich corresponds to the claimed 
compound of Bestian, et al., in all respects except 
one. 

R,, according to the claim of Bestian, may be 
hydrogen and Emmerich has such an element right 
at this point. 

R;, I will skip R. for the moment, R, may be 
hydrogen or lower alkyl, a-l-k-y-l, and I think Mr. 
Spille will concede that ethyl is lower alkyl. 

Mr. Spille: So conceded. 

Mr. Martin: Your Honor, then this indicates 
that Emmerich also shows the R; portion of the 
claimed compound. 

Emmerich also shows a second ethyl group which 
the Patent Office contends corresponds to R, of the 
Bestian claim. 

Does Mr. Spille concede that? 

Mr. Spille: I am sorry, I was— 

Mr. Martin: That the second ethyl group cor- 
responds to Ry. 

Mr. Spille: I will have to check. (Check- 
ing.) Yes, we so concede. 

Mr. Martin: It develops then, Your Honor, there 
is one more point of identity to be established in 
order for Emmerich to be a perfect anticipation. 
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That last point is C.H; over here, which the 
Patent Office cannot assimilate to the R. of the 
claimed compound. 

R, must be a member of a benzene series or some 
other compound to which the ethyl group at this 
point does not correspond. 

Therefore, Your Honor, the Patent Office’s posi- 
tion was that it would not require invention to 
take this portion at the left side of Emmerich, 
remove it, and replace it with a unit which did cor- 
respond to the definition of R, in Claim 1. 

Now, that unit is part, Your Honor, of the 
Orndorff disclosure. 

The Orndorff formula has this in common with 
Emmerich, that it does have a triphenylmethane 
nucleus, so that in a general sense they do be- 
long to the same family. 

Now, this being the formula of the Orndorff 
compound, Your Honor, the Examiner’s position 
was that it would not require invention to replace 
this whole unit of the Emmerich compound, re- 
place it with this portion of the Orndorff com- 
pound, in which case, there would be an R, 
unit [148] in the modified Emmerich compound, 
which would there satisfy the requirements of 
Claim 1. 

The Court: Well, now, will you summarize in 
one sentence, without any argument, wherein do 
the claims differ from the prior art? 

Mr. Martin: Your Honor, when the substitution 
is made of this unit of Orndorff in Emmerich, there 
is no difference. 

The Court: I understand, but the difference is in 
the substitution of something. 

Mr. Martin: Exactly. 

The Court: Have you shown it in your diagram? 
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Mr. Martin: In this diagram, I have shown the 
substitution, Your Honor by— 

The Court: I asked you— 

Mr. Martin: I have shown it, Your Honor. 

The Court: I asked you to type it out, just what 
is the difference between the two, either by diagram 
or by paper. 

Suppose you dictate it to me then. What is the 
specific difference? 

Mr. Martin: The specific difference between the 
claimed compound and the nearest compound of the 
prior art, that is, Emmerich, is the fact that Em- 
merich corresponds in all respects to the claimed 
subject matter, except that it [149] fails to satisfy 
the R.,—the definition of R, in the claim. 

The Court: I know, but tell me what is the spe- 
cific difference. Or put it this way. What does the 
invention have that Emmerich doesn’t have? 

Mr. Martin: All right, Your Honor. The in- 
vention has—the invention requires that Ry be a 
radical of the benzene series tetra—t-e-t-r-a— 

The Court: Start over again. 

Mr. Martin: Yes. 

The Court: Make it very brief and succinct. 

Mr. Martin: I am trying, Your Honor. The 
difference between the nearest prior art and the 
claim is this: That the claim requires that R, be a 
radical of the benzene, b-e-n-z-e-n-e, series. 

The Court: Just a moment. The claim requires 
R, to be what? 

Mr. Martin: To be a radical. 

The Court: Radical? 

Mr. Martin: R-a-d-i-c-a-l. 

The Court: Yes, I understand, but what is a 
radical? 

Mr. Martin: A radical is a unit, as I explained 
to Your Honor yesterday, a substituent— 
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The Court: Wait a minute. What is a substitu- 
ent? 

Mr. Martin: Your Honor, I haven’t— 

The Court: Just tell me. 

Mr. Martin: Your Honor, methyl is a substituent, 
ethyl is— 

The Court: What does the word “substituent” 
mean? 

Mr. Martin: A building block which can be at- 
tached on to a basic— 

The Court: Well— 

Mr. Martin: It’s a modifying unit. 

The Court: Substituent means a constituent, 
doesn’t it? 

Mr. Martin: It does, yes. 

The Court: Now the claim requires R, to be a 
radical of what? 

Mr. Martin: It requires the— 

The Court: Suppose you use non-scientific terms. 

Mr. Martin: Your Honor— 

The Court: Omit “radical” and omit “substitu- 
ent.” Use ordinary dictionary words. 

Mr. Martin: Consisting of one of the following 
units. 

The Court: Yes. 

Mr. Martin: Benzene. 

The Court: To be one of the following units. 
Now what? 

Mr. Martin: There are four units, Your 
Honor, which are recited in the claim: Benzene, 
tetrahydronaphthyl, which I will spell. 

The Court: Tetra or tetro? 

Mr. Martin: No Tetra, t-e-t-r-a. 

The Court: Tetra. 

Mr. Martin: H-y-d-r-o. 

The Court: Tetra what? 
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Mr. Martin: Hydro. 

The Court: Hydro. 

Mr. Martin: Naphthyl, n-a-p-h-t-h-y-l. 

The Court: Naphthyl. 

Mr. Martin: The whole thing is tetrahydro- 
naphthyl. 

The Court: It is an unpronounceable word. I 
don’t see how you pronounce those two diphthongs, 
one following the other. 

Mr. Martin: Your Honor, some of the organic 
chemical terms are twice as long. 

The Court: Very well. 

Mr. Martin: Cyclohexyl. C-y-c-l-o— 

The Court: Now— 

Mr. Martin: C-y-c-l-o. 

The Court: C-y-c-l-o. 

Mr. Martin: H-e-x-y-L. 

The Court: Cyclohexyl. 

Mr. Martin: Correct. 

The Court: Thank you. 

Mr. Martin: I might add there are commas be- 
tween the various expressions. I have given three 
so far. 

The Court: You have given three, yes. 

Mr. Martin: Methyl, m-e-t-h-y-L 

The Court: Methyl. 

Mr. Martin: Yes. 

The Court: Oh, yes. 

Mr. Martin: Hyphen, cyclohexyl. 

The Court: Cyclohexyl again. 

Mr. Martin: Again. So the 4th term is methyl- 
cyclohexyl, hyphenated. 

The Court: In other words, the claims require 
R, to be either benzene, or tetrahydronaphthyl, or 
cyclohexyl or methyl-cyclohexyl. 
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Mr. Martin: Your Honor, I must confess error, 
I have been reading the wrong R symbol and I 
am awfully sorry. I am under great tension here. 

But I meant to read R.. 

The Court: R. instead of R.? 

Mr. Martin: No, I am sorry, Your Honor, no. 
These units are wrong. I was reading the wrong 
part of the claim. I beg your pardon. 

The Court: I want to be sure I am getting it 
right. 

Mr. Martin: Yes. 

The Court: The claim requires R: to be one of 
the following, of these four? 

Mr. Martin: Yes. However, I misstated those 
four units. 

The Court: Oh, I see. 

Mr. Martin: And I am awfully sorry. But I will 
now give you the correct. 

The Court: Very well. 

Mr. Martin: R, must be one of the following 
units: benzene, N—as in Navy— 

The Court: Just a moment. Capital N. 

Mr. Martin: N-ethyl, e-t-h-y-l. 

The Court: N-ethyl. 

Mr. Martin: Carbazole, ¢-a-r-b-a-z-0-l-e. 

The Court: Carbazole. C 

Mr. Martin: Carbazole. That is ethylcarbazole, 
written as one word. 

The Court: Ethylearbazole is one word? 

Mr. Martin: Yes. It’s N-ethylearbazole. And 
the third unit of the series, the third and last, is 
No. 1-phenyl- 

The Court: Phenyl? 

Mr. Martin: Well, there isn’t— 

The Court: P-h-e-n-o-l? 

Mr. Martin: That is something different, 
Your Honor. 
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The Court: P-h-e-n-y-l. 

Mr. Martin: Phenyl-3-methyl-5- 

The Court: What’s after 5? 

Mr. Martin: One hyphen, hyphen, pyrazolones, 
p-y-r-a-z-0-l-0-n-e-s. 

The Court: P-y-r-a-z-o-l-o-n-e-s? 

Mr. Martin: Correct. 

The Court: The claim requires R; to be one of 
those three, is that it? 

Mr. Martin: That is correct, Your Honor. 

The Court: Very well. Now, where does the 
inventor depart from the prior art? 

Mr. Martin: The inventor departs from the prior 
art in that Emmerich, the nearest prior art, in the 
portion of his compound which we would like to be 
R, and satisfy the language I just gave Your 
Honor— 

The Court: Just tell me what the inventor does. 

Mr. Martin: Well— 

The Court: Where are we? 

Mr. Martin: The inventor places, substitutes for 
the methyl group of Emmerich, a member of the 
series of units I just recited to Your Honor. 

The Court: Oh, I see. 

{155] Mr. Martin: That is the difference. 

The Court: A substitution. Well, which units? 

Mr. Martin: He may substitute any one of those 
units, Your Honor. 

The Court: For what? 

Mr. Martin: For the ethyl group of Emmerich. 
The ethyl group on the left side of Emmerich. 

The Court: Oh, I see. What you have given me 
is the claim and what does Emmerich have? 

Mr. Martin: Emmerich, Your Honor, corresponds 
to every portion of that claim except R.. 

The Court: Well, what does Emmerich have? 
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Mr. Martin: Emmerich has ethyl, e-t-b-y-l, or, 
symbolically C: Hs. 

The Court: Emmerich has what? 

Mr. Martin: Emmerich has ethyl, e-t-h-y-l. 

The Court: Yes. 

Mr. Martin: And that building block or unit, 
ethyl, fails to satisfy the terms of the claim as far 
as R., Rz is concerned. 

That is the only difference. 

The Court: Let me see if I understand this cor- 
rectly, that the difference between Emmerich, which 
is the closest prior art, and the invention is that in 
place of the element known as ethyl on the left of 
the Emmerich formula, [156] the inventor sub- 
stitutes one or more of the substances in R,, is 
that it? 

Mr. Martin: That is correct. 

The Court: Well, now I have it. 

Mr. Martin: It was rather difficult, Your Honor, 
and— 

‘The Court: I beg your pardon. 

Mr. Martin: It is rather difficult for all of us. 

The Court: Oh, I know, but there isn’t anything 
that can’t be summarized very simply, and in order 
to understand things, one has to summarize them 
very simply. 

Well, now, you wanted to put in some exhibits? 

Mr. Martin: Yes, Your Honor. If I may merely 
add one comment, which will possibly enhance or 
ilmstrate what we have done so far, and that is, 
Emmerich, as 1 just indicated, meets the terms of 
the claim in all respects except the limitation which 
defines R, in the claim. 

‘And it was in the position of the Patent Office that 
Orndorff shows R, in a corresponding position in a 
chemically related compound. 

The Court: I see. 
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Mr. Martin: And that it would not require in- 
vention to substitute such member which corre- 
sponds to the definition of R. for the ethyl group 
of Emmerich. 

The Court: I want to know this, then. Does 

Orndorff show the same elements as are in 
R, of the claim? 

Mr. Martin: Orndorff does, Your Honor. 

The Court: And your contention is that it isn’t 
invention to substitute the Orndorff constituents 
for the ethyl of Emmerich? 

Mr. Martin: That is correct. 

The Court: Now, I have it. 


* * * ° ° 


The Court: Yes. Well, now, one question 
more. All this relates to the Bestian case where 
Claim 7 was allowed. 

Mr. Martin: That is correct. 

The Court: Why was Claim 7 allowed and the 
other claims disallowed? 

Mr. Martin: Your Honor, Claim 7 was a species 
claim, it was restricted to a single species, whereas 
Claims 1 and 2 are directed to a genus which em- 
braces a wide variety of compounds, at least 42 so 
far as the specifications concerned. 

(Chart marked for identification as Defendant’s 
Exhibit No. 4.) 

[159] The Court: Well, now, what is the distinction 
between 1 and 2? 

Mr. Martin: The distinction between Claims 1 
and 2, Your Honor, is that in Claim 2, Claim 2 is 
more specific in that R, and R; must be hydrogen, 
that is, if the Court— 

The Court: Very well. Now, you may proceed, 
Mr. Martin 
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I think even though it has taken about 10 or 15 
minutes, perhaps, it has been very helpful and 
worthwhile. 

Mr. Martin: Your Honor, before proceeding with 
the cross examination, may I just make a few com- 
ments about homologues? 

The Court: Very well. 

Mr. Martin: Your Honor, this formula repre- 
sents— 

The Court: There is a pointer there that may 
help you. 

Mr. Martin: This formula represents benzene. 
It is—this can be represented also by the formula 
C.H,. There are 6 carbon atoms and 6 hydrogen 
atoms. 

The next homologue of benzene is toluene, and 
toluene is very similar to it, but the only difference 
is that the hydrogen, at this point on benzene, has 
been replaced by the methyl group. 

The formula for toluene is also C;H,, and as the 
Court can readily see, they differ by CH:. 

[160] I have other accumulated exhibits which will 
illustrate further. If the Court so wishes, I will be 
glad to offer them. 

The Court: You proceed in your own way. If 
you wish to offer them in evidence, you may do so. 

Mr. Martin: May I consider, Your Honor, that 
I am not under any limitation of time; in other 
words, that this would not be charged against me. 

The Court: There is no limitation of time. I 
just hope that you are going to be brief. 

Mr. Martin: Yes. For Your Honor’s informa- 
tion, I offer in evidence an excerpt from Organic 
Chemistry by the authors Fieser and Fieser, 
F-i-e-s-e-r, from the Chemistry Department of Har- 
vard University, pages 312 and 313. 
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The purpose of introducing this into evidence is 
to illuminate further the concept of what are homo- 
logues. 

The Court: Very well. 

Mr. Martin: And I will hand it up and offer it 
in evidence. 

The Court: Have you seen this, Mr. Spille? 

Mr. Spille: No, but for the limited purpose it 
is offered, I do not object. 

(Organic Chemistry marked for identification and 
received in evidence as Defendant’s Exhibit No. 5.) 

Mr. Martin: Your Honor, if the Court will turn 
to page 312, and I will be very brief about this, 
there is a table at the bottom of page 312, and in 
that table—well, Your Honor— 

The Court: What page? 

Mr. Martin: Page 312. Does Your Honor have 
that? 

The Court: Yes. 

Mr. Martin: In the table at the bottom of the 
page, in the second column, we have heading “For- 
mula,” and the first member represented there reads 
HOOCCOOH. 

Now, the second member differs from the first 
merely by the insertion of CH, in the middle of the 
first group, and, therefore, the second member dif- 
fers from the first by one carbon and two hydrogens. 

And, likewise, this also applies to all the succeed- 
ing members in the table. 

This table represents a homologous series, Your 
Honor. 


* Sd * * * 


[162] Cross Examination by Mr. Martin (Resumed): 


° ° ° ° ° e e 


(164] Q. Dr. Luttringhaus,—Madam Clerk, may I have 
Plaintiff’s Exhibit 67 
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Plaintiff's Exhibit 6—(showing to witness). 
Dr. Luttringhaus, to what kind of lights were these 
samples exposed? A. Tt is not stated here on this sheet. 
Q. You do not know? A. I cannot see it from this 
ibition. 
. Do you know for how long those samples were ex- 
posed? A. No. 
Q. If they faded, if the samples faded to the extent 
indicated on the chart after one hour, would Plaintiff’s 
samples be commercially acceptable? A. No. 


Mr. Martin: Madam Clerk, may I have Plaintiff’s 


Exhibit 3, please. (Showing to witness.) 
| 


Q. Dr. Luttringhaus, does Sample 3 represent Orndorff’s 
[165] compound? A. Yes. 

Q. Does sample— 

The Court: I can’t follow the testimony unless 
I have the exhibit before me. Suppose you pass 


me the exhibit for a moment and then you can 
have it back again. 

Mr. Martin: You would like my copy, Your 
Honor? 

The Court: Are there two copies of the exhibits? 

Mr. Martin: No. I have the Patent Office file 
before me, but the witness has the exhibit. 

The Court: I have to have the exhibit in order 
to understand the testimony. 

Mr. Spille: May I assist counsel on the passage? 

The Court: Yes. 

Mr. Martin: Perhaps Your Honor, if Your Honor 
sees the previous example and has the reporter 
read back what took place— 

The Court: No, no. We are not going to have 
anything read back. 

Your question was whether Sample 3— 

Mr. Martin: Represents Orndorff’s compound. 
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The Court: By Sample 3, you mean the sample 
marked with an Arabic “3” in pencil on the left-hand 
margin, is that what you mean? 

Mr. Martin: No, Your Honor, the upper—the 
sample [166] at the upper right hand, There are— 

The Court: Oh, I see. The sample here repre- 
sents Orndorff, yes. 

Mr. Martin: That is correct. 

The Court: And Sample 4 represents Claim 3 
according to the notation on the exhibit. 


_ The Witness: Yes. 
By Mr. Martin: ise 
" Q, Dr. Luttringhans, what color—I withdraw that. Wha 
kind of lights were these samples exposed to? A. As far 
as I know, the affidavit mentions the kind of light that 
was used for exposing, for fading these colors. 

Q. Do you know, yourself, what kind of light was 
used? A, If it was artificial light, it was either a Fade- 
Ometer, F-a-d-e-O-m-e-t-e-r, or the Xeno test. 


The Court: What kind of a light was used in the Fade- 
Ometer? 

The Witness: Carbon arc. 

The Court: Electric light. 

The Witness: Yes, sir. 


By Mr. Martin: 


Q. Do you know for how long a period these samples 
3 and 4 were exposed? <A. No. 


e * e ° s eo «se 
(168] By Mr. Martin: - 

Q. Dr. Luttringhaus, how long has the Fade-Ometer 
been used in accordance with the international standard 


test? A. The Fade-Ometer has been used for a minimum 
of 25 years. 
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The Court: By Sample 3, you mean the sample 
marked with an Arabic “3” in pencil on the left-hand 
margin, is that what you mean? 

Mr. Martin: No, Your Honor, the upper—the 
sample [166] at the upper right hand. There are— 

The Court: Oh, I see. The sample here repre- 
sents Orndorff, yes. 

Mr. Martin: That is correct. 

The Court: And Sample 4 represents Claim 3 
according to the notation on the exhibit. 


The Witness: Yes. 
By Mr. Martin: 3}! 


Q. Dr. Luttringhaus, what color—I withdraw that. Wha 
kind of lights were these samples exposed to? A. As far 
as I know, the affidavit mentions the kind of light that 
was used for exposing, for fading these colors. 

Q. Do you know, yourself, what kind of light was 
used? <A. If it was artificial light, it was either a Fade- 
Ometer, F-a-d-e-O-m-e-t-e-r, or the Xeno test. 


The Court: What kind of a light was used in the Fade- 
Ometer? 

The Witness: Carbon are. 

The Court: Electric light. 

The Witness: Yes, sir. 


By Mr. Martin: 


Q. Do you know for how long a period these samples 
3 and 4 were exposed? <A. No. 


e e e e e ° e 
[168] By Mr. Martin: 

Q. Dr. Luttringhaus, how long has the Fade-Ometer 
been used in accordance with the international standard 
test? A. The Fade-Ometer has been used for a minimum 
of 25 years. 
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Q. In its present form? A. No. It has been improved. 
It was not in the same form at the beginning. 

Tt was stationary at the beginning, and now it rotates 
around the light. 

Q. When did—when was the rotation feature intro- 
duced? 


The Court: Introduced into what? 
Mr. Martin: Into the Fade-Ometer test. 


The Witness: That must have been 10 or 12 years ago. 

The Court: What is a Fade-Ometer? 

‘The Witness: A Fade-Ometer is an instrument to test 
the fastness to light of dyestuffs. 

‘The Court: Yes, I understand that. But what kind 
of an instrument is it? 

I understand what its purpose is. 

[169] The Witness: It is an instrument which has an 
electric arc in the center around which the samples which 
are being exposed to light rotate for a certain time, and 
a certain humidity and temperature conditions. 

The Court: Then how does the Fade-Ometer do its 
work, in other words? 

The Witness: The arc destroys in a certain period of 
time the dyestuff on the fiber. 

‘The Court: In other words, this are causes the sample 
to fade, is that it? 

\'The Witness: The same as the sun does, yes. 
The Court: You mean the fading process is accelerated? 
The Witness: Yes. 
ihe Court: But there is no way of measuring, except 
as a matter of opinion, the results of the test, is there? 

The Witness: Yes, there is a way. 

The Court: What is it? 

The Witness: When you have exposed the sample in 
a Fade-Ometer for 20 hours, as an example, and the dye 
just breaks at that time, after that time, you know that 
the dyestuff has a light fastness of 4. 
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The Court: Yes, but in order to determine whether 
it is 5 or 3 or 2, it takes a matter of judgment, rather 
than a matter of exact ascertainment, does it not? 
[170] The Witness: No. We know, from long years of 
experience, that the light standards which have been ac- 
cepted by the American Association of Textile Chemists 
and Colorists, fade in the Fade-Ometer exactly as indi- 
cated, as I have indicated before, from 10 hours, to 20 
hours, to 40 hours, to 80 hours, all double. 

The Court: Perhaps I didn’t make my question clear. 
Now, you finish your test. 

The Witness: Yes. 

The Court: Then yon have to determine in what— 

The Witness: Yes. 

The Court: —Class that belongs. 

The Witness: Yes, and if I know the time the sample 
has been in the Fade-Ometer, I can from that determine 
the fastness to light. 

If I take it out after 40 hours, and I have just a slight 
break, I can say from that break what light fastness 
I have. 

The Court:: But isn’t it a matter of judgment or opinion, 
to look at the sample and determine the degree of fading? 

The Witness: Yes, but most people who are accustomed 
to look at dyeings like that and judge them, come always 
to the same conclusion. 

The Court: I see. 

(171] The Witness: If they are—if they are acquainted 
with it. 

The Court: In other words, it is for an expert eye 
and not for the ordinary customer? 

The Witness: Exactly. That does not mean that there 
are still slight differences at times. 


By Mr. Martin: 
e Sd ° e e 


Q. Dr. Luttringhaus, I hand you a— 


Your Honor, I am not familiar with the exact pro- 
cedure. May I mark it as Defendant’s Exhibit 6 for 
identification? 

The Court: Yes. 
[172] (Proceedings of the Perkin Centennial marked 
as Defendant’s Exhibit 6 for identification.) 


By Mr. Martin: 


Q. —Proceedings of the Perkin Centennial. Dr. Lut- 
tringhous, on page 23 of the exhibit I just handed you are 
two marked paragraphs in the right-hand column. A. Yes. 


The Court: You don’t, perchance, have another 
copy of the publication, do you? 

Mr. Martin: Yes, Your Honor, if Your Honor 
doesn’t mind for the moment a black and— 

The Court: Do you need it? 

Mr. Martin: No, I have a copy for myself. I 
would prefer— 

The Court: What? 

Mr. Martin: Page 23 of this excerpt from these 
proceedings. 

The Court: Very well. 

Mr. Martin: There are two paragraphs marked 
at the right. 


By Mr. Martin: 


'Q. Have you read them in the— A. I was just reading 
them. Yes. 

|Q. Dr. Luttringhaus, do these two paragraphs indicate 
that a Fade-Ometer test may sometimes lead to false 
conclusions? [173] A. Yes. 
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Q. Do you agree with this? A. Yes. 

Q. You agree with this statement? A. Yes. 

Q. And that reading the two paragraphs together, this 
would indicate that the Fade-Ometer would give false 
conclusions compared to a sunlight test? A. You cannot 
say that generally. 

Q. Does the—do these two paragraphs make that state- 
ment in effect? A. The possibility exists, yes. 

Q. Does the author indicate— 


The Court: Well, now, the document speaks for 
itself. You have a right to ask the witness whether 
he agrees with the author. 


Q. Turning now to page 33, Dr. Luttringhaus, do you 
have a paragraph which is marked in the left-hand column 
on your copy? <A. Yes. 

[174] Q. Does that paragraph indicate that a daylight 


test is of greater importance in Europe than a fading 
lamp test? A. In Britain. 
Q. Doesn’t that paragraph refer to Europe in general? 


The Court: Well, the paragraph speaks for it- 
self. You can argue about it. You have a right 
to ask the witness whether he agrees with it.’ 


By Mr. Martin: 


Q. Do you agree with that statement? A. I personally 
know that certain classes of dyestuffs are very sensitive 
in the Fade-Ometer and we always test. those dyestuffs 
in daylight because we know that these dyestuffs are 
sensitive. 

And that is, for instance, for man-made fibers; on wool, 
as it is here— 


- The Court: No. I think you are teenie from the 
question, Doctor. This extract states that the daylight 
test is regarded in Europe as being of greater importance 


than a fading lamp test and the question that you were 
asked is whether you agree with that statement. 

The Witness: I do not agree with the statement since 
it says that a suitable artificial light source is not yet 
really available. 

In the United States, everybody who is in the textile 
industry has accepted the Fade-Ometer as the instrument. 


[175] By Mr. Martin: 
Q. And the—do you know the date of the—the date 


when this publication came out? <A. No. 
Q. Will you please turn to the second page? A. 1956. 


Mr. Martin: I offer in evidence, Your Honor, 
this exhibit. 

Mr. Spille: No objection. 

The Court: It will be admitted. 

Mr. Martin: As Defendant’s Exhibit 6. 


[177] Re-direct Examination by Mr. Spille: 


Q. Doctor, I believe in your cross examination you were 
asked questions about the 1955 Technical Manual and 
Year Book of the American Association of Textile Chem- 
ists and Colorists—that Mr. Martin did not identify the 
book or the article except by showing it to you. 

I would like, Your Honor, to mark this for identification 
at the moment, as Plaintiff’s Exhibit 9. 


(1955 Technical Manual and Year Book of Ameri- 
can Association of Textile Chemists and Colorists 
marked for identification as Plaintiff’s Exhibit 9.) 

e * e ° e e e 
[181] Q. Now, Doctor Luttringhaus, in the last para- 
graph on page 78, I believe you were asked to read that, 
and I quote: 
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Although the two methods lead to results which are 
in general agreement for the majority of textiles, they do 
not lead to the same results for all textiles. A. That is 
correct. 

Q. Does that refer, sir, to the lamp or Fade-Ometer 
test, as compared with daylight tests in evaluating dye- 
stuffs? <A. It does. 

Q. From your examination of the color charts which 
were submitted to the Patent Office and which showed 
both daylight tests and Fade-Ometer tests, were there any 
significant differences in results that you found? 


The Court: Well, I think you have been all over 
that, haven’t you? Isn’t this repetitious? 

Mr. Spille: Well— 

The Court: Let’s not have any repetition. 

Mr. Spille: One question, and that is the only 
question I want to ask him. 


The Witness: I do not have the other card here. 
[182] Mr. Spille: I am sorry. 


The Court: Now, what was your question, Mr. 
Spille? 

Mr. Spille: Will he—. 

The Court: What was your question? 

Mr. Spille: Whether he found in examining the 
color charts, which I think are exhibits— 

The Court: Whether he found what? 

Mr. Spille: Whether he found any significant 
difference in the results with the daylight test. as 
shown in one card and the artificial light test as 
shown in the— 


The Court: Can you answer that yes or no? 
The Witness: No. 


[184] By Mr. Spille: 


Q. In the reference standards, where in the international 
standards, the blue dyes on the left of the cards were 
used, were those dyes which are called acid dyes? A. 
Not all. For instance— 


[185] The Court: No. You have answered the question. 
You said, “Not all.” 


By Mr. Spille: 


Q. Is the reference standard on the charts which shows 
the highest resistance to fading, namely, 8, an acid dye 
or is it something else? A. It is something else. 

Q. Are the dyes of the claimed compounds in this suit 
and the prior art, which are always shown on the right 
side of the color charts, acid dyes? A. Yes. 

Q. Can you tell the Court whether or not, with acid 
dyes, from your experience, a supreme light fastness of 
8 has ever been achieved? A. No. 


[186] Q. From your knowledge of the industry, Doctor, 
with regard to acid dyes—I withdraw that. 

Are triphenylmethane dyes also known as acid dyes 
for wools? A. Yes. 


The Court: What is an acid dye? 

The Witness: An acid dye, sir, is a dyestuff that has 
affinity for animal fiber. 

The Court: It has an affinity for what? 

‘The Witness: Animal fiber. Wool and silk. 

The Court: Why is it called an acid dye? [187] I 
thought “acid dye” meant there was acid in it. 

The Witness: Well, it has an acid group in it. 


By Mr. Spille: 


Q. With the triphenylmethane dyes in the industry, 
what has been the highest rating in fading on the inter- 
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national standard, so far achieved, before. the eo 
of the invention in issue? “A. Three. 


{188] Mr. Spille: May I have this marked as Plaintiff’s 
Exhibit 10? 

For the record, this is the true structural formula 
of the prior art compound of Emmerich. Your 
Honor will recall I objected to the Patent Office 
chart as misrepresenting. 

The Court: Will you state this again? 

Mr. Spille: Yes. Plaintiffs Exhibit 10 is a 
formula representation of the Emmerich compound 
exactly as [189] it exists. 

The Court: That is your version of the Emmerich 
compound? 

Mr. Spille: There will be no question of it, 
Your Honor. 

The Court: Well, is that agreed upon? 

Mr. Martin: That is correct, Your Honor. 

The Court: Very well. It may be admitted. 

(Formula representation of Emmerich compound 
marked as Plaintiff’s Exhibit 10 for identification 
and admitted in evidence.) 

Mr. Spille: On which the witness testified on 
fading resistances, too. 

The Court: You may proceed. 

Mr. Spille: May I have the exhibit again, on 
Honor, please? 

The Court: Gentlemen, if you are going to re- 
open this case, you will have to come back on 
Monday. 

Mr. Spille: Two more minutes, Your Honor. 

The Court: Very well. 


By Mr. Spille: 


Q. Dr. Luttringhaus, looking at Plaintiff's Exhibit 10, 
you notice near the nucleus a group circled in red. 
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Js that a methyl group? A. Yes. 

[190] Q. And you recall the Orndorff compound? A. 
Yes. 

Q. Did the Orndorff compound have any methyl group 
on that central portion? A. No. 

Q. Are there any methyl groups in the dot on the 
central portion of the dyes of the Bestian claim— A. 
Yes. 

Q. I am sorry. I didn’t finish the question. Dyes of 
the Bestian claims and the Schafer claims? A. Yes. 

Q. From your knowledge of dyestuff chemistry, could 
you predict the qualities of a dye of the same formula 
of Emmerich with or without that methyl group, circled 
in red? <A. No. 


s * es * a e ° 


[191] Cross Examination (Further) by Mr. Martin: 


co * e ° s ° es 


[192] Q. Are all carbon arc lamps Fade-Ometers? A. 
No. 


e ° e ° e e e 


Q. Does it necessarily follow from the mention of a 
carbon are lamp on page 78 that the author was referring 
to a Fade-Ometer? A. Yes. 

Q. And you make that statement despite the fact that 
[193]. you indicated before there are various kinds of 
carbon are lamps? A. Yes. 

Q. In the exhibit, Plaintifi’s Exhibit 10, Dr. Luttring- 
haus, you are—can you read it from here? You are 
familiar with it? A. Almost. Yes. I think almost yes. 

Q. Would you say that if the methyl group were re- 
moved from the Emmerich compound, that a—and replaced 
by hydrogen, we would have a homologue of the Em- 
merich compound? <A. Yes. 
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Q. Would the concept of that homologue I just men- 
tioned be obvious from an inspection of the Emmerich 
formula? 

Would the concept be obvious to an organic chemist? 
A. They might disagree. Some chemists might disagree. 

Q. But some chemists would say that the concept of 
the homologue would be obvious to them? A. Yes. 


[194] CARL Z. DRAVES was called as a witness, and 
having been duly sworn, was examined and testified as 
follows: 


The Court: Suppose before you make your offer 
of proof, you get the witness’s name on the record. 
Mr. Spille: Definitely. 


Direct Examination by Mr. Spille: 
Q. What is your name, sir? A. Carl Z. Draves. 


o . e e es e 
[195] By Mr. Spille: 


Q. And where do you reside, sir? A. At 30 Leahy 
Street, New Hyde Park, New York. 


[196]. Q. Dr. Draves, do you have a Ph.D. in chemistry, 
sir? <A. I do. 

Q. From what university? A. University of Washing- 
ton, Seattle. 

Q. And when did you receive it, sir? A. 1925. 

Q. Are you a dyestuff chemist or a dyestuff application 
chemist? A. I am. 


The Court: What is a dyestuff application chem- 
ist? I understand what a dyestuff chemist is. 
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Mr. Spille: Maybe I can explain it, Your Honor. 
A dyestuff application chemist is one who must 
be familiar not only with the dyes, but all their 
uses in the trade or by the customers. 

The Court: Oh, I see. I thought you meant the 
[197] word “application” in the sense of applica- 
tion for a patent. 

Mr. Spille: No. Is my explanation substantially 
correct, Doctor? 


The Witness: Yes. 
By Mr. Spille: 


Q. Thank you. Are you a former president of the 
American Institute of Textile Colorists and Chemists, or 
whatever it is called? A. The correct name is the 
American Association of Textile Chemists and Colorists, 
and I am a former member. 

Q. Former member? Or former president? A. I am 
a former president. I was president from 1940 to 1941. 

Q. Thank you. 


The Court: Will the witness’s qualifications as 
a dyestuff chemist be conceded? 

Mr. Martin: Let me state, Your Honor—I pre- 
sume I can ask him a few questions about his 
qualifications on cross? 

The Court: Yes. But you will concede his 
qualifications for this purpose? 

Mr. Martin: Yes. 


By Mr. Spille: 


Q. How long have you been a dyestuff application 
chemist, Dr. Draves? [198] A. Since 1925. 


The Court: Well, now, his qualifications have 
| been conceded, so you needn’t spend any more time 
on his life history. 
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Mr. Spille: All right. 
By Mr. Spille: 


Q. Are you employed by the plaintiffs or their assignee, 
Farbwerke Hoechst? <A. No. 

Q. Have you been employed as a competitor of that 
company, or by a competitor of that company, Farbwerke 
Hoechst? A. Yes. 

Q. And what is the name of that competitor, sir? A. 
General Dyestuff Company and Sales Division of General 
Aniline and Film Corporation. 

Q. Does General Dyestuff Corporation have an exten- 
sive line of dyestuffs? A. I have always told my friends 
that it has the largest and most extensive line of dyestuffs 
in the United States. 


The Court: I don’t think we need to go into 
business competitors. 


By Mr. Spille: 


Q. Are you familiar with the dye of Claim 3, of the 
Schafer application, which I think has been called Bril- 
liant [199] Red, or something like that, sir? A. Yes. 

Q. I think it is called Wool Brilliant Red or some 
name like that. A. BL. 

Q. BL? Does your company purchase that dye? From 
Farbwerke Hoechst? A. Yes. 

Q. Would you explain to the Court the reason? A. We 
try to maintain our position as having the most extensive 
line of dyes of anyone in the United States, and when 
this dyestuff came to the attention of our sales people, 
they were interested because it would enable them to get 
business where an extremely bright dyestuff of govd fast- 
ness would be in their line, which they didn’t have before, 
and which had not, up to this time, been available. 
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Q. Can you tell the Court whether or not triphenyl- 
methane dyes have been regarded in the industry as hav- 
ing good resistance to fading or poor? 


The Court: Which dyes? 
Mr. Spille: Triphenylmethane dyes. 


The Witness: Triphenylmethane dyes, in general, for 
years have been notorious for being limited in their 
fastness properties. 


By Mr. Spille: 


[200] Q. Now, is this international rating scale of 1 to 
8 ‘generally accepted throughout the United States, sir? 
A. It certainly is. 

Q. Is it accepted abroad, sir? A. Yes. The English and 
the Germans especially, and also the Swiss and all other 
countries accept this general principle. 

Q. Is this—are the color tests which were submitted, 
did you ever examine them? A. Yes, I have examined 
them. 

Q. Are these typical color tests as used in the industry? 
A. Yes. 

Q. From your knowledge, does it make any substantial 
difference in evaluating the fading resistance of a new 
dyestuff or old dyestuff, whether artificial light or sun- 
light is used? A. It sometimes makes a difference. May 
I enlarge on that? 

Q. Surely. A. I have examined a book which I wrote 
and compared, in which comparisons are given between 
gunlight and daylight for the dyes, acid dyes which are 
sold by my former company, and out of 150 dyes or 80, 
only about 12 show a difference of 1 grade between the 
sunlight and Fade-Ometer tests. 
(201] Q. Did you detect any substantial difference in 
the color charts in evidence here, when the Fade-Ometer 
was used as compared with sunlight, as the results? A. 
No. 


~- 
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Q. Is a triphenylmethane dye for wool having a color 
fastness of 5 or better, commercially acceptable in the 
United States? A. It certainly is, because most of the 
triphenylmethane dyes haven’t come up to that standard 
at all. 

Q. Has that been a constant problem in the industry 
for years, sir, to make improved triphenylmethane dyes 
as regards their resistance to fading? A. Yes. That’s 
a problem, because the triphenylmethane dyes after— 
offer a degree of brightness of color, which is hard to 
attain without the use of triphenylmethane dyes, and 
they always have the disadvantage of being, lacking in 
added light fastness. 

Q. Now, have you examined the dyes of the prior art 
in the exhibits submitted to the Court previously? A. Yes. 

Q. Are any of those dyes with regard to their resistance 
to fading commercially acceptable in this country? A. No. 

Q. Do you know whether a dye corresponding to the 
Orndorff compound was ever placed on the market? [202] 
A. Not to my knowledge. 

Q. And are you familiar with most, if not all of the 
dyes, ever placed on the market? A. In general, with 
most of them, yes. 

Q. Have you ever worked as a textile or dyestuff ap- 
plication chemist for E. I. duPont Company? A. Yes. 

Q. Now, to shorten it up, Your Honor, I just want to 
ask the witness this one conclusionary question. 

Doctor, you heard the ratings given of the color samples 
before the Court by Dr. Luttringhaus. 

From your examination do you give the same ratings 
or different ratings? A. (Looking at a piece of paper.) 
I studied through these and I think the only place where 
I differed was in Sample 1 of Exhibit 5. 

Q. What was the difference, sir? A. Where Dr. Lut- 
tringhaus rated Sample 1 as 2, and I rated it 2 to 3. 

Q. Isee. A. All the rest of the ratings, as I followed the 
testimony, were identical. 
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Q. I see. And the sample in which you had a differ- 
ence, even with your different rating, that is still com- 
mercially unacceptable, sir? [203] A. Yes. 

Q. All right, sir. Now, in evaluating the fading re- 
sistance of dyestuffs in this country, is the Fade-Ometer 
typically employed? A. Yes, I would say that no dye- 
stuff firm and no users of dyestuff would think of being 
in business without a Fade-Ometer, and they would use 
it' constantly and it would be rather rare that they would 
submit samples for sunlight tests and such—may I en- 
large on this? 

There is an agency in Florida and another agency 
in Arizona where samples can be sent for exposure to 
sunlight under standard conditions which have been de- 
seribed by the Research Committee of the American As- 
sociation of Textile Chemists and Colorists, for which— 
of which I was a member for years on this Research 
Committee, setting up standards. 

These firms will expose sample to sunlight according 
to the specifications of our Research Committee and our 
Manual, which has already been put in evidence. 

Q. Now, in making a Fade-Ometer test and evaluating 
the fading resistance of a dyestuff, Doctor, does the 
evaluation depend on the expert eye of the .dyestuff 
chemist? A. I may seem in this to differ with the previous 
witness somewhat, because I have special experience in 
this question of ability to see color differences, as I was 
on a committee of the Inter-Society Color Council of 
America, [204] which— 


The Court: Suppose you answer the question. 
By Mr. Spille: 


Q. Does it basically depend on the expert eye of the 
textile chemist or dyestuff chemist? A. I would say that 
the ability of a person to see color differences is not a 
question of training, but that rather the interpretation 


“a 


of what he sees requires training and judgment, de- 
veloped judgment. 

Q. I see. Now, on this international scale, is it true 
that a difference in number, numerical rating from one 
number to the next means doubling of the fading resist- 
ance? A. Yes. We call that a logarithmic scale. 


[205] Q. Dr. Draves, are all the dyestuffs that are in- 
volved in this case, broadly speaking, aromatic complex 
compounds? A. Yes. 

Q. From your experience, Doctor, in dyestuff chemistry, 
can a dyestuff—can a dyestuff chemist predict the proper- 
ties of an aromatic complex homologue, one against the 
other? A. No. 

Q. Is it true that with even adjacent homologues in aro- 
matic dyestuff chemistry, sometimes the properties are im- 
proved, sometimes they are made worse? A. Yes. 


The Court: Just a moment please. Will you read 
the question? 

(Whereupon, the pending question was read by 
the reporter.) 

[206] The Court: Now read the preceding one, the pre- 

ceding question and answer, please. 

(Whereupon, the preceding question was read by 
the reporter.) 

The Court: What was the answer? 

(Whereupon, the preceding answer was read by 
the reporter.) 

The Court: Proceed. 


By Mr. Spille: 


Q. Doctor, is the world of chemistry, broadly speaking, 
divided into aromatic chemistry and aliphatic? 


The Court: I thought chemistry was divided into 
organic chemistry and inorganic chemistry. 
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Mr. Spille: I will rephrase my question to say in the 
world of organic chemistry, is it divided, broadly speaking, 
into aromatic compounds and aliphatic compounds? 

The Witness: Yes. 


By Mr. Spille: 


Q. Now, is ethyl alcohol a simple aliphatic compound? 
A. Yes. 

'Q. Is methyl alcohol an even simpler aliphatic com- 
pound? A. Yes. 

Q. Is ethyl alcohol an adjacent homologue of methyl 
alcohol? [207] A. Yes. 

Q. Is methyl alcohol a deadly poison? A. Yes. 

Q. Is ethyl alcohol a deadly poison? 


The Court: What? 
Mr. Spille: Ethyl alcohol. 
The Court: Is what? 


Mr. Spille: A deadly poison. 
The Court: Oh. 


The Witness: No. 


By Mr. Spille: 


' Q Now, sir, with regard to the international standard, 
which you have inspected the color card, are the first two 
reference dyes, that is, the ones with the poorest fading 
characteristic, triphenylmethane dyes? A. They are tri- 
phenylmethane dyes, yes. They were selected because of 
their poor fastness to fit in with the steps. 

" Q. Now, on the international standards, that is, the dye- 
stuff samples on the left of the cards in evidence, are the 
reference samples from No. 3 to the highest one, triphenyl- 
methane dyes? A. The international standards? 

Q. Yes, sir. A. No. 

[208] Q. Now, in making the comparative tests with the 

international standards in a Fade-Ometer, are all the sam- 
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ples, that is, of the test dyes and the standard dyes, ex- 
posed to the Fade-Ometer test simultaneously? A. Yes. 

Q. Now, from your experience, Doctor, and with dye- 
stuffs for wool, are the dyestuffs which exhibit good to 
excellent resistance to fading, have they previously been 
triphenylmethane dyes? A. No. 

Q. Were there other dyes for wool other than triphenyl- 
methane dyes which exhibited good resistance to fading? 
A. Yes. 

Q. Were these dyes more or less expensive to the textile 
user as compared with triphenylmethane dyes? A. In 
general, they would cost more to dye with these better 
dyes, in terms of dollars per hundred pounds of wool. 
[209] Q. I see; and what is the factor of difference in 
cost of these other dyes which were good, as compared to 
triphenylmethane dyes? A. That will vary from instance 
to instance, but it may be anywhere from—I should imag- 
ine—2 to, in extreme cases, even 6 times as expensive to 
use the best dyes. 

Q. I see. A. In comparison with the triphenylmethane 
dyes. 

Q. I see. Now, referring again to these Fade-Ometer 
tests, Doctor, irrespective of the colors of the test samples 
as compared to the international standards, when they are 
all exposed to a standard fading test, can an expert in the 
dyestuff industry compare the light fastness of all the sam- 
ples accurately? A, You mean as regards yellows in com- 
parison with the blue standards, or red in comparison with 
the blue standards? 

Q. Yes. <A. Yes. 

Q. Is that commonly done in the industry? A. That is 
being done constantly. 

Q. Is that the recognized and accepted procedure, sir? 
A. Yes. 

Q. Thank you. That is all. 
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The Court: Any cross examination? 
Mr. Martin: Yes, Your Honor. 


[210] Cross Examination by Mr. Martin: 


Q. Dr. Draves, what is your present occupation. I 
don’t believe that was brought out. 


The Court: What? 


Q. What is your present occupation? I don’t. believe 
that was brought out on direct evamination. A. I have, 
Tt was retired from General Aniline Film Corporation last 
August and during this past winter, I have been a lecturer 
in chemistry at Brooklyn College. 

Q. What was your—what were your duties when em- 
ployed by General Aniline? 


The Court: Is that material? This gentleman has 
a Ph. D. in chemistry, has had many years’ experi- 
ence in chemistry and is now a professor of chemis- 
try. 
By Mr. Martin: 
Q. Dr. Draves, how many organic—synthetic organic 
dyes are there on the market now? 


The Court: What? 


Q. How many synthetic organic dyes are there on the 
market now? A. I should imagine not more than 2,000 at 
the most. 


° ° e s e e ° 
[212] Q. In Plaintiff’s Exhibit 6, are two of plaintiff’s 
dyes rated—how would you rate plaintiff’s. exhibit—plain- 
tiffs samples 4 and 5 as to dye fastness, light fastness? 
A. I can’t give a number for them because we have no 
standard to go by and I don’t have the number of hours. 
‘All that I can indicate is the relative fastness of the two. 
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Q. Would you make an educated guess, from your ex- 
perience? A. I would say that No. 4 is—they are reason- 
ably close. I would say they are within a half a grade of 
each other, perhaps. 

Q. What grade are the international standards? A. I 
can’t tell because I have no samples to go by. 

Q. If the amount of fading that took place in those 
samples was the result of a one-hour exposure to sun- 
light, would the samples 4 and 5 of plaintiff be commerci- 
ally acceptable? A. No, because that is considerable fad- 
ing. 

Q. You said that there is considerable fading in samples 
4and 5? A. Yes. 

Q. Would you say sufficient to render these dyes not 
commerically acceptable? A. After one hour sunlight ex- 
posure? 

Q. After one hour. [213] A. Yes. 

Q. So that if it were exposed much longer it would be 


even greater, a greater degree of fading. Is that correct? 
A. Yes. 


[214] Mr. Martin: That is all the cross examining I 
have. I do have some exhibits I would like to intro- 
duce into evidence. 

Mr. Spille: I have some redirect. 

The Court: Very well. 

Mr. Spille: I have a little bit of redirect on what 
was discussed. 

The Court: It has to be confined to the scope of 
the cross examination. 

Mr. Spille: Yes, Your Honor. 

[215] The Court: Very well. 

Mr. Spille: May I have Exhibit 6% 

The Court: You may proceed. 

Mr. Spille: Five, 5. 
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Q. Doctor, on cross examination you were asked to make 
some assumptions about Plaintiff’s Exhibit No. 6, where it 
was exposed to sunlight for an unspecified period. 

‘[ hand you Plaintiff’s Exhibit No. 5 which has the inter- 
national standards and the same dyes with the Fade- 
Ometer test for 165 hours and ask you if you now can 
evaluate by comparing the two charts as to the exposure to 
light of the samples of Exhibit 6. 


Mr. Martin: Your Honor, I don’t recall that I 
referred to Exhibit 6 in the cross examination. 

The Court: Well, I think this is within the rea- 
sonable scope of the cross examination. 

You may answer, Doctor. 


‘The Witness: Four to 5 I should think perhaps. 
| Mr. Spille: Four to 5 is the rating of what, sir? What 


samples? 
The Witness: Of Sample 4 and Sample 5. 


By Mr. Spille: 


| Q And can you tell from the comparison, Doctor, [216] 
approximately how long, on the basis of your rating now, 
inst references, how long the samples of Exhibit 6 were 

exposed to light approximately? A. In a Fade-Ometer 
that would amount to perhaps 30 hours. 

Q. I see. And that is an accelerated fading test? A. 
Yes. 
 Q. So if done with sunlight, it would mean it was ex- 
‘posed for more than 30 hours? A. Well, it would cer- 
tainly be a lot longer than the suggested one hour? 

Q. I see. Thank you very much. 
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[218] The Court: Suppose you hand it to the Clerk. It 
may be admitted. 

(Summary of the examples in Bestian, et al., marked 
for identification as Exhibit No. 8, and admitted in evi- 
dence.) 

Mr. Martin: Your Honor, just so you can under- 
stand the numerical or statistical aspects of this table, 
the plaintiff, Bestian, et al., in his specifications, gives 
what appear to be 38 separate examples, but at the 
end of certain ones of those examples, he says: However, 
if I use a certain compound instead of the given compound, 
I get this different result. 

In such cases, I have used the designation “A” and “B”. 

‘*ho Court: But I want to know who obtained these 
[219] results. They are not given in the specifications, 
are they? 

Mr. Martin: Yes, they are, Your Honor. 

The Court: Oh, yes, I see. 

Mr. Martin: So this, Your Honor, is a convenient tab- 
ulation— 

The Court: Tabulation of what is in the specifications? 

Mr. Martin: Exactly, and I— 

The Court: I think this is self-explanatory. 

Mr. Martin: And I wish to refer to this in my final 


argument. 
The Court: Thank you. 


[220] Mr. Martin: I have 3 more sheets I would like 
to introduce into evidence, Your Honor, and the first sheet 
is a formula of the Orndorff compound which was tested 
and also corresponds to Example 1 of Schafer. 

The Court: Now, just a moment. You have the Orn- 
dorff formula in your Exhibit No. 1. 

Mr. Martin: However, Your Honor, I am showing an 
identity between the Orndorff formula and Example 1 
of Schafer. 


St 


The Court: Let me see it. Well, it is the same thing 
as Defendant’s Exhibit No. 1, is it not? 

Mr. Spille: That is the way I see it, Your Honor. 

Mr. Martin: It is except for my having placed thereon 
the designations— 

The Court: Very well. Duplication, there is no harm 
in it then. 

It may be admitted. 
[221] Mr. Spille: Your Honor, I object to it, neverthe- 
less. It is not a duplication. It contains counsel for the 
defendant’s comments of his interpretation— 

The Court: Well, I won’t admit the label in evidence. 
I will just admit the diagram. 

Mr. Spille: All right. Thank you, Your Honor. 

(Diagram of formula of Orndorff compound marked for 
identification as Defendant’s Exhibit No. 9, and admitted 
in evidence.) 
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Plaintiffs’ Exhibit 1. 
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have a good levelling power and a good fastness to car- 
bonizing and decatizing. 

The follo:ing ex:m-les serve to illustrate the in- 
vention but they are not intended to limit it thereto, 
the parts being by weight: 

1) 10 purts of sulfophthalcin of formula I are heated 
with an excess of phosshorus oxychloride, the condensing 
agent is removed by distillation and the yellow reaction 
product so obtained (formula I1) is caused to react with 


30 parts of aniline. The reaction temperature ma; vary 


betxecn 0° and 200°C. The mixture is udvantugeously 


stirred for =: veral hours at 100°C; the cexe.ss of aniline 
is removed from the melt by extraction with hydrochloric 
acid and the dycestuft is isoluted. After drying, the pro- 
dzet is sulfonated in sulfuric acid of 95 $ strength until 
it dissolves comple'cly in dilute sodium carbonate solution. 
“he free sulfonic acid is isolated by pouring the solution 
into water and .iltering with suction, the solid matter 
is dissolved in water wit ad‘ition of some sodium car- 
bonate, 3sultcd out with sdd‘um chloride, filtered and 
dried. The dyestufs dyes wool very clear violet shadcs of 


good :astness properties. It corresponds to the following 
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formula: 
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II), described in example 1, whichmay easily be obtained 


“acetic acid. By melting it with 1-amino-2-methylbenzenc 
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2) By causing potassium ortho-sulfobenzoate or 


ortho-sulfobenzoic anhydride to react with 1.3-di- 
hydroxy-benzcne in the presence of phosporus oxychloride, 
there is obtaincd by way of the sulfophthalein in 

smooth r-action the yellow dichloro-compound (formula 


wn 
in a pure state by dissolutionjand reprecipitation from 


at 120°C, a dyestuff is obtained which, when sulfonated 
subsequently, dyes wool r d violet shades. The properties © 
of the dyestuff are very good. 

3) By melting the yellow intcrmediute product prepared | 
as dcescribed in example 2 with 1-amino-2.6-dimethyl benzene 
and cubscquently sulvonating it, a dycoturf is obtuined 
which dyes wool bright red shades of very good fastness 
to light. 
with when the condensation product of formula II is melt- 
ec¥1-ethylamipo-2-methylbenzene or 1-methylamino-2-methyl- 
benzene, red dyestuffs are likewise obtained which have 
properties similar to those of the product described in 
ex:mple 3. 

5) 10 parts of the yellow dichloro-compound are melted 
with 30 parts of 1-amino-4-ethoxybenzene for 7 hours at 
120°c = 140°C and the dyestuff formed is sulfonated in 
sulfuric acid after removal of the excessive amino-compour 
A re@dish blue sh-.re of very good fastness to light is 
obtained. By replacing 1-amino-4-ethoxybenzene by beta- 
hup,athylumine, the shade is shifted more intensely to the 


plue side. 
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6) 5 perce of the yellow condensation product (formula 
II) and 10 parts of 1t-aminobenzene-2-sulfonic acid are 
stirred for 7 hours at 120°C = 140°C in the presence of 
20 parts by volume of glycol. The dycstuff obtained, a 
trisulfonic acid, is s::lted out from an aqueous solution 
in the prescnce of hydrockloric acid. It dyes wool redder 
shades than the dyestuff described in example 1. 

7) When 10 parts of the yellow condensation product 
are melted with 20 parts of sodium 4-amino-diphenyl-ether- 


2-sulfonate 7 the presence of 40 parts by volume of glycol, 


a dyestuff is’obtained which dyes wool violet shades of 
very good fastness to wet processing. 

8) 5 parts of the yellow condensation product and 10 
parts of diethanolamine are stirred for 5 hours at 120°C 
in the presence of 20 parts by volume of glycol. After 
removal of glycol and diethanolamine, the dyestuff is 
obtained by evaporation. It dyes wool bright red shades. 

9) 5 parts of the yellow dichloro-compound are stirred 
for 30 hours at 80°C with 20 parts of 1-amino-3-chloro- 
benzene. The excess of the amino-compound is removed by 
means of aqueous hy2rochloric: acid and the dyestuff formed 
is sulfonated subscquently. It dyes wool red-violet shades 
of good fastness to light. 

10) 10 parts of the resorcin-sulfophthalein of formula -I 
arc heated to 130°C with 50 parts of 1-amino-2.4-dimethyl- 
benzene in the presence of 10 parts of phosphorus oxychlo- 
ride. The mixture is stirred at this temperature until the 
depth of color no longer increases and the dyestuff is iso- 


. lated by dissolving out the amine. By subsequent sulfonation 


<7 
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a dyestuff is obtained which dyes wool violet shades of 
very good fastness to w:shing and to light. 
' 11) When the yellow dichloro-compound is caused to 

react with 1-amino-2-nethoxybenzene, the dyestuff obtained 
separates in the, melt in the crystalline state. It is 
filtered with suction, washed with curbon tetrachloride 
and sulfonated subsequently. A dyestuff is obtuined which 
dyes wool very clear violet shudes. Dyestuffs of similar 
properties are obtained when 1t-amino-2-ethoxybenzene or 
Q-amino-4-chloro-diphenylether are used instcad of 1- 
amino-2-methoxybenzene. 

12) 5 parts of the dichloro-compound are melted with 
20 parts of alpha-naphthylamine at 130°C. The product is 
worked up as usual and sulfonated subsequently. The dye- 
atuff obtained dyes wool violet shades which arc dintinguish 
ed by a good fastness to washing. 

13) The yellow condensation product is caused to react 
at 130°C with the sodium salt of 1-amino-2-hydroxybenzene- 
3-carboxylic acid in the presence of glycol. The dyestuff 


obtained dyes wool navy-blue shader; it can be afterchromed 


and yiclds dycings which are very fact to waching. When the 


reaction is conducted with the sodium salt of 1-amino-2-hy- 

droxybenzene-3-carboxylic acid-5-sulfonic acid, navy-blue 

adyeings of very good fantness to light are likcwise obtained 
14) When the yellow condensation product is caused to 


react with piperidine at 80°C - 100°C, a bright} red dye- 
: @ salir 6 0fuahle 


tyff is obtained; it can be-used asfé 
nor deste Le Xr making lacquer, 


onl a - 
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etrane dyestuffs corresponding to th 
general formula © 


Neu 


0 


their sulfonic acids wafer-soluble products which dye 


wool and silk red to Mlue shades of good fastness pro- 
perties, especially/of very good fastness to light and 


to wet processing 


2) The triphenylmeyhane dyestuffs corresponding to the 
general form , 


——.- 


fonic acids water-soluble préducts which. dye wool and 
silk red to blue shades of good fastness properties 


-T- 
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Cr 


~cessing.. 


3) The triphenylmethane dyestuff corresponding to the 
following formula 


17 Cis 


SO," CH, 


o 
S$ \bdeing after sulfonation a water-soluble product which dyvs 


wool and silk bright red shades of good fastness properties 
especially of very good fastness to light and to wet process 
ing. 


following formula 


being ae sulfon 
wool and silk bpfght oa shades of good fastness properties,| 
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properties, especially of very good 


to wet processing. 


The triphenylmetnane dyestuff corresponding to the follow- 


ing formula 


te ocr 
0," » 
being ufter aulfonatign a@ water-soluble product which dyes 
wool and silk bright violet shades of good fastness proper- 
; / . 

ties, especially pt very good fastness to light and to wet 
processing. / 
The triphenylméthane dyestuff corresponding to the follow- 


ing formula 


being a watcr-soluble product which dyes wool and silk 
attr chroming navy-blue shades of good fastness. properties, 
especially of very good fastness to light and to wet pro- 
“ooontnte— 


PY. AVAILABLE 
ginal bound volume 
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Richurdgon, David, & hordon 
41 Park Zow 
New York 38, N. Y. 


This application has bevn examined. 

References cited: 
Sandmeyer 573.29 15, 1896 260-336 
kouerioh 1,006,738 24, 1911 260-336 
France 909,241 15, 1950 260-333 
France 909,242 15, 1950 Ch che 


Claims 1 und 2 ure rejected as unpatentable over sani< 
neyor or suserich showing, the wriphenyl mothane dyestuff with an 
303" sroup in the ortho position of the nucleus. The presence of 
the 303" group in the ortho position to the central curbor atom 


does not appeur to involve a problem of consequence since the two 


French patents show that it is possible to introduce an so; group 


into the ortho position to the central carbon atom. 

All of the claims arc rejected as inaccurate sinco the 
central carbon atom has only three valences as shown. The formulae 
of the claims do not appear to be in acceptable U. S. form. Sec, 
for example, the patent to sanducyer showing the doudle bond at the 
central cerpon aton. 

Since no generic claim has becn considered allowablo at 
present an clection of species is required among: 

Cluin 3 

Claim 4 

Claim 5 

Cluin o 

Clain 7 
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yaa pivisan 
SER 27152 A 
\aspmrerr OMISION 5 


SEP 99 toro 


IN THE UNITED STATES PATENT OFFICE 


Bisel fourm 

Seri No.23),,665 

Filed = Juno 30, 1951 

For - TRIPHENYIMETHANE DYESTUFPS 


é New York, September 26, 1952 
Hon. Commissioner of Patents 
Washington 25, D. Ce 


Sir: JS 

In response to Official Actiou of March 26, 
1952, ploase aunend this application as follows, 

In the specification: 

Page I; line 1, below the first formula, 
cancel SS comma (,) and insert PRS "or"3 
same line, cancel “or aromatio"s; line 2, below the 
first formula, cancel “aliphatic or"; same line, before 
"in" insert --and--. ~~ 

Page I line 7, after "dissolution" insert <-in--, 

Pago < line Ae and 28, cancel “dyestuff for 
akeomaking which is soluble in spirit” and insert --a 
spirit-soluble yeereet for maicing, lacquer--. 

Claim 1, cancel line 3 below the formulas line h, 
below the formula, before “aromatic” insert <-for an-«3 
same line, change “radicals to --radical--, 


REMARKS 


In view of the rejection in the first paragraph 
of the Official Action (below the citation of references) 


claim 1 has been restricted! to triphenyl methane dyestuffs 


Plaintiffs’ Exhibit 1 


SCHAFER ©~ - - U. 3. (gti Sere Noo23},665 ee 2 


in which Ro represents an aromatic radical. 
aS The disclosure in the specification has been 

wt A similerly revised. This clearly distinguishes the 

» aod invention from the cited patents to Sandmeyer and Emerioh, 
which relate to triphenyl methane dyestuffs of the so- 
called sulforhodamine series with a So,' group in ortho 
position to the central carbon atom, and dialkylamino 
or monoalkylamino groups in meta=position to the oxygen 
vridge. 

By the replacement of an alkyl group of the 
mown dyestuffs by an aromatio radical, now and non 
obvious results are attained, since dyestuffs of very 
auporior fastness to light result. Nobody skilled in 
tho art could foresee that the selection of the 
partioular dyostuffs forming the subject matter of the 
present invention would lead to dyeings which, with 
regard to their fastness to light, are superior to the 
dyestuffs disclosed in the cited U. S. patents. This 
is an unexpected result which could not be derived 
from the prior arte Moreover, it is well know that 
monosulfo rhodamines have no practical importance since 
they are too difficultly soluble (cp. HeE. FPierz=David 
*"Kinstilche organischo Farbstoffe", 1926, page 283). It 
is therefore believed that the rejectod claims are patent~ 
able over the cited references. 

Should the Examiner so request, applicant is 
prepared to substantiate this greater fastness to light 
and outstanding practical value of his novel dyestuffs 


" BEST COP" 
from the origi 
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SCHAFBR - = - Us. Se KOSS Ser.No.23),,665 e223 


by filing an affidavit together with samples of dyed 
material, 

The Examiner's statement that the presence 
of the S03'=Rroup in the ortho position to the central 
carbon atom does not appear to involve a problem of 
consequence, since the two French patents show that 
it 1s possible to introduce an 803'-Rroup into the 
ortho position to the central carbon atom, is believed 
to be erroneous! In the two Prench patents thore is 
disclosed the introduction of two sulfonic acid groups 
into triphenyl methane dyestuffs containing a carboxyl 
group in ortho position to the central carbon atom, 
the so-called “violanines", The sulfo groups always 
enter into the benzene nuclei attached to the NH-group.e 
Hitherto it has not been possible to introduce into 
carbeniun dyestuffs by sulfonation a sulfo group which 
is in ortho position to the central carbon atom. Moreover, 
this carbon atom, as carbenium chromophore, ise. as 
strongly negative group, would direct the sulfo group 
into metaeposition. 

The rejection of the claims as inaccurate since 
the central carbon atom has only threo valonces is 
submitted to be unjustified, and it should be withdrawn, 
With regard to the Examiner's opinion that the formulae 
of the claims do not appear to be in acceptable U. 3. 
form, attention is directed to U.eSePatents Nos.2,175,1683 
2517557163 2418352373 2,213,460; 2,219,009 and 2,242,572, 
showing triphenyl methane dyestuffs which have also been 
formulated as carbonium salts, 


PY. AVAILABLE 


bound volume 
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SCHAFER « = = Us So ee Ser.to.23h.665 ae 


In response to the requirement for the 
eleation of a preferred species, as made in the last 
two. paragraphs of the Official Action, applicant 
elects the species of the invention claimed in claim 36 
However, the generic claims, tee. claims 1 and 2, are 
believed to be allowable, and upon their allowance, 
applicant will also be entitled to the allowance of 
claims directed to all five of the spocies of the 
4nvention as dofined in cleims 3 to 7, inclusive, 

The application is submitted to be in condition 
for allowance, and an early and favorable action is 
solicited, 

Respectfully submitted, 
GUSTAV SCHAFER 
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.CONSULATE GENERAL OF“tHi 
UNITED STATES OF AMERICA 


PY. AVAILABLE 


ginal bound volume 


Wilhelm Ha ppe » deing duly sworn, depos:s 
and sayst DNISION é 

thet he is a resident of Frankfurt em Mein, Federal 
Repudlic of Germany; that he 4s a citizen of the Federal 
Republic of Germany; that he is a ohemist having gruduated 
at the University of Mibingen, Pederal Republic of Germanys 
that he is acquainted with the subject matter of U.S. 
patent application Serial No. 234 665, tiled June 30, 1951, 
vy Gustav Schiffer, for ° friphenylmethane dyestuffs °s; 
thet he is qualified by his knowledge of processes of 
dyeing textiles, ond by his 5 years’ experience in this 
field to form a definite opinion on this matter; that 
he has made the following saxples and observations 
to wits 


Sample 1 : 
0.04 gram of the dyestuft of the following formulas 


( U.8. Patent Ho. 1 006 738 ) 
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Semple 2 : 
0.1 grom of the dyestuff of the following formula: 


(U.S. Patent No. 573 299 ) 


Sample 3 3 
| 0.04 gram of the dyestuff of the following formula: 


a E 
#0 SAK OH, 
by S80, NG £038 
By CH; 


(U.S. Patent Application Serial No. 234 665 ) 


The dyeings were produced in the following manners 

x grams of the dyestuff were dissolved in 

500 co of water containing 

1 grom of sodium sulfate 

0.5 gram of acetio acid of 30 per cent. strength and 
0.04 sram of the reaction product of about 13 moles 

of ethylene oxide with 1 mole of dodecylphenol, serving 
es levelling agent. 
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Into this bath, 10 grams of wool fluniuel were entered 
at about 30°C., the bath was brought to the boil within 
1/2 hour and the material was dyed at the boil for 1/2 hour. 
The bath was then cooled to about 70°C. and after the 
addition of 0.2 grum of sulfuric acid of 96 per cent. 
strength, the material was dyed at the boil for @ further 
1/2 hour. 


All three dyeings were brought to the same depth 
of shade. 


The quantities to be inserted for x are indicated in 
each of the vefore-mentioned Samples. 


The dyeings were then exposed to artificial light 
for 51 hours. 


It is evident from the Samples on the Chart thut the 
Gyestuff forming the subject of U.S. Patent Application 
Serial No. 234 665 ( Sample 3 ) has an essentially better 
fastness to light than the dyestuffs disclosed in U.S. 
Patents No. 1 006 738 and No. 573 299 ( Samples 1 and 2 ). 


5 
E 
A 


Wilhelm Happe 


SWORN to and subscribed before me this 2let tk day 


of December 1953. ( Vd ‘ln Fo 
ROGERT M. FORCEY ; 


Wee Consul of tie Unitod Stetes of Amorica, 
Guly Commissicows ons Qqualiied, 

Se en SS 

Taritt o 

tem & 

wor 40 9749 

F. 2. vO hte 


PY AVAILABLE 


ginal bound volume 


Exhibit 1 


> 


iffs 


: 


U-S.a@ plication PES 
Serial No. 234,665-Fw 330 
Gustav Schafer 


exposed to Light 
Sample 4 
Sample 2 


Sample 3 


from the ori 


PY. AVAILABLE 


ginal b ound volume 
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DEPARTMENT COMMERCE soos 
Wasnweston 
i 7 
Richardson, David and Nordon 


_ 80. John St. 
New York -38, N. Y~ 


MAILED 


L J APR 15 1955 
Please find below « communication from the 
EXAMINER in charge of this application. 


Kitot leon. 


Responsive to amendment filed Dec. 29, 1953. 


ete oe 


Art cited: 
Farb. Hoechst (Belg.) 500,513 Sancke lb pp. 
see and Ca (Ger. 90, 87 jan: i 3: i837 & ope 
Bad. Anilin. Ger. 97,9. Mar. 
--Orndorff et al, JACS, Vol. ie, Ppe see ie (seh) abt’ 195.2 
--- Beinlstein, Hand. der Org. Chem., Vol. XIX (2nd Supp.) 5 (3930) 
- (Copies available in Scientific Li! braeyih 


Claims 1 and 2 are rejected as indefinite and unduly 
broad in the term "benzene series” which includes long chain sub- 
stituents, unsaturates, nitro, amino, etc. for which there is no 
basis and. which have not been disclosed as suitable and operable 
for the intended purpose. f 

Claim 1 is further rejected as indefinite. It is not 
understood how a piperidine ring can be formed from R, and R2 
when Rg is defined as “a radical of the benzene series and naph- 


thalene®. 


Claim 2 is rejected as improper as being directed to 
an arbitrary group of lesser scope than the subject matter defined 
in claim 1. Ex parte Burke, 1934 C.D. 5; Ex parte Dahlen 1934 
C.D. 9- 
Cleims 1 and 2 are rejected as being fully met by 
Orndorff et al (note pages 1698 and 1906), or Beilstein, who 
disclose the 3,6-dianilino compound. 
| Claims 1 and 2 are further rejected as unpatentable 
over the Belgian patent which discloses the claimed compounds. 
Note Formula 42. 
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| Claims 1 and 2 are further rejected as being unpatent- 
able over Bad. Anilin. which discloses the condensation of benzyl 
ethyl-m-aminophenol and o-bensaldehyde-sulfonic acid, removal of 
water to pyrone-ring formation and oxidation to convert the com- 
pound into the acid of the dyestuff and thus form the claimed 
compounds. 


| Claim 3 4s rejected as unpatentable over either Orndorff 


et al, Beilstein or Bad. Anilin. No invention is seen in producing 


homologues of old compounds, in the absence of unexpected quali- 
ties. In re Hass et al, 60 USPQ 5h4; Ex parte Kosolapoff, 93 
USPQ 230. 

Claims 1 and 2 are again rejected as unpatentable over 
Sandmeyer who discloses the dialkylamino compound. The affidavit 
purporting to establish non-equivalency of the aliphatic and 
aromatic substituents fails in that the concentration of the 
dyestuffs used in Sample 2 and Sample 3 tests are not the same. 
A true test of comparison requires the same set of conditions. 
This is especially necessary in the dyestuff art. 

Accordingly, the affidavit cannot be relied upon to 
establish such non-equivalency as to constitute patentable 
difference. 

| Claims 4 to 7 are held to be withdrawn from further 
consideration under Rule 142(b) as drawn to the non-elected 


species. 
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OCT 18 :355 


A ae DIVISION 6 
Filed: June 30° 1651 ORES 
For:  TRIPHENYLMETHANS DYESTUFFS 


Hon. Commissioner of Patents 
Washington 25, D. Cc, 
Sir: 

Responsive to the Office Action of April 15, 
1955, please amend the above-identified application as 
follows; 


In the Claims: is we 
oo 
Cancel clains Ge 2 and &’to 7. 


REMARKS 

To expedite favorable action on the instant 
application all of the claims save claim 3 have been cane 
celled. It is submitted that the species covered by this 
claim distinguishes patentably over the references Orndorff 
et al, Beilstein and the German Patents. 

The compound of the present invention has the 
formula: 


bi 
“ H 


CS “ 
a 
CH, < AAO 
7 


whereas the most closely related reference compounds have 
the following formulas: 


¥. age LABLE 
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Re: Gustav Schafer - U.S. Serial No. 23h O65 ecccvecccccccee 


(German Patent 97,015,example 2) 


SOD 


= 50,58 


(Orndorff et al Yol. 46, page 1906 JACS and 
Beilstein, Vol. XIX 2nd. Supp., page 445) 


Whereas each of the amino groups of the present 
4nvention carries a hydrogen atom and a 2,6-dime thyl-pheny). 


radical, in the reterences each amino group carries two 
one ethyl and one 


ethyl groups (German Patent 90,487), 
benzyl group (German Patent 97,015), or one hydro; 
and one unsubstituted pheny) radical (JACS and Beilstein). 


gen atom 
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‘Re? Gustav Schafer - U. S, Serial NO. 234,665e.sccccccceeed 


Thus the only reference compound which has an aryl sub- 
stituent on the nitrogen is the last which does not contain 
the two methyl radicals on the phenyl radical. 

In addition to these structural differences, the 
novel compound of the present invention has an essentially 
detter fastness to light than the dyestuffs of the refer- 
ences. An affidavit will be submitted in the near future 
establishing this superiority. 

In passing, it is noted that the Examiner has 
objected to the affidavit previously submitted on the 
ground that the conditions under which the dyeings were 
prepared were not absolutely identical. It is of course 
impossible to have absolutely sdentical conditions even if 
only homologues are involved since the molecular weights, 
for example, would differ. Therefore} in making even the 
above-mentioned hypothetical comparisons it is necessary to 
determine whether equal weights, concentrations or molar 
amounts should be employed, i.e., it is necessary that the 
extraneous conditions should be so selected that the differ- 
emes in results can be attributed exclusively to the variable 
being tested and compared. 

Similarly, in the present case it is impossible to 
maintain all of the conditions exactly identical but some 
selection must be made to permit a scientific conclusion to 
be drawn. Specifically, the dyestuffs when manufactured are 

: never dsolated in completely pure form but rather are mixed 
with varying proportions of sodium sulfate and the like. 
Consequently, to use a given weight of impure dyestutf would 
not be conclusive since the degree of impurity might vary. 
Moreover, the depth of shade might also vary with different 
dyestuffs of different purities. 


Y AVAILABLE 
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Ret Gustav Schafer - U.S. Serial NO. 234,665.cccccseeeeol 
| Consequently, the comparison and samples pre- 
viously submitted employed different concentrations of 
dyestuff but the dyeings were prepared with such quanti- 
ties of dyestuff as produced the same depth of shade. 
Finally, the Belgian patent cited by the Exam- 
ner was patented in 1952 rather than in 1950, as recited 
in the Office Action. Discussion of this reference is 
not necessary, however, in view of the revision of the 
claims. 
Early favorable action on the sole remaining 
claim is believed in order. 
Respectfully submitted 
GUSTAV SCHAFER 


By RICHARDSON, DAVID & NORDON 
His Attorneys 


SJ broctlosr x 


rney 


New York 38, N.Y. 
October 13, 1955 


BEST COP 
from the origi 
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DEPARTMENT IMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 


Richardson, David & Nordon 
$0 John St. 
New York 38, Ne Y. 


4 
= . ‘TatiPdowY Liu TaN PAT 
Please find below « communication from the vYEoTUckS DIV 
EXAMINER in charge of this application. 


Koh C. ostee. Se ee ee eee 


Commissioner of Patonte. 


Responsive to amendment filed Oct. 14, 1955. 


Claim 3 is again rejected as being unpatentable over 
Orndorff et al. or beilstein, references of record, which show 
the dianilino uerivative of sulfonefluorescein, a homolo,ue of 
the instantly claimed compound. In the absence of a showing 
of unexpectea or unobvious properties, no invention is seen in 
producing homologues of old compounds, In re Hass et al. 00 
Us Se Be Wwe dees ox parte Kosolaport, 93 U. Se. we Ge 230. 

Since a derinite issue has been reached, this action is 


made FINAL. 


Km nerker/jal 


Y AVAILABLE 


inal bound volume 
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PAPER NO._!~ 
ra Flt 
APR 10 1956 


DIVISION 6 


IN THE UNITED STATES PATENT OFFICE 


In re application of 

GUSTAV SCHAFER 

Ser. No. 254,665 

Filed: June 30, 1951 

For: TRIPHENYLMETHANS 
DYESTUFFS 


Hon. Commissioner of Patents 


Washington, D.C. 


Sir: 


Responsive to the Office Action of October 
24, 1056, please place the enclosed affidavit of Alfred 
Carl and attached dyeing samples of record in this 


case. 


REMARKS 


There is submitted herewith a compar ison 


of several of the mst closely related dyestuffs of 


the pricr ert with that of the present invention. The 
dyestuffs were prepared and dyeings made therewith 
under conditions which gave the same depth of shade 
as can be seen by comparing the left hand portions 

of each of the four samples. 

Under identical conditions half of each 
sample was exposed to light to determine the light 
fastness of the dyeings. 

The attached samples show clearly that 


‘the reference compounds undergo & change in coloration 
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“Sohafer <U.S. Pat. Appln.Ser.No. 2354,665- 


which is so extensive thet a clear line of demarcation 
between the exposed and unexposed portions is visible. 
With the novel dyestuff, however, substantially no 
change is realized. This is also borne out by the 
affidavit previously submitted. 

The Examiner's rejection of claim 5S is based 
on the essumption that one skilled in the art would 
have expected the anilino compound to exhibit sub= 
stantially the same properties as the dimethyl-anilino 
compound. Thet the light fastnesses differ so markedly 
is accordingly totally unexpected. The differences, 
it is noted, are so great that they are differences 
of kind rather than merely differences of degree. 

It is accordingly submitted that the dyestuff 
of claim S distinguishes patentably ower the ert and 
merits favorable action. Withdrawal of the final 
rejection and passage of the application to issue are 
earnestly solicited. 

Respectfully submitted 


GUSTAV SCHAPER 
By 


RICHARDSON, DAVID & NORDON 
His Attorneys 


CO Levit 
orney 
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PAPER NO._\— 
APR 100 3953 


DIVISION 6 
APPIDAVIT 


a 


Alfred Carl, being duly sworn, deposes 
ang says : 


Mat he is a resident of Frankfurt am Main, Federal 


Republic of Germany; 


that he is a citizen of the Federal Republic of Germany; 
that he is a chemist having graduated at the University 
of Rostock, Gormany; 

that he is acquainted with the subject matter of 

u.&. Patent Application Serial No. 234,665, filed 

June 30, 1951 by Gustav Schifer, for “Triphenylmethane 
dyestuffs"; 

that he is qualified by his knowledge of chemistry 

and especially of dyeing processes and by his 25 years‘ 
experience in this field to‘form a definite opinion 


on this matter; that he has made the following samples 


and observations, to wit : 


Affiont has prepared the attached comparative dyeings 
with the following dyestuffs : 
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Sample 1: dyestuff of the formula: 


H.C 


Con 
on 0 xe Z 
“OO es 


(German Patent 90,487, example 1) 


Sample 2: dyestuff of the formulas 


(German Patent. 97,015, example 2) 
Sagple 3: dyesturf of the formula: 
i t 
N 1?) N 
Or cece © 
c 
503! 


(Orndorff et al, Vol. 46, page 1906 JACS and 
Beilstein, Vol. XIX 2nd Supp., page 445) 
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Sample 4: dyestuff of the formula: 


H H 
S 0 “Lo 
(Sn sys 
SO," 


(U.S.' Patent Application Serial No. 234,665, claim 3) 


The dyeings were produced in the following manner 3: 


The dye-bath was prepared with 10 per cent of calcined sodium 


sulfate, 5 per cent of acetic acid of 30 per cent strength 
and the well dissolved dyestuff in the ratio of goods to 
liquor 1 : 50. 


It was considered that the dyestuffs are not obtained 

in the same concentration in the manufacturing process, 

but contain always varying amounts of sodium sulfate and } 

the like. It is, therefore, not possible to operate with 

the same percentages (calculated on the weight of the 

goods to be dyed), but care must be taken that the 

a@yeings have the same depth of shade. The dyeings were, 
therefore, prepared with such quantities of dyestuff as produced 


the sume depth of shade. 


the dye-bath wus then heated to about 40°C and the wool 
flannel to be dyed was introduced. The bath wus gradually 
brought to the boil and the material was dyed at the boil 
for 1/2 hour. After the addition of 2 per cent of sulfuric 
acid of 96 per cent strength, the material was dyed at 

the boil for a further 1/2 hour, then rinsed and dried. 


a= fe 
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The dyeings were then exposed to artificial light for 


90 hours, 


It is evident from the Samples on the Chart that the 
dyestuff forming the subject of U.S. Patent Application 
Serial No. 234,665 (Sample 4) has an essentially better 
fastness to light than the dyestuffs disclosed in 

the cited references (Samples 1 to 3). 


Sed. Alfred Carl] 


SWORN to and subscribed before me this | tn day of 


April 1956, 


Y. AVAILABLE 


~ 
~ 
-~ 
Ss 
~ 
= 
& 
fa 
v 
> 
2 
§ 
‘3 
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i 


; ine a = US. application 
peniy nye ae Serial No, 234,665 - Fr. 330 


Frankfurt (M)-Hoechst Gustav Sch&fer 


dyeing | exposed to light 


Sample 4 


Sample 2 
Semple 3 


Sample 4 


from the orig 
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DEPARTMEN COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 


kichardson, David and Lordon 
80 John St. 
New York 38, Ne Ye 


E For 
WHT Pai Y Ls BPHADE 


Please find below a communication from the YY bs TUR RS 
EXAMINER in charge of this application. 


Kool leit 


The letter ad affidavit filed Apr. 1G, 1956, after 
final rejection, hive been carefully considere but fail to 
overcore the rejection of recard. 

The li-ht fastness of the anilino compound and the 
claimed dimethyl anilino compound merely differ in degree and 
not in kind, as would be expected among homolorues. 

The letter ani affidavit will be entered for purposes 
of anneal, if so desired. 

The time for resnonse runs from the date of the 


fina) rejection, (ct. 2h, 1955. 


Cin. Merker:cln 


Y. AVAILABLE 


inal bound volume 
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_— 423748 7. 


APR 23 1925 APPEAI tn 18 8% 


“724 THE UNITED STATES PATENT OFFICE ~ 
- U.S.5.. ’ ae "17 


Patent Div. 6 

Applicant: Gustav Schafer 

Serial No. .234,665- 

Filed June 30, 1951 

For TRIPHENYLLETHANE 
DYESTUF:S 


Hon. Commissioner of Patents 
Washington 25, b. C. — 
Sir: 

Applicant hereby appeals from the Action of the 
Primary Examiner, who on October 24, 1955, finally rejected 
Claim 3 of the present application. 

The reasons for appeal are: 

1. The Examiner erred in holding Claim 3 
unpatentable over the art. 

2. The Examiner erred in his interpretation of 
applicant's invention. 

3. The “xaminer erred in his interpretation of 
the references. 

| 4%. The Examiner erred in his interpretation of 

the clain. 

5. The Examiner erred in rejecting Claim 3 for 
any of the reasons of record. 

6. The Examiner erred in refusing to allow Claim 
3 for any of the reasons of record. 

| An oral hearing-is respectfully requested. The 

appeal fee of $25.00 is enclosed herewith. 
New York City Respectfully, 
april 18, 1956 GUSTAV SCHAFER 


By Richardson, David & Nordon 
His Attorneys 


Attorney 


BEST COPY. 
from the origin 
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JUN 2.01956 


U.S. FAT OFC 


IN THe UNITED STATES PATENT CPPICE 
BEFORE THE BOARD OF APPEALS 


Ex parte GUSTAV SCHAFER 


Application for Patent filed June 30, 1951 
Serial Noe 234.665 
Appeal Ho. 1,887 


BRIEF = OF - APPEAL 


&n orel hearing is respectfully requested and this 
brief. is accordingly submitted in triplicate. 
This is an appeal from the final rejection by the 


‘Qxaminer of Division 6 of claim 3, the only claim in the 


THE INVENTION 
The instant application is concerned with the rrepare- 
tion of novel dyestuffs of the triphenylmethane series, 1.00, 
dyestuffs wherein ons carbon atom is linked to three phenyl 
nuclei. The dyestuffs can also be identified ag sulfo- 
naphthelein or sulfophthalein derivatives. 
Sulfophthalein itself has the structural configuration 


“oN 
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and may be considered as a,carbenium salt wherein the 
fourth valence of the carbon atom which carries the three 
phenyl nuclei is taken up by the free valence of the 
sulfonic acid radicale 

‘The compounds of the present invention differ from 
gulfdphthalein in that in place of the hydroxyl groups 


they contain substituted-amino groupse The novel compounds 


upon sulfonation yield water-soluble coloring agents. 
When the particular amino group in place of the hydroxy 
groups is a ring-substituted anilino radical, the resulting 
compound gives a dyed wool which is particularly fast to 
light, 1.e., which is resistant to fading by light. 

This is especially true of the anilino derivative 
which contains a methyl group in both ortho positions 
relative to the amino groupe 


THE CLAIM 
The sole claim in the case reads as follows: 


3e The triphenylmethane dyestuff corresponding 
to the following formula 


being after sulfonation a water-soluble 
product which dyes wool and silk bright red 
shades of good fastness properties, especially 
of very good fastness to light and to wt 
processinge 
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THE REFERENCES 
The references relied upon by the Examiner in finally 
rejecting the claim arm: 


Beilstein Handbuch der Organische Chemie Vol. XIX 
(2nd Supplement) Pe }i5 (193)) 


Orndorff et al Journal of the American Chemical Society 
Vole 6 Pages 1896 to 1918 (192) 
THE REJECTION 


Claim 3 has been finally re jected as being unpatentable 
over Orndorff et al or Beilstein. 


THE REFERENCE DISCLOSURES 
Beilstein merely discloses the following structural 
formla (arrangement altered for ease of comparison): 


OOorO 


02 


and refers to page 1906 of Orndorff et al for the prepare- 
tion and properties. The pertinent paragraph of Beilstein 
is at the bottom of the page and approximately reads as 
follows: 


"Sultone of 3,6-dianilino-9=(2-sulfo-phenyl)- 
xanthydrol C31H220),N28, Formula VIe Prepared by 
coo of resorcinsulfonphthalein with aniline. 
Blweviolet well-formed green crystals. It is not 
melted at 320°C. Insoluble in ether, soluble in 
absolute mthanol and ethanol with deep red 
coloration and dark gen fluorescencee Dissolves 
somewhat in dilute alkali as well as in glacial 
acetic acid and hydrochloric acid with a red 
coloration and dark green fluorescence." 
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| wis disclosure is a summation of the properties 
recited in Orndorff et al in the first full paragraph on 
page 18696 and in the three paragraphs beginning with thet 
headed “Action of Aniline on Sulfoneflucrescein™ at the 
middle of page 1906. 


THE_ARGUMENT 

| parst, it is noted that the references relied upon 
Ao hot disclose that the compounds there disclosed will 
dye! wool from a sulfuric acid bathe (fhe bath actually 
effects sulfonation). Merely because @ compound is colored 
does not necessarily mean it will adhere to textiles for 
dyeinge As @ matter of fact, as shown hereinafter, while 
the reference compound will color wool, the results are 
such that it cannot actually be called a "dyesturf" ssicon 
the title should be applied only to those coloring agents 
which exhibit commercial and practical utility. 

The Examiner takes the position that the admittedly 
novel compounds of the present invention are so closely 
related to those of the prior art that they lack invention - 
over the prior art in the absence of a showing of unexpected 
results. ‘Applicant has twice submitted such showings but 
the Examiner has ruled that the differences are mrely of 
degree rather than of kinds 

| Im the affidavit of Alfred Carl filed with the letter 
of April 10, 1956, wool samples were colored under identical 
ecnditions ‘and to the same depth of shade with severel 
compounds having different amino radicals in place of the 
hydroxy groups of sulfophthalein, vize, diethylamino, 
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ethylebensylamino, anilino, and dimethylanilino (the 
compound of the present invention). 

A portion of each colored woolen sample was covered, 
and the uncovered portion of each sample was exposed to 
light to determine the light fastness. 

The results of this experiment can be seen on the 
sample chart where the lines of demarcation between the 
covered and uncovered portions of Samples 1, 2 and 3 are 


readily apparent while no marked difference can be seen 

vdetwoen the exposed and unexposed portions of Sample h. 
The compounds with which the samples were colored 

have the following configurations: 

SAMPLE I = German Patent Noe 90,187, example 1 


Cols Neate 


50,° 


SAMPIZ 2 - German Patent Noe 97,015, example 2 


Vl OO > 


80,° 


SAMPTE 3 - Orndorff et al and Beilstein 


Oo 


103° 
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SAMPTZ © Claim 3 of the instant application 
CH, 


& 


It is apparent that except for differences in color 
the first three samples all fade substantially to the 
sam extent, while the fourth sample under identical 
exposure does not fade to any noticeable extents In vie view_ 


—_—-- 


“of the varied character of the substituents in the compounds 


of the first three samples, one skilled in the art would 
most certainly have surmised that the particular substituent 
Of the amino-radical would determine the coloy but would 
nave no bearing on the light fastness, and that the class 
of compounds were not suitable for use as “dyestuffs” in 
the technical and commercial sense of the terme 

In spite of these negative suggestions, applicant 
proceeded in a direction which could have been expected 
to lead only to failure in so far as an improved result 
was concerned and surprisingly found that introduction of 
two mthyl groups into each anilino radical produced 
specimens of marimdly superior light fastnesse 

The Examiner takes the position that while improved 
results are achieved, these improvements are expected (why 


would not @ poorer result be expected?) and only a difference 
of degree is involved. 
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It should be noted, however, that applicant has 
achieved substantially no fading at all while appreciable 
fading was repeatedly realized with several closely 
related compounds. If the difference between a positive 
and a negative result is dismissed as a difference in 
degree only, then, following the Examiner's reasoning 
to its logical end (or rather illogical end), there would | 
be no possibility of further inventions in the instant 
field of dyestuff chemistry. 

The Examiner in the Office action of April 19, 1956, 
acknowledges the differences in the light fastness of 
the several samples, but states that such differences are 
expected among homologuese This argument is. believed 
untenable for several reasonse 

First, the compounds of the present invention differ 
from those of Orndorff et al and Beilstein empirically in 
the presence of four additional carbon atoms and eight 
additional hydrogen atoms. While teohnically this difference 
of C),Bg might be considered one of homologues, it is sub- 
mitted that the rule of homology its not intended to extend 
over a gap of four carbon atoms which embraces thousands 
of possible isomeric compoundse 

Moreover, the compound of Sample 2 differs from the 
compound of the present invention only in Cau}, and thus 
may be considered even more closely related to the present 
invention than Orndorff et al and Beilstein. If a compound 
with a total of six carbon atoms in each side chein 
(Sample 3) has a certain tendency to fade and another 


AVAILABLE 
al bound volume 


126 
Plaintiffs’ Exhibit 1 


SCHAFER = = Ue S. Applicattoh Sere NOe 234,665 = = 8 


Sompound with nine carbon atoms has approximately the sam 
tendency to fade (Sample 2) then a "homologue” of both 
having eight carbon atoms (Sample ) as in the present 
4nvention would be expected to have the same tendency to 
fade. Certainly, however, there would be no reason to 
expect that such tendency is substantially absent and that 
the compound with the intermediate number of earbon atoms 
is so markedly superior to the higher and lowr homologuese 
Thus, the Examiner's theory of homology merely supports 
the presence of invention rather than negating its presences 
Actually, however, this is not a true case for the 
application of the principles of homology since the compound 
considered most pertinent by the Examiner contains an 
unsubstituted anilino radical while the compound of the 
present invention contains two ring substituents. The 
reference compound can thus be considered the zero member 
of several homologous series while the present compound is 
the second mmber of but one of the series, leee, that 
with an increasing number of methyl groups on the ringe It 
is' recognized in the art, however, that properties and 
characteristics of the zero member of a series cannot be 
extrapolated to the higher members of the series. The 
fnelusion of ringe-substituents is a fundamental departure 
from the Orndorff et al compound and even from the compound 
of the German patent shown in Saniple 2. 


SUMMA RY 
| In review, therefore, several prior art compounds 
all had about the sam fastness (or lack thereof) to light, 


"BEST COPY 
from the origin: 


al bound volume 


127 
Plaintiffs? Exhibit 1 


SCHAPER < = Us Se Applicatt&n Sere Noe 234,665 - - 9 


but in varying degrees. Applicant has invented a new 
compound from which dyeings can be prepared which undergo 
practically no fading whatsoever. The references relied 
upon do not disclose the suitability of their compounds 

as dyestuffs and the results prove that the anilino compound 
camnot be graced with the title of "dyestuff". 

The prior art discloses "homologous" compounds having 
respectively two less and one more carbon atom on each 
amino group, the compounds fading to approximately the 
same degree. Applicant's compound, which in molecular 
woight is intermediate these homologues, exhibits a light 
fastness much superior to both and this further evidences 
the unotvious character of the instant advancoe 

The theory of differences of degree and differences 
of kind is merely another way of asking whether or not 
the improvement is expected or predictable. The oumulative 
effect of the art is a teaching that apparently all sub- 
atituted-amino compounds have about the same light fastness. 
Applicant's preparation of a novel compound which tho 
Examiner has conceded is more light fast than all the 
reference compounds, is thus an unexpected advance over 
the arte Since it is unexpected, it is clearly a difference 
in kind. 


CONCLUSION 


It is accordingly submitted that the Examiner was 
in error in finally rejecting claim 3. Reversal of the 
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Examiner and adjudication of the claim as patentable over 

the art is respectfully solicited. 

New York, Ne Ye 

June U;, 1956 Respectfully submitted 
GUSTAV SCHAFER 


By 
RICHARDSON, DAVID & NORDOH 
His Attorneys 
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DEPARTMENT OF COMMERCE 
UMITED STATES PATENT OFFICE 


fa re application of 
Gustav Sohafer 


Ser. No. 234,665 
Filed June 30, 1951 


TRIPHUNYLMETHANE DYES 


Richardson, David & Nordon - Attorneys’ 


This is an appeal from the final rejection of 
Qlaim 3, the only claim remaining in the case. 

A correct copy of the appealed claim appears on 
page 2 of the applicant's brief. 

The references of record relied on are: 
Seitatein’ “" = Handiush aa Ove: Gnome? Vole SIX (ong supp.) 

pe 445 (252 wh NASD 

The invention is adequately described in 
applicant's brief. 

The olaim has been rejected as being unpatentable 
over Orndorff et al or Beilstein, who disclose a homologue 
of the cleimed ocmpound. 

The compounds in issue are as follows: 

Claim 3 - 


Sheep 
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Orndorff et al or Beilstein - 


or eseceDe to conform with sere practice - 


Ty 


S04” 


The claimed compound differs from the references 
by reason of the substitution of the methyl groups for two 
of the hydrogen atoms on each of the aromatic nucleus of the 
anilino moiety of the reference compound. Thus the claimed 
compound is a homologue of the reference compound. The fact 
that the claimed compound is not an adjacent honologue in 
the sense that it does not contain only an additional single 
aliphatic grouping; 1. v., -CHo-, does not ove come the 

doctrine et forth in In re "ass et al, 1944 C. D. 23h, 2h2, 
2h7, and Ex parte Yosolapoff, 93 U. S. FP. Q 230. It/well 
known thet all of the wcter.: of un Romologous series are 
generally similar and will have substantially similar 
properties, and it is inoumbent upon the applicant to subnit 


evidence that the claimed product possesses unexpected 
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properties as compared with the prior art compound. In order 
to predicate patentability of the claimed subject matter, 
applicant presented an affidavit by one Alfred Carl, paper 
number 12, whith purports to show that the claimed material, 
sample 4, is superior with rogard to light fastness te tho 
prior art compound, sample 3. Samples 1 and 2 do not relate 
to the prior art comnound which forms the basis for the 
rejection of the claimed compound and therefore need not be 
discussed. It is subnitted that the samples 3 and 4 merely 
exhibit a difference in dogree as would be expected among 
homologues. There is not such a marked superiority in light 
fastness of the claimed compound as would involve invention. 
The affidavit purporting to show properties differing in 
kind over thre reference compound does not overcome the 
presunption of unpatentability of homolorues,. The fact that 
the references do not disclose the suitability of the com- 
pound as dyestuff is immaterial. In re Henze, 1950 C. D. 319). 
In view of the foregoing, the rejection of the 
claim as being unpatentable over Orndorff et al or Beilstein 
4s believed to be proper and should be sustained. 
Respectfully submitted, 


ee Merker: “t Bcc Sr 


Richardson, David & Nordon 
°80 Tohn Street 
New York 38, N. Y. 
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Ex parto GUSTAV SCHAFER 


Application for Patent filed June 30, 1951 
Seriol No. 234,665 
Appeal No. 1,887 
REELY BRIEP 


| his Brief is in reply to the Examiner's Ansver of 
August 17, 1956. 

The Examiner admits that she compound of claim 3 is 
superior in light fastnoss to the compound of the prior 
art, The Examiner, however, is of the opinion that the 
difference is merely of decree rather than of kind and 
atatos "that the samples 3 and 4 merely czhihit e difference 
in degree as would be expected among homologues.” The 
question is respoctfully raised as to why the "homologues * 
of the present invention would not. be “expected” to bo 
Jess light fast than the prior art compound, espocially 
since samples 1 ond 2 (which contain aliphatic radicals 
es in the present invontion but not in the reference relied 
updn) are less light fast than sample 37 

Another point which must be considered is the fact 
that the rules of homology cannot generally be extended 
from the first momber of @ series since it is recognized 
that the first member is often, if not usually, different 
in properties. Thus, formaldehyde and formic acid differ 
markedly frow acetaldehyde and acetic acid. This also applies 
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to benzoic and phenyl feotic acids. Siutlarly, phenyl and 
dimethyl-phenyl radicals cannot be considered as “equivalent 
homologues" since the latter contains two aliphatic 
substituents, whereas the former contains none. While 
the Examinor refers to the de¢isions in In re Hass et al 
and Ex parte Kosolupoff, it 1s pointed out that in neither 
of these cases was the “zero” member of a series involved. 
It 4s submitted that the superior liyht fastness of 
the compound of the present invention over that of the 
reference compound relied upon by the Examiner is truly a 
dadifferenco in kind. Attention is respectfully invited to 
the attached photoprint of pages 300-303 of the “Third Report 
of the Fastness Tests Co-ordinating Coumittee" published in 
“The Journal of the Society of Dyers and Colourists", 
England, Vol. 71 Number 6, June, 1956. In this report 
there is set forth a procedure for determining the light 
fastness of wool dyeings. In the accomyanying chart at 
the left: thore are shown Standards 1 to 8, and on the right 
there is siiown sample 2 (prior art) and sample 4 (present 


invention). While the colors are of course different, 

the extent of fadiny and color chango can roadily be 

compared. It can be scen that the reference compound 1s 
approximately equal in light fastness to Standard 3. In 

spite of the prior art (including those reforences previously 
relied upon but no longer considered pertinent) which would 
lead one to believe that the compound of the present invent!.. 
would be Jee: light fast, this is not the case. Nor is the 
novel compound merely equal in light fastness to tho 

reference relicd upon as the Examiner states would be expected. 
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Rather, the novol dyestuff has a light fastnoss equal 
approximately to Standard 5. Certainly this difference 
4s 'umobvious and warrents patent protection. 

The inadequacy of the Examiner's position cen moat 
readily be soen in the sentence beginning at line 6 on 
page 3 of the Exuminer's Answer. While tho Examiner is 
no longer rejecting on certain of the references, it 1s 
considered unjustified now summarilly to disregard this 
art when it supports petentability. Ina field where, 
although certain winor differences exist, all the prior 
dyestuffs exhibit light fastness of a particular order of 
magnitude, for applicant to have invented @ new, soemingly 
releted dyestuff which is of a light fastness superior to 
gall of the known comams tz indeed e patentable advance. 

It 12 accordingly resyectfully solicited that the’ 
rejection of the Examiner should be reversed. 


New York, N.Y. | 
september 5, 1956 Respectfully submitted 
GUSTAV SCHAFER 


By . 
RICHARDSON, DAVID & MORDON 
His Attorneys 
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(ap: gr. 1-84) well diluted with wate?. Thic bath is boiled for a ferther 15 min, after addition 
of the. acid. : 

The pattern is then removed, rinsed. and dried. 

(a) Colour Fastness of Textiles: General Principles of Testing 

(6) Colour Fasiness: Grey Scale for assessing Change in Colour 

(c) Colour Fastness: Grey Scale for assessing Staining. 


Colour Fastness to Light: Daylight. 
(Proraszp ISO RECOMMENDATION) . 


- Nore — This tewia idcntical with £.5. 1006:1955. An account of the development of the tight fostness standends 


in'given in 2.3.0... 67, 188 (1951) 
+ f. Purpose and Scope 
1.1. This method is intended hor assessing the resistance of the colour of textiles of all kinds and 
in all forms to the action of daylight (see §7.1). 
12 The method may be used for rating dyes by applying the dye to textiles wader specified 
: conditions and at a spccified depth of colour and testing the dyed sextiles. 
2. Printiple : 

. 2.1 A specimen of the textile is exposed to daylight under prescribed conditions, including 
protection from rain, along with cight dyed wool standurds.” The (astness is aepcsacd by 
comparing the fading of the textile with that of the standards. f 

3. Standards and Equipment 
3.1 Standards— 
3.1.1 The standards for this test are bluc wool cloths dyed with the dyes fisted: below. They range 
from No. 1 (very low light fastness) to No. 8 (very high light fastness) (see §7.2). 
Fastacw Rating Dye 

Acilan Brittinnt @luc FUR (FBy) 

Acilan Scilliant Blue +6 6 (+ By) 

Coomassie Brilliant Bluc R (ICED 

Supramin Blue EG (F By) 

Solway Btuc RN (ICE 

Alizarine Light Blue 4GL 42) 

Soledon Blue 48C powder (IC) 

tndigosol Blue AGG (DI) 

3.1.2 Master sets of the standard dyeings arc to be filed in cach country for reference. 

32 Expesere rack, facing duc south in the Northern Hemisphere, north in the Southern 
Hemisphere, and sloping at an angie of 45 , in » location such that shadows of surrounding 
objects will not fall on the exposed textiles, covered with window glass to protect the specimens 
from the weather, the glass being not less than 2-5 cm. from the specimen and provided 
with adcquate ventilation. 

Opaque cardboand or other thin opaque material, ¢.g. thin sheet aluminium, or cardboard 
covered with aluminium foil. 
Grey Scale for assessing Change in Colour (sce §7.3). 

sicedenaaliiee 
An arca of the textile not fess than 1 cm. 6cm. is used when the several periods of 
exposure are made side by side on the same piece, which is the preferred practice. The 
specimen may be— a strip of cloth, yams wound close together on a card or laid parallel 
and fastened on a card. or a mat of fibres combed and compressed to give a uniform surface 
and fastened on a card. 
To facilitate handling. the specimen or specimens to be tested and similar: strips of the 
"standards may be mounted on a card in some such arrangement as indicated’in §7.5. 
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S Procedure 

$.1 Expose the specimen (or a group of specimens) and the standards simultaneously to daylight 
under the conditions enumerated in £3.2 in such a manner and for such times as are necessary 
to evaluate fully the light fastness of each specimen relative to that of the standards, by 
suécessively covering the specimens and exposed standards throughout the time of the test. 
(See §7.5 for two suggested methods of procedure.) 
Preliminary Assemment of Light Fastness— When a change in colour (sce §7.6) of the 
specimen under test can just be perceived. note the number of the standard showing a similar 
change; alternatively, w" .n a change in colour of Standard 3 can just be perceived, assess 
any change that has occurred in the specimen in comparison with the changes in Standards 
1,'2, and 3 (see §7.4). Continue to expose aficr the preliminary assessment as required to 
evaluate fully th light fastness. 
Assesment of Light Fastnes— Compare the changes in colour of the test specimen with the 
changes which have occurred in the standards (sce §7.6). The fight fastness of the specimen 
is the number of the standard which shows similar changes in colour (visual contrast between 
exporcd and unexposed. parts in the tesi). I the specimen shows changes in colour 
intermediate between two standards, an appropriate half-rating may be given; ¢.g. @ light 
fastness of 3-4 means that the textile is not as fast as Standard 4, but is faster than Standard 3. 
If the colour of the specimen is more fugitive than that of Standard No. 1. a rating of | 
is given. : 
If the light fastness is 4 or higher, the assessment based on the first perceptible change (sce 
§5.2) becomes significant: if this preliminary assessment is 3 or lower, it is to be included in 
the rating in Seackets. For cxample, a rating of 6 (3) indicates that the specimen changes 
very slightly tn the test when Standard 3 just begins to fade. but that on continuing the 
exposure the resistance to hpht is equal to that of Standard 6. 

; 6 Report 

Report the numerical rating for light fastness. If this rating is 4 or higher and the preliminary 


assessment is 3 or lower. report the latter figure in brackets. 
7. Notes 
The ure of fading lamps eather thon daylight is common practice. and the results obtained 
with such tests are undoubtedly useful where speed is essential. The results obtained for many 
lextiles differ. however. from the results obtained with daylight exposure. 
A low-pressure mercury-sapour lamp must sot be used, as it» emnsion spectrum is very 
Uifferent from that of. daylight and leads to incorrect results. 
Sets of the light-fastness standards con be obtained from the Brit Standards Institution, 
British Standards House. 2 Park Street, London W.1, of Coronatipn House, Market Street, 
Manchester 1. They are specially dyed to match a master set of sf: ndards in colour and in 
fading behaviour. It has been found that. when repeated dycings of the dyed standards are 
made. the amount of dy¢ requirey to match the previous lot is pften different from that 
originally used. The dycing strengths would therefore be misicading, and they are 
intentionally omitted from this listing. 
7.3 See the following sections 
(a) Colour Fastness of Textiles: General Principles of Testing 
(hb) Colour Fasiness: Grey Scale for assessing C hange in Colour. 
2.4  Phototropic specimens must be allowed to condition in the dark bt room temperature for 
Dhe. before assessing the change in colour. 
7.5 ‘Suggested Procedures for Mounting and Testing for Light Fastness—- 
7.5.1 Method I 
7.5.1.1 This method is considered ideal and should be used in cuses of dispute. [t requires one set 
| of standards for each specimen under test and is therefore impracticable when a large number 
| of specimens have to be tested concurrently; in such cases, Method 2 (sce §7.5.2) is suggested. 
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Arrange the specimen to be tesicd and the standards as shown ia Fig. 1 with an opeque 
cover across the middle third of the specimen and standards. Expose to daylight under the 
conditions enumerated in §3.2. Follow the effect of light by removing the cover and 
inspecting the specimen frequently. When. a change can just be perceived, note the number 
of the standard showing a similar change. 


Continue to expose until the contrast between the exposed and the covered portion of the 
specimen is equal to the contrast between the two grey colour chips illustrating Grade 4 on 
the grey scale (sce §7.3). Cover a second one-third of the specimen and standards with an 
additional opeque cover (CD in Fig. 1). 


A Continue to expose until the contrast between the fully exposed and the unexposed portion 


is equal to Grade 3 on the grcy scale. If Standard 7 fades to a contrast equal to Grade 4 on 
the grey scale before the specimen docs, the exposure may be concluded at this stage. (When 
a specimen has a light fastness of 7 or over, it would require unduly long exposure to produce 
a contrast cqual to Grade 3; moreover, this contrast would be impossible to obtain when the 
light fastness is 8. Assessments in the region 7 to & are, therefore, made when the contrast 
produced on Standard 7 is cqual to Grade 4, the time required to produce this contrast 
being long enough to climinate any error which might result from inadequate exposure.) 
Assessment of Light Fastness— The specimen now shows three separate areas— an unexposed 
fegion and two arcas which have been changed to different degrees. Compare these changes 
with the changes which have occurred in the standard, and rate the light fastness as in §5.3. 
Method 2— 


This method should be used when a large number of specimens have to be tested con- 
currently. It enables a number of specimens differing in light fastness to be rated aguinst a 
single set of standards. 
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7.52.3 Replace the card AB in exactly the 
' Standard 4 can just be perceived; 
shown in Fig. 2, overlapping the first cover. 


: 1524 Continue t-» expose until a change in 


| 
| grey scale, of (b) a contrast cq 


specimen, whichever occurs first. Remove the thrice covers. 


$2.5 Compare the changes in the specimens with those in the standards, and rate the light fe 
asin §5.3. 


16 The term change in colour includes not only 

ie changes in hue, depth, brightness, or any combination 
If the difference in colour is a change of hue or brightness, 
abbreviations, as follows, to the numerical colour fastness rating— 


™ «. Scr R .- Redder D Duller 
G ~ Greener Y -- Yellower Be — Brighter 


BEST COPY. 


from the origina 


La-oicen wweddy 
AFE4S AEBND 
G99 vE2 °2N 496 worge ruddy s'0 


La | 
3 
3 
fa 
x) 
: 


+ ajlucs 


& adues 


hy 2 porodve -  furaky gabn parodya _Sureke 


Ud fairs 


one | s eae pYveis 


id volume 


AVAILABLE 


{ bou 


140 


Plaintiffs’ Exhibit 1 


Perar Wo. 19 


MAIL" 
FEL 281958 
Nearing: 


Febrnary 4, 1958 Ms $. ora a 


Appeal No. 18-87 


TN THE UNTTEN STATES PATENT OFFICE 


BEFORE THE BOARD OF APPEALS 


Ex parte Gustav Schafer 


Anplication for Patent fled June 30, 19591, Serinl 
No. 234,665. Trinhenylmethane Dyestuffs. 


Mesers. Richardson, David and Nordon for aprellant. 


This is an appeal from the final rejection of claim 
3, the only claim remaining in the case. 
Claim 32 reads ns follows: 


2. The triphenvimethane dyestuff corresponding to 
the following formnin 
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heing after sulfonation a water-coluble roduet whieh dyes 
wool and silk bright red shades of good fastness properties, 
especially of very good fastnese to light and to wat process- 
inge 

The reference? rallied upon are: 
Orndorff. et ale - Jo fe Co Ac, Vol. 46, Pages 1898, 1996 (192%) 
Beiistein - Handbuch der Org. Chem., Vol. XIX (2nd Supr.), 

Page Whs 

The subject matter of the appenl ts a dyestuff cam- 
pound ‘having the forma recited tn the claim. 

The examiner has rejected claim 3 as unpatentable 

_over Orndorff et al. or Beilstein, who disclose a homologue 

of the claimed ennpound. 


The Orndorff et al. and Reiistein references diselose 


a compound having the following formula: 


ae 


Tt will he seen that the claimed compound differs 
from that of the.cited art by the substitution of two methyl 
ate for two of the hydrocen atoms on each aromatic nucleus 
of the anilino motety of the reference compound. 

Appellant contends that: the claimed compound, when 
Subjected to light-fastness tests, suffers substantially no 
fading, whereas closely related compounds undergo aprrectable 
fading, end considers this aifference as a difference in kind 
which should supvort patentability over the refezences. 


Fastnass tests on colored wool sampjes were presented 
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in on affidavit Tiled April 10, 1956. . Four aamples were in- 
volved in the tests, namaly, two based on specified German 
patents, the reference compound and the claimed compound. of 
these tests the examiner does not. disenss samples 1 and 2 he- 
cause they do not relete to the prior art compound. The exami- 
her submits that samples 3 and & exhibit merely a difference 
‘In degree as would he expected among homologues, stating that. 
lthere 1s not such a marked supertority in light-fastnoss of 
the claimed compound as would involve invention. The examt- 
iner also states that the fact. that. the claimed compound 1s, not. 
lan adiacent homolorne, does not obviate the doctrine set. forth 
‘dn In re Hass, et ale, 31 CCPA 8953 1944 C.D. 2345 563 0.6. 
(576; 141 Fed. (24) 122; 60 TSPQ Subs and Ex parte Kosolapoff, 
93 USPQ 220. 
We have carefully considered the arguments raised in 
appellant's brief with respect to the light-fastness superiority 
of -the elaimed compound over that of the prior art: but are not 
persnaded of reversible error tn the examiner's rejection of 
claim 3 on the Orndorff et nl. and Beilstein references. Tn 
our opinion the sureriority of eample 4 over sample 32 of the 
tests is not euch a marked superiority as would warrant A con- 
" clusion of patentability. We do not. assert. that superiority 
wae nredietable but sone asfrerence in either direction 1s not 
| unexnented among homologues. It mist be conceded that. the 


tests favor, to some degree, the claimed homologue over the 


| pecenence compound with regard to light-fastness. We are not, 


however, persuaded by said tests that the homologue, obtained 
hy the substitution of two methy] groups for the hydroren atoms 
on each aromatic mucleus of the anilino compounds, constitutes 
a patentable invention. 


Ye arrive at the same conclusion after a careful 
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| eonsideration of the tests submitted in the reply brief, wherein 
the claimed and reference compounds are evaluated on the basis 


‘of eight standards, said compounds occupying, respectively, 


positions 5 and 3. Appellant's further arguments relative to 


| the "zero" member of a homologous series are not persuasive 
that the decisions in Tm re Hass et al. enf Ex parte Kosolavroff, 
supra, would not apply. 


The decision of the examiner is affirmed. 


Gib Mercere 
i. 


Examiner-in-Chief 
(Acting) 


BOARD 
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Fabruary 28, 1958 wrk ner- 
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Richardson, David & Nordon 
80 John Street 
New York 38, New York 
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" “T*2y GUE UNITED STATES PATENT OFFICE 
. le 
BEPORE THE BOARD OF APPEALS 


Ex parte GUSTAV SHAFER 


Application for Patent filed June 30, 1951 
Serial No. 234,665 
Appeal No. 18-87 


| PETITION FOR REHEARING OR RECONSIDERATION 


iene 


Applicant respectfully petitions, under the 
provisions of Rule 197, for rehearing and/or reconsideration 
of the decision of the Board of Appeals herein -- and an oral 
rehearing before the Board is specifically requested, as 
permitted by the rule, on the grounds and facts set forth 
below. 

While recognizing that such an oral rehearing may 
be unusual, applicant believes such a procedure to be warranted, 
for the reason that neither the final rejection, the Examiner's 
Answer, nor tle Board's decision reflects that consideration has 
been given to a number of extremely important and, perhaps, 
crucial factors affecting the proper disposition of this case. 
Te record herein, at least, should indicate that both the 
Examiner and the Board have given due deliberation and con- 
sideration to these factors, and before the filing of an 
appeal from the Board's decision in the CCPA or the bringing 


of a civil action under the statute.* 


¥ Since applicant's present attorneys were not appointed until 
after the hearing (see paper No. 20) it is hoped that the 
Board will excuse any apparent duplication in the points 
raised below with what may have occurred at the hearing. Any 
such apparent duplication is entirely inadvertent and, should 
it occur, merely emphasizes the need for reconsideration and 
clarifiaction of the Board's decision as to the various factors 
and issues mentioned here. 


BEST COPY. 
from the origina 


145 
Plaintiffs’ Exhibit 1 


26557 


Serial No. 234,665 
Appeal No. an 


THE CASE HERE 
The single claim recites a triphenylmethane 
dyestuff which dyes wool and silk bright red. ‘The claim 
4s not drawn to merely some abstract chemical compound. 
The Examiner's Answer, most surprisingly, 


does not even mention dyestuffs (except, incidentally, in 
the fourth line from the very end). 


Neither of the references even mentions dyestuffs, 
nor does either of them suggest that the single reference 
compound is in any sense of the word a dyestuff or even 
useful as a dyestuff or for dyeing silk and wool red. 

Obviously and admittedly, the single reference 
compound -- to the extent that it may be considered a 
dye -- dyes wool blue, not red, and, even s0, is so prone 
to fading in the presence of light as to be rated merely 
in the lower third of a standardized textile commercial 
vating scale for light fastness. 

The significance of these points from the stand- 
point of patentability is considered vital for the following 
reasons. 

"KIND" NOT "DEGREE" 

Minor or progressive variations in various 
physical properties of: homogolous compounds may, perhaps, 
be considered predictable or expected when one is considering 
tne patentability of merely one abstract compound over a 
homologue thereof. This is not the case, however, in the 
consideration of dyestuff material such as here. 

For example, the difference in light fastness of 
dyestuffs and the reference materials has here been dismissed 
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as “merely a matter of degree", although the accuracy 
of the comparisons has apparently been conce‘ed as has 
the fact that the claimed dyestuff ie appreciably 
superior to the reference compound. 

It is all very well to talk about “matters of 
degree" generally -- but here note (see' affidavit of Happe 
filed with paper No. 8) that the fading of the reference 
composition (sample 3) was uced_b hours of 
artificial light. 

It is seriously doubted that the members of this 
Board (or their wives) would consider it "merely a matter 
of degree" if a suit or a dress which they bought faded to 
the extent of the reference material after only a fraction 
over 4 days of exposure to light. In considering the 
acceptability, operability, and utility of a dyestuff, a 
material with such a propensity toward fading as is exhibi 
by the reference material is certainly not merely just 
undesirable; it is virtually inoperative or useless as & 
dyestuff for dyeing wool or silk. 

In just such a situation as this, what otherwise 
might be considered a "matter of degree” becomes & 
"gifference in kind" -- and particularly because, even if 
the difference in fading or light fastness may appear to 
be slight, it is enough to render one material wholly 
inoperative or unacceptable a5 8 dyestuff while the other 
material performs satisfactorily. 

Variations in the physical or chemical properties 
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among homologues, in many cases (and especially when the 
compounds are considered isolated from any utility) may be 
considered as mere variations in degree. When the variation 
in the light fastness of a dyestuff, by contrast, reaches 
the proportions here, it becomes & difference in kind. 

If the wool dyed with the reference compositions 
will fade that much after just _a traction over days! 


exposure to light, why bother to make & dress out of the 
cloth? That is a difference in kind. 


PACT EVIDENCE MUST BE CONSIDERED 

The Examiner flatly refused to consider or discuss 
a his Answer (and the Board apparently failed to consider) 
another important evidentiary point. This relates to evidence 
of record on which must be predicated the otherwise subjective 
opinion as to whether or not applicant has -- by evidence, not 
just argument -- overcome and sustained the burden (allegedly 
4mposed on him by the homologue rule) of demonstrating that 
the differences which concededly occur in fact as to the 
dyestuff properties are neither obvious, expected, nor 
predictable from whatever homogolous relation be said to 
exist between the reference compound and the chemical structure 
of the claimed dyestuff. 

The affidavit evidence in this record (affidavit of 
Happe, paper No. 8, and Carl, paper No. 12) include sworn fact 
evidence regarding four -- not two -- samples, tests, and 
comparisons thereof. In each case, the Examiner flatly 
refused to discuss samples number 2 and 2 (Answer, p. 2) 
because, as he put it, “they do not relate to the prior art — 
compound which forms the basis for the rejection”. The 
Board (Decision p..3) dismissed these factual showings, and 
apparently, did not even consider them. 


4, 
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This is considered completely erroneous because each 
guch samples 1 and 2 -- and the disclosures from which they 
sprang <-- sre just as much _a part of the record before the 
Board as the affidavits themselves, and all form a part of 
the body of evidentiary facts which must, in this record, 
be considered and evaluated by the Board in arriving at its 
conclusion as to whether or not the increased light fastness 
property of the claimed dyestuff is to be expected or 
predictable from an alleged homologue thereof. 


EVIDENCE OVERCOMES HOMOLOGUE RULE 
Perhaps the point may be somewhat clarified by 
recalling that the rejection here is primarily based on 
the homologue rule. Thus, the chemical structure and 
lsomposition of the claimed dyestuff is admittedly different 
‘from the compound of the references. The claimed dyestuff 
lconcededly exhibits an enhanced light fastness over that 
lexhibited by the reference compound when it is attempted 
to use it as a dyestuff. Nevertheless, the Board concludes 
‘that some difference in this property might be expected 
igrom a homologue of the reference compound and that it is 
not “surprising” that the difference in light fastness 
property is in an enhanced direction instead of in a less 
advantageous direction. 

But look at the compositions of the two sets of 
samples 1 and 2 on the exhibits attached to both affidavits. 
Samples 1 and 2, as clearly set forth in both 
“affidavits are also generally relatédd in chemical structure 
\to both the reference composition and the claimed dyestuff. 
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They are in this record as part of the oited prior art 
(samples 1 and 2 of the Happe affidavit being, respectively, 
the first two references originally cited by the Examiner in 
paper No. 2, and samples 1 and 2 shown in the Carl affidavit 
are examples from the two German references cited by the 
Examiner as prior art in paper No. 9). 

The chemical structure of each of these four 
samples is set forth in the respective affidavits and 
indicates that the materials therein referred to are also 
more or less related to the claimed dyestuff composition -- 
although the references in which these materials originally 
appeared are not relied on by the Examiner in the present 
rejection and, to this extent only, the samples may be said 
not to relate to the particular “prior art compound" on 
which the rejection is made. 

This is not to say, however, that such teachings 
are not in this record and/or that the evidence as to light 


fastness, color, predictability of variations in properties, 
etc., is not juare: before this Board for decision as to 


the issues herein based on all this fact evidence. 


SUPERIORITY NOT PREDICTABLE 
Comparison of the structural formulae of these 
four prior art materials as well as the samples of light 
faded dyed wool produced therewith emphasizes the vital 
points now before the Board. 
In the first place, all four prior art materials 
exhibit light fastness characteristics far inferior to that 
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of the claimed composition. All four of these prior art 
compositions dye wool various shades of red. The reference 


composition dyes wool blue. 

One might inquire, then, whether the Board intends 
dts holding to mean that “the substitution of two methyl 
groups for the hydrogen atoms on each aromatic nucleus of 


the anilino" portions of the reference compound will 
predictably result in both extra light factness and also 

a change in the dyeing properties from blue to red. 

It is submitted that such an extension of the 
homologue rule is not warranted on the facts vefore the Board. 
PRIOR ART SUGGESTS CLAIMED DYE WOULD BE 


_ EE EE 
Much more importantly, however, even if some 

predictability along the homologous series as to the single 

‘property of light fastness (without regard to change of 

‘solor) existed, the evidence in this case shows a guide 

‘for forming an opinion as _to the direction and extent of such 


8 to ne ee 
redictability . 
Jrinten there 18 no indication in the Board's decision that it 


finich there is no indication in [he "3 ———— 
even considered. 

Whereas the Board has considered the claimed 
dyestuff as differing from the reference compound merely 

“py the substitution of two methyl groups... on each 

| aromatic nucleus of the anilinc” portion, the inter- 

| pelationships of the several different compounds may be 


| otherwise stated. ‘Thus, the reference compound may be 
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considered as having a benzene ring substituted for one 
hydrogen of each of the NHp groups, amd the claimed 
compound as being related thereto homogolously by having 
a xylene group substituted on each nitrogen, instead of 
a benzene ring. 

Along these same lines, sample 2 of the Happe 
affidavit is a similar compound with a Cols group 
substituted for each of the two hydrogen atoms on each 
NHy group, as is sample 1 of the Carl reference. Sample 2 
of the Carl affidavit has a CoH group substituted for 
one hydrogen on each of the NHp groups and a benzyl (not 
benzene) group substituted for each of the other hydrogens, 

As indicated by both affidavits, the four prior art 
compositions of each sample 1 and 2 all (a) dye wood red 
and (b) exhibit light fastness properties which, although 
‘all inferior to that of the claimed dyeatuff, do not vary 
significantly from each other or from the result of using 
the reference compound as a dye. 

Thus, there is fact evidence in this record 
that no violent change of color (as from red to blue) and 
no significant variation in light fastness properties 
either actually ocours or is to be expected when there 
4s substituted for one or both of the hydrogen atoms in 
the NHp groups either (a) one or more two-carbon aliphatic 
radicals, (b) an aliphatic radical and an aromatic 
radical, (c) an aliphatic radical and a one-carbon aliphatic 
radical having substituted therein an aromatic nucleus. 
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All these substitutions produce dyes of varying shades of 
red and with more or less equivalent. inferior light 


fastness properties. 

When the reference compound is made, however, 
by substituting (instead of any of the foregoing substituents) 
a benzene ring for one hydrogen atom on each NH, group, & 
violent change of color occurs -- from red to blue -- but 
without much change in light fastness properties. 

The foregoing is the fact evidence available to 
the chemist, on tais record, to predict the results to be 
expected from the substitution of various different aliphatic 
or aromatic radicals for one or other of the hydrogen atoms 
on the NH, group. But consider the claimed dyestuff 
composition in this light. 

When a xylene group is substituted for one 
hydrogen on each NH, group -- instead of a benzene ring 
as in the reference compound or any of the other aliphatic 
or aromatic radicals similarly substituted in the other 
prior art compounds -- the claimed dyestuff is produced 
which dyes red (like the four samples 1 and 2, not blue 
like the reference) and which possesses greatly enhanced 
light fastness properties greater than are to be found in 
any of the four other compositions regardless of the color 
thereof or the substituents in the NH, groups. 

This is the evidence upon which the Board's 
decision as to the “predictability” or "surprising" aspect 
of the claimed dyestuff must be based. Note particularly 
the treatment of the Examiner's In_re_ Hass decisions by 
the Board in Ex parte Kolloff & Levin 88USPQ 330, and 
Ex parte Shelton, 49 USPQ 36 


9. 
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DECISION _IN VIEW OF EVIDENCE 

The rejection and the Board's decision, then, 
is predicated essentially on the proposition that, since 
some change in light fastness properties would be expected 
among homologues, 1t would not be surprising to find the 
present change occurring. 

There is no indication in the record, however, 
that the Board considered the foregoing evidence as to 
the direction or effect which might be "predicted" or 
expected merely from the homologous relation of the various 
compounds suggested or taught or discussed in the record. 

If a variation of substituents in the basic structure 
of any of the samples 1 and 2 prior art compositions produces 
neither much of a change of color in the sulfonated dye nor 


an appreciable variation in the light fastness properties 
thereof, it cannot properly be presumed that the substitution 


of two methyl groups in the reference structure will produce 
both a violent change of color from blue to red and a 
substantial and demonstrable increase in the light fastness 
over that exhibited by the four other related dyestuffs, each 
of which is red in the first place and not blue as with the 
reference composition, 

Since the opinion of the Board as to where one may 
draw the line between predictability and surprise in intricate 
organic chemistry is, inherently, a more or less subjective 
one, it is submitted that it is incumbent on the Board in 
reaching its opinion, to consider all such fact evidence 
as might bear upon that opinion. It is also most urgently 
submitted that the foregoing facts may not have been drawn 
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to the attention of the Board in view of the Examiner's 
refusal even to Uiscuss" the four different prior 
art compositions in his Answer. 
SUMMARY 
Thus there are, essentially, two vital points 
for reconsideration and rehearing by the Board: 
There is first the evaluation that, from the 


standpoint of operability and utility in dyeing wool red, 
the Board should reconsider its opinion as to light fastness 


properties in view of the fact that, as to an acceptable or 
may go 
operable or useful dyestuff, but a slight variatiory from 


positive to negative, from acceptable to unacceptable. 
Regardiess of how slight this change may ve, it 1s definitely 
the type of change which becomes, at least from a commercial 
aspect of the dyestuff, a difference in kind. This is 
confirmed -- as fact -- in both affidavits where the difference 
is described by German experts as "essential”.* 


There is, secondly, the question of what is or 
4s not predictable as indicated by the fact evidence of 
record as to various changes of substituents in the prior 
art compositions and as deduced from the showings of 
how -- in actuality and as a matter of proved fact -- 

a Variation in substituents does or does not change the 


¥ It may be somewhat Tegretted that these aitidavits were hot 
drafted by a U.S. attorney who might have used a more forceful 
word than "essential". ‘The affiants’ lack of familiarity with 
argumentative English, however, should not’ obscure the fact that 
both affiants obviously meant "vital" or "fundamental" or 
"critical" when they characterized the enhanced light fastness 
as "essential". Thus there is in the record the sworn 
affidavit evidence by two experts of long experience in the 
dyestuff industry regarding the enhanced property of the 
claimed dyestuff, and this evidence cannot properly be ignored. 
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light fastness characteristics. When several different 
changes in substituents do not produce substantial 

variation (as between various aliphatic and aromatic 

groups), the prodigious superiority produced by the claimed 
substituent 1s not to be presumed as “predictable”. 

There is also, inherently, the proposition -- not 
noted in the Board's opinion -- as to how a compound which 
dyes wool blue can teach or anticipate or lead to the 
predictability of the suggestion that the substituting of 
two methyl groups in the side chains would produce a dyestuff, 
which dyes wool (a) red (not blue) and (>) in a manner to 
produce textiles having greatly enhanced light fastness 
characteristics. 

CONCLUSION 

For all the foregoing reasons, the Board's 
decision should be reconsidered, and an opportunity 
granted for oral rehearing before the Board. At the 
very least, the case should be remanded to the Examiner 
for consideration by him of the foregoing points along the 
foregoing lines since the record here does not indicate 
that such consideration has heretofore been given, 


Respectfully submitted, 


CURTIS, MORRIS & SAFFORD 
Attorneys for Appellant 


New York 36, N.Y. | 


March 25, 1958 
BY_L Dey “tal Dost 
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i. S. PATENT OFFICE 
| reand OF APPEALS 


IN THE UNITED STATES PATENT OFFICE 


BEFORE THE BOARD OF APPEALS 


Ex parte Gustav Schafer 


Application for Patent filed June 30, 1951, Serial 
Hoe 2346650" Triphenylmethane Dyestuffs. ° : 


Messrs. Curtis, Morris and Safford for appellant. 


ON PETITION FOR RECONSIDERATION 


Appellant petitions for rehearing or reconsideration 
of our decision of February 28, 1958 in which we affirmed the 
action of the examiner finally rejecting claim 3. Due to the 
large volume of business before the Board of Appeals it is 
not our practice to grant rehearings except in those cases 
iwhere there is a clear indication that the issues cannot 
ladequately be resolved except by oral argument. The present 
case, however, does not present such a situation and we will 
‘accordingly consider the petition merely as a request for 


reconsideration. 
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The petitioner does not clearly point out any error 
in our decision but for the most part merely expresses dis- 
‘agreement with the conclusions we reached. The arguments 
ioffered in support of his position are substantially similar 
ito those previously considered by us with the exception of the 
question of the colors of the samples which were submitted in 
ithe affidavit of Alfred Carl and the question of the considera- 
‘tion of samples 1 and 2 in particular. 

Appellant states that the examiner's reason for not 
| discussing samples 1 and 2 was that “they do not relate to the 
| compound which forms the basis for the rejection.” The ap- 
i pellant further comments that in our decision we likewise failed 
to consider samples 1 and 2. It is asserted that these samples 
| constitute a part of the record in this case and they should 
have been considered. 

It is true that the examiner at one time relied upon 


‘other art including the two German patents represented by dyed 


samples 1 and 2. However, since the structure of the compound 


‘of the Orndorff et al. reference was the closest to the remain- 
ing claimed compound, the remaining references were dropped and 
the final rejection was based on Orndorff et al. exclusively. 

| We see no reason why the examiner should be forced to compare 

| less closely related compounds when he has available as a re- 

| ference Orndorff et al. showing a compound differing only by 
the substitution of methyl groups for two hydrogen atoms on 
each aromatic nucleus of the anilino moiety. In the dyestuff 

| of German patent No. 90,487 (sample 1) the substituents on the 
amino radical are all aliphatic and although the dyestuff of 
the other German patent (sample 2) contains aromatic substitu- 

ents, they are not attached directly to the nitrogen atom but 
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rather through a -CHa- (ise. bensyl) whereas the bensene group 
of Orndorff et al like that of the Claimed compound de directly 
attached to the nitrogen. Furthermore, instead of the hydro- 


gen atoms attached to nitrogen in the claimed compound and the 


Orndorff et al. compound, the compound of sample 2 4ncludes 
ethyl groups. The German patents are therefore not as rele- 


vant as is Orndorff et al. 


In essence appellant has contended that since the 
three prior art samplesfade to about the same extent, one would 
have surmised that the particular substituent of the amino 
radical would have no bearing on light fastness and that the 
superiority of the claimed compound is unexpected. The error 
in this reasoning lies in the premise that the relative uni- 
foraity of fading among only three related but differently sub- 
stituted compounds would be used by an expert as a guide in 
predicting fading characteristics. 

Appellant's request for reconsideration repeatedly 
stresses color differences among the samples emphasizing that 
four of the references of record (no longer relied upon by the 

examiner in the rejection of claim 3) and the claimed compound, 
all dye wool red whereas the compound of Orndorff et al. dyes 
wool blue. Thus, on page 7 of the petition appellant states: 
“One mene 4nquire, then whether 
she Board ntetieution of twe methyl. 
groups for the hydrogen atoms on each 


aromatic nucleus of the anilino® por- 
tions of the reference compound will 


redictably result in both extra light 
aes ‘and also a change in the dyeing 
properties from blue to red.” 
In our decision we did not assert that extra light fastness in 
the claimed compound was predictable. Appellant's injection 


of color considerations in his arguments regarding the conclu- 


t 
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sions which would be reached as to predictability of the char- 
acteristics of compounds of the several references raises a new 
issue. The previous issue in this case was confined to the 
chemical structure and light fastness of the compounds of the. 
prior art as compared with the claimed compound. Furthermore, 
on page 6 of the main brief appellant admits that color changes 
would be expected with different substituents stating: 
"In view of the varied character of the 
substituents in the compounds of the 
first three samples, 
art _ would most certainly have surmised. 
no=-radical wo etermine the color® 
sis adde 
While we have indicated that we consider the light 
fastness of the compounds of the claims on appeal to be better 
than that of Orndorff et al., we cannot agree with appellant 
that it represents "a prodigious superiority". Moreover, 
this would not seem consistent with the specification as ori- 
ginally worded which credited some of the compounds which are 
disclosed by references of record as having “good fastness pros 
perties" along with the compound of claim 3 which is now ree 
ferred to as prodigious. 
For the foregoing reasons we find nothing in the 
petition which would induce us to change our decision. 
The petition has been considered but is denied with 
respect to making any change in our decision. , 


Ch keds 
a rene 


(Acting) 
July 18, 1958 J -2 Mls 


Examiner-ih¢Chief 
Messrs. Curtis, (Acting) 
and Safford, 
530 5th Avenue, 
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Tripheftylmethane dyestuffs and a process 
of preparing them. 


The present invention relétes to triphenylmethane dyestuffs and 
& process of preyaring them. 

| US applications Nos. 234 665 and 270 102 for *Triphenyl- 
methane dyestuffs, filed June 30,1951 in the name of Gustav Schi- 
fér and February 5,1952 in the names of Gustav Schiifer and 
Perdinand Quint, respectively, relute to a process of preparing 
dyestuffe of the trirhenylzethane series, wherein a primary or 
secondary amine is reacted with a resorcinol-sulfophthalein of 
which the hydroxyl groups in pura-rositioni with res:ect to the 
central carbon atom hve Leen replaced by utoms or groups capable 
of being exchunged. The benzene nucleus carrying the sulfonic 
acid group muy contain substituents. However, there are disclosed 
only symmetricul dyestuffs into which the sume amino-compound hus 
heen introduced twice. 

Now we have found that usymmetrical triphenylmethane 

dyestuffs can be made by reucting at a raised temperature a 
compound of the general formula 


in which R, represents hydrogen or an aliphatic or cycloaliphatic 
radical, R represents an aromatic radical, and X represents an 
altom or group curable of being exchanged, and in which the ben-— 


at a 


BEST col 
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zene nucleus carrying the sulfonic group may contain substi- 
tuents, with a primary or secondary amine, and, if desired, 
sulfonating the condensation product 90 obtained. 


In tunis manner there are obtained compounds of the 


general formula 


in which R, and Ry each represent hydrogen or an eliphatic 
or oycloulirhutic radical, RB represents an aromatic radical, 
and Ry represents an acyclic, isocyclic or heterocylic radical, 


and in which the benzene nucleus carrying the sulfonic acid 


group may contain substituents, and the group 


S 


is different from the group ac? 
Ry 
R, and Ry dguntageously represent hydrogen or lower alkyl 
radicals, such as a methyl, ethyl, propyl, isopropyl, butyl 
or amyl group. R, may represent an aliphatic, hydroaromutic 
or aromatic radical. Products containing in 4*=position a 
halogen atom or an alkoxy or carboxylic acid or sulfonic acid 
group, ure of special importance. 
The sturting compounds of the formula 
given above can be made as described in US application No 
—(Cuse—Fw-61%) by replacing the hydroxyl groups in pura-zo 
tion with respect to the central carbon atom in a resorci 


sulfophulein by atoms en ROE capable of: being exchange 
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\for instance, alkoxy groups or halogen atoms, and reacting 


ithe resulting intcrmediute product unilaterally with an 


laromatic amine. Those compoules serving as intermediute 


products, which contain two halogen atoms in para-position 

\to the central curbon atom, can also be obtained by con- 
‘densing a benzene-2-sulfonic acid-l-curboxylic acid with 
|yeeorcinol in the presence of a phosphorus oxyhalide. 

\There are generully used in the present process those start= 
\4ng materiuls in which the exchangeable substituent X repre- 
sents chlorine. There muy, however, ulso be used comvounds in 
which X represents an alkoxy group, especially a methoxy group 

As starting materials forthe present process there 

may be used com; ounds obtuined by the unilateral condensation 
of, for exunple, 3.6-dichloro-9-phenylxanthhydrol-2*-sulfonic 
acid or 3.6-dichloro-9-phenylxanthhydrol-2*.4"=disulfonic acid 
or -4°%-curboxylic acid 2'-sulfonic acid or -4'-methoxy~2°- 

! sulfonic setewene procaceer won Sacane following uromutigq 
amino compounds: 

aniline, parusunisidine, paru-nitraniline, 2-nitro-4- 

| toluidine, para-aminoacetanilide, l-amino-2.6-dimethyl-benzen 
l-methylamino-2.5-dimethylbenzene, l-methylamino-2-methylven- 

| gene, l-anino~2-methyl-6-chlorobenzene, l-amino-2-tri-fluoro- 

i methylbenzene, l-umino-2-methyl-4-cyclohexylbenzene, l-methyl 
amino-2-methylbenzene, l-umino-4-methylbenzene, l-amino-4- 
ethoxybenzene, l-umino-2-methoxybenzene-5-sulfonic acid dieth: 
amide, pura-uninophenyl-s-oxyethyl-sulfone, 3-amino—4-methoxy 
phenyl-8-oxyethyl-sulfone, 4-amino-3. 5-dimethylrhenyl-8-oxy- 
ethyl-sulfone, 4-umino-3.2'-dimethyl-azobenzene, 3-amino-N- 
ethylcurbazole, 1-(4*-aminopheny])-3-methyl-5-pyrazolone,1- 


amino-2-hydroxy=-3-benzoic acid, a aaa ne 
-3- ! 
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sulfonic acid, 4-aminodiphenylamine-2-sulfonic acid, l-amino- 
benzene-3-sulfonio ucid, leamino-2ehydroxy-5-sulfo-3-bdenzoic 
acid. Furthermore, there may be used wany other primary or 
secondary uromatic amines, 

In the process of the inventicn the aforesaid intermedi- 
ate products ure condensed with a primury or secondary amine. 
4s primary and secondary amines there come into consideration 
compounds of the acyclic, isocyclic or heterocylic series. 
Aliphatic or aromatic umino-sulfonic acide or amino-carboxylic 
acids may, for exumple, ulso be used. By a suitable choice|of the 
comfonentsa it is eusily possible to obtain dyestuffsof which 
the solubility is sufficient for practical requirements. Purther- 


more, it is possible to use amines which contain hydroxyl and 


carboxyl groups in wale a es so that s she resulting product 


ave, Ucring os en 
can be after-treuted ety case fa tcee mee especially 


@ chromium sult. 
The process for making new dyestuffs is advantageously 
conducted in the preser.ce of a solvent or diluent, for exumple, 
water or a monohydric or polyhydric ulcohol. ‘The reaction is 
in most cases carried out at a temperuture ubove 100°C. , pre- 
ferubly ut 120 = 140°C. However, lower temperatures or, in case 
of amines reucting slowly, temperatures up to 200°C. muy be |used. 
Wnen the solubility of a dyestuff obtained by the 
present process is not sufficient for practical requirements, 
the dyestuff may be converted into a di- or tri-sulfonic acid 
by sulfonution. 
Owing to the nunerovs possibilities available in 
choosing one or other of the amine components, the new process 


-te 
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is capable of very wide variation. It provides valuable new 
dyestuffs huving good BEceetr eee: of fastness. 

The following Examples/illustrate the invention,/the 
es beinel by weient Sy acta etna eteteniniand the relation- 
ship of! parte by height to parts by volume being the same as 
thet of the kilogram to the liter: 

Example 1. 
| 409 parte of the intermediate product of the formula 


Cl 


are heated to 130°C., while stirring vigorously, with 7 parts 
of sodium l-amino-4-methoxybenzene-3-sulfonate in 30 purts by 
volume of glycol, and maintained at that temperature for 4 
hours. Even after 15 minutes a test portion is soluble in 
water to give & cleur violet solution. After cooling to 10°Ce,s 
150 purta by volume of sodium chloride solution of 15 per cent. 
strength are slowly added. The precipitated dyestuff is fil- 
tered off with suction. The filter cake having a bronze luster 
ie washed repeatedly with a sodium chloride solution of 10 
per cent. strength. After drying, 7.3 parts of a violet dye- 
stuff powder having a bronze luster are obtained, which dis- 
solves! in water with a reddieh blue coloration and dyes wool 
clear reddish blue tints which are fest to light. 

| Instend of sodium l-amino-4-methoxybenzene-3-sulfonate 


the sume quantity of sodium l1-amino-4-me thoxybenzene-2-sul- 


fonate may be used. 


a=5- 


165 


Plaintiffs’ Exhibit 4 


Pw 618 
Exampk 2. 
| 5.2 parte of the intermediate product of the formula 


cl 


are stirred with 30 parts by volume of glycol. Thereupon 

0-5 parts of culcined sodium curbonate are added, and the whole 
is slowly heated to 80°C. - 90°C.. At that tempersture a 
mixture of 5.3 purte of 4-aminodiphenyl::mine-2-sulfonic acid 


a 
and 1.06 farts of calcined sodium carbonte are introduced, and 


subsequently the whole is heated for 6 hours at 130°C.. after 
being heated for a further 5 hours, 0.5 part of sodium curbo- 
hute is added. After cooling to 100°C. , 150 parts by volume 

of a sodi:m chloride solution of 20 per cent. strength ure 
slowly added dropwise to the thinly liquid deep blue solution. 
The dyestuff, which sepurates easily in a resinous stute, is 
filtered off with suction and dried, after being washed with 
sodium chloride solution of 20 per cent, strength. 12.2 parts 

of an almost bluck powder are obtained. It yields un afterchromed 
navy blue dyeing which is very fast to laght and is distinguish- 
ed by excellent properties of wet eaatneast 

Example 3. 


5.3 parte of the intermediate product of the formula 


-6- 
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are stirred well with 30 parts by volume of glycol, and, after 
the addition of 10 parte by volume of 2.6<-dimethylaniline, the 


whole is heated for 4 1/2 hours at »40°C.. The condensation 


product crystallises in svall pale red crystuls. After being 
cooled to 30°C., the whole is diluted with 50 parte by volume 
of alcohol, filtered with suction, and the filter residue is 
washed with alcohol. The yield amounts to 6.5 purte of u pule 
red powder which is insoluble in water and sparingly soluble 
in alcohol. 

By sulfonation in monohydrate an easily soluble dye- 
otuff 4s obtained, which dyes wool clear bluieh red tints. 
Example 4. 


5-3 parts of the intermediate product named in Exumple 


ure heated at the boil under reflux with 4.8 parts of sodiun 

methylamino-ethane-sulfonute in 50 parts by volume of water. 

The dyestuff formed ie obtained in theoretical yield from the 

deep red solution by evaporation to dryness or by ealting out. 

'T¢ dyes wool very clear bright red tints. 

Example 5- 

5.8 parts of the intermediate product of the formula 
cl 
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are heated for 2 1/2 hours at 100 - 110°C. with 5.4 parte of 
sodium methylaminoeethane sulfonate in 30 partes by volume of 
glycol. The reaction proceeds rapidly in the course of which 
a homogenous deep dlue solution is formed. After cooling and 
stirring for several hours, the dyestuff sepurates in small 
jridescent crystals. After the slow addition of 50 parts of 
sodium chloride solution of 20 peréent. strength, the dyestuff 
de filtered off with suction, washed with sodium chloride solu- 
tion of 10 per cent. strength, and dried. The yield amounts to 
7.4 parts. The dyestuff dyes wool clear reddish blue tints. 


Example 6. 
3.9 parte of the intermediate product of the formula 


are heated fa 3 hours at 110 = 120°O. with 5.4 parte of l-amino- 
4-cyclohexylbenzene in 25 parte of glycol. The colored condens 
setion product crystallises from the solution after heating for 
a short time. The mixture is allowed to cool to 60°C., and ie 
then diluted with 40 parts by volume of methanol. The product 
4s filtered off with suction and washed on the filter with a 
little methanol. 4.55 purts of a brown powder huving a greenish 
bronze luster ure obtained. By sulfonation in cold monohydrate 
an easily soluble dyestuff is obtained, which dyes wool cleur 
bluish red tints thi.t are very fast to light. 
Exumple 7. 


5.8 parte of the intermediute product named in Exanple 


are stirred well with 30 parte by volume of glycol. Then @ 
d 
-8- 
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mixture of 4.7 parts of l-amino-2-hydroxy-5-sulfo-3-benzolc 
acid and 2.1 parts of calcined sodium curbonate are introduced 
at 80 - 90°C., and the whole ie heated for 5 hours at 150 - 
160°C., In the course of the last 2 hours 0.5 part of calcined 
sodium carbonute is added in portions. ‘The dyestuff formed is 


salted out at 60°C. - 70°C. with a saturated solution of s0- 


dium chloride and filtered off while hot. Por further purifi- 


cation the moist filter cuke is dissolved in 200 purts by volumeg 
of hot water and, after the addition of 20 parts of sodiun 
chloride, the dyestuff acid is precipitated with 10 purts by 
volume of concentrated hydrochloric acid. 9.7 parts of a violet 
blick powder having # slight bronze luster are obtained. The 
dvestuff dyes wool deep blue tints, which, when after-chromed, 
possess excellent properties of fastness. 
Example 8. 

5.2 parts of the intermedizte product of the fornula 


Cl 


are mixed well for 1/2 hours with 0.5 part of calcined sodium 
carbonate in 30 parte by volume of glycol. 6 parts of sodium 
Jeamino-2-hydroxy-5-sulfo-3-benzoate are added, and the whole is 
heated for 4 1/2 hours at 120 - 130°C., 0.5 part of calcined 
sodium carbon.te i» then added. <A test portion of the deep 
blue solution dissolves in water yielding a clear und blue solu- 
tion. The whole is allowed to cool to g80°C., and the dyestuff 
-9- 


BEST CO 


from the ori 


169 
Plaintiffs’ Exhibit 4 
Fe 618 

is precipitated by means of a saturated solution of sodium 
chloride. It is filtered off with suction and washed with a 
sodium chloride solution of 20 per cent. strength. The yield 
amounts to 10.15 parts of a powder having a slightly green 
bronze luster. The acid dyeing on wool can be after-chromed. 
There are obtuined nuvy blue tints Raving excellent properties 
of fustness. 
Example 9. 

2.5 purts of the intermediate product of the fanuls 


cl 


so. i) 
OgNa 3 


are stirred for 6 hours at 130°C. with 10 parte of l-amino-4- 
ethoxybenzene. In order to eliminate the excess of the base, 
the mixture is stirred with dilute hydrochloric acid, the re- 
maining dyestuff is tien dissolved with a little hot water and 
sodium carbonute, the solution ie then clarified und the dye- 
stuff is sulted out with sodium chloride. There are obtained 
3.5 pares of the dyestuff which dyes wool navy blue tints which 
ure/fust to tent. In order to improve the propertics of wet 
fastness, the ayesturt may be after-chromed. 


Example 10. 
20 parts of the xanthenium compound of the formula 


PY. AVAILABLE 
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are stirred for 5 hours at 130°C. with 40 parts of l-amino- 
2-hydrozybanzene-3-carboxylic acid and 5 parts of sodium care 
bonate in 150 parte of glycol. After diluting the mixture with 
water the dyeatuff acid is precipitated by acidification, filte 
ed off with suction, dissolved in water with the addition of 
sodium cartonute, and salted out. The dyestuff so obtuined dyesh 
wool navy blue tints which, when after-chromed, possess exeellent 


properties of fustness. 


Exanple It. j 
n 
| 44.2 parts of the xagthenium compound of the formula 


are heated for 5 hours at 120°C. with 10.5 purte of sodium l- 
amino-4-hydroxybenzene-3-sulfonute in 100 parts of diglycol. 
after diluting the mixture with water, the dyestuff acid is pre 
cipitated by acidification, filtered off with suction, dissolved 
in water with the edditiun of sodium acetate, and sxlted out. 
dyestuff so obtained dyes wool dark violet tints having excelle 
properties of fustness. 

| - Me xanthenium compound used in Example 11 is heated in 
A@iglycol with 10.25 parts of sodiur. leamino-4-methylbenzene-3- 
sulfonate; there is obtained by working as described in that 
Bxemple a violet dyestuff having very good properties of fastnes 


elie- 
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Example 13. 

14.2 parts of the xanthenium compound used in Example 11 
ure stirred for 5 hours at 120°C. with 11.5 parts of sodium l- 
umino-4-hydroxy-3-benzoate in 100 purty o1 aiglycol, and the re- 
action mixture is work’d up as described in that Example. A blue 
dyestuff is obtained which dyes wool and silk navy blue tints 
which, when after-chromed, are distinguished by excellent pro- 
perties of fastness. 


Example 14. 
8.6 partes of a xanthenium compound of the formula 


Cl 
505 v 


S038 


are stirred for 5 hours at 120°C. with 11.64 parte of sodium 
leamino-4-hydroxybenzene-3-sulfonate in 60 parts of diglycol. 
After diluting the mixture with water, the dyestuff acid is 
sulted out, filtered off with suctién, and dried. After weak 
sulfonution in monohydrate, a dyestu:f is obtdned which dyes 
wool and silk violet tints having very good properties of fast- 


ness. 


Example 15. 


15 parts of xanthenium compound of the formula 
H : 
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lare stirred for 5 hours with 15 parte of sodium l-amino-4- 
\nydroxyvenzene-3-sulfonate in 100 purts of diglycol, and the 
lpeaction mixture is worked up as described in Exumple 1. =A 
ldyestuff is obtained which dyes wool and silk reddish violet 
tints which ure distinguished by excellent properties of 
fustness. 


Exanple 16. 


15 parts of a zantheniun compound of the formula 


5 
N 


' are heated for 5 hours at 120°C. with 15 parte of l-amino-4- 
methylbenzene-3-sulfonic acid in 100 parts of diglycol. The 
| 4s obtained from the reaction solution by working up a8 des- 
cribed in Example 11, a dyestuff which dyes wool and silk red 
violet tints having excellent properties of fastness. 

Example 17. 


5 parts of the intermediute product of the formula 


HCO 


are heated slowly, while stirring vigorously, to 140°C. - 
150°C. with 10 parts of sodium l-aminobenzene-4-sulfonate in 
50 purts by volume of diglycol. Stirring is continued at that 
temperature for 2 hours. after cooling to 100°C., the melt is 
diluted with 200 parts by volume of wuter, and the mixture is 
filtrateda, at 70°C. - anc. after addition of 1 part 
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of sodium carbonutc. From the clear deep blue violet solution 
the dyestuff is salted out with 60 parts of sodium chloride, 
filtered off with suction, and washed with @ sodium chloride 
solution of 10 per cent. strength. After drying there are 
obtained 7.3 parts of a brown bronsy powder which dyes woo! 


and silk clear reddish blue tints having very good properties 


of wet fastness and excellent fastness to light. 


Example 18. 
5.2 purte of the intermediate product od the formula 


ORs e og 


are heated, while stirring well, with 10 parte of sodium le 
aminobenzene-4-sulfon_te in 30 parte by volume of diglycol for 
3 hours at 135 ~ 140°C. and for 1/2 hour at 140 = 145°C.. In 
the course of the last 1/2 hour there is added 0.5 part of 
sodium earbonate. The melt is dissolved in 300 parte by volume 
of water with the addition of 1 part of sodium carbonute and 
the dyestuff is selted out with sodium chloride. After drying, 
there are obtained 8.45 parts of a bronzy crystalline powder 
which dissolves in water with a reddish blue coloration and 
dyes wool and silk reddish blue tints having very good pro- 
perties of fastness. 

By using, instead of the above intermediate product, 
the derivative of N-methylacetanilide and otherwise working in 
the sume manner, ea dyestuff is obtained possessing the same 

Pn Y 
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Example 1 9. 
| 4.2 parte of the intermediate product of the formula 


cH i x 


are heated, while stirring vigorously, for 6 hours at 140°C. 
with 6 purts of sodium l-aminobenzene-4-sulfonate in 30 parts 
by volume of diglycol until a test portion dissolved in water 
yields a clear solution. after cooling to 100°C., there are 
added dropwise 100 parts by volume of @ sodium chloride solu- 
tion of 10 per cent. strength and at 70°C. 30 parte by volume 
of @ saturated sodium chloride solution. After filtering with 
suction, washing the filter residue with sodium chloride solu- 
tion und finally with a sodium chloride solution ef 2 1/2 per 
cent. strength, and drying, there is obtained a green bronzy 
dyestuff powder which dissolves eusily in water and dyes wool 
and silk violet tints havin; good properties of fustness. 
Example 20. 

| 4.6 parte of the intermediate product of the formula 


epee cs 


are stirred for 4 1/2 houre ut 130 - 140°O., with 6 parte of 
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sodium l-aminobenzene-4-sulfonste in 30 parts by volume of 
diglycol until a test portion dissolves easily in watcr. By 
adding dropwise at 50° = 60°C. @ sodium chloride solution of 
15 per cent. strength, the dyestuff is procipitated in small 
olive green crystuls. The yield amounts to 7.8 purts. Wool 
and silk are dyed violet tints having good properties of fastness. 

By using, instead of F entnoeereurroule acid, l-amino-2- 
or 3-sulfonicacid, dyestuffs having simil r dyving propertics 
are obtained. 


Example 21. 
4.9 parte of the intermedinte product of the formula 


are heated slowly to 125 - 130°C. in 30 parts by volume of 
diglycol with 4.8 purts of sodium methylumino-ethane-sulfonute. 
The reaction mixture is stirred for 1 hour at that temperature. 
The reaction proceeds rapidly. after a ehort time a test portion 
dissolves in water yielding a cleur bluish red solution. The 
melt is stirred into 300 purts by volume of a saturated sodiup 
chloride solution. After the addition of 1.5 parte by volume of 
concentrated sulrhuric acid, the dyestuff separutes as a brown 
red powder hiving a slightly bronze luster, which dyes wool and 
silk brilliunt red violet tints having very good properties of 
fustness. 

By using, instead of the ubove intermediate product derived 
from vicinal meta-xylidine, the corresponding intermediate pro- 
ducts derived from mesidine or l-methylamino-2.5-dimethyl-benzene, 
there ure obtained dyestuffs yielding similur brilliunt tints 

= 16 - 
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which are distinguished by the eume good properties of fastness. 


Example 22. 
| 5.7 parts of the intermediate product of the formula 


are heated for 1 hour at 110 - 120°C. with 3.2 parts of sodium 
methylamino-ethane-sulfon-te in 30 parts by volume of diglycol 


until a sample dissolves in water yielding a clear solution. th 


dyestuff crystallises in the form of green coarse crystuls 
having a bronze luster. After dilution with 10 parts by volume 
of alcohol, the prodict is filtered off with suction at 90°C. 
and washed with a little warm glycol and alcohol. 6.3 parts 
of an olive green bronzy crystulline powder are obtained which 
a@iesolves in water yielding a clear solution which is initially 
blue ahd later turns violet, and which dyes wool and silk navy 
blue tints huving very good properties of fustnesa. 
Example 23. 

5.7 parts of the intermediate product of the formula 
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are stirred for 4 hours at 130°C. - 140°C. with 10 parts by vol- 
une of vicinalmetu-xylidine and 30 parte by volume of diglycol 


until the melt has become homogenous and a test portion is sole 


uble in alcohol yielding a clear bluish red solution. While still 


warm the melt is stirred into 150 parts by volume of water und 
10 parts by volume of concentrated hydrochloric acid. In order 
to obtain a crystulline product the mixture ie kept for 2 hours 
at 60°C. - 70°C... after filtering the mixture with suction and 
washing the filter residue with water, a brown powder is obtain- 
ed which becomes soluble in water upon sulfonution in monohydrat 
at 40°C. = 50°C.. © parts of a brown powder are obteined which 
dyes wool and silk in red violet tinta huving good properties of 
faatness. 

If the substitution product of the above intermediate pro- 
duct containing 4 methoxy group in ortho-position with respect 
to the amino group is used as intermediate product, a dyestuff 
having similar properties is obtained. 

Example 24. 


5.6 parts of the condensation product of the formula 


are stirred for 4 hours at 150° = 160°C. with 10 parts by vol- 
ume of vicinal meta-xylidine in 20 parts by volume of glycol. 


The dyestuff separates in the form of coarse bronzy crystals. 


- 18 « 
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after cooling to about 80°C., 20 parts by volume of methanol 
are cautiously added dropwise and the mixture if filtered with 
suction. 5 - 6 parts of an olive green crystalline powder 
having ‘a marked bronzy luster are obtuined. After sulfonution 
a dyestuff is obtained which dyes wool and silk violet tints 
huving good properties of fastness. 
Brample 25+ 

5.1 parts of the intermediute product of the formule 


Sony 


are heated for 2 hours at 150°. with 10 parts by volume of 
vicinal meta-xylidine in 20 parts by volume of glycol during 


which ‘the dyestuff separates in the form df pale red crystals. 


After cooling, the mixture is ailuted with 40 parts by volume 
of alcohol and the product is filtered off with suction. 
After sulfonution the dyestuff dyes wool and silk pure red 
tints having good properties of fastness. 
Example 26- 

5.2 partes of the intermediute product named in Example 
24 are slowly heated to 150 - 140°C. with 7 parts of sodium 
J-amino-4-methoxy benzene-3-sulfonate in 30 parts by volume of 
Blycol, and the mixture is stirred for 5 hours. tO the 
last hour there is added 0.5 part of sodium carbonte. after 
cooling to 80° C., 50 parte by volume of a sodium chloride 
eolution of 20 per cent. strength are added dropwise, the cry- 
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stalline dyestuff is filtered off with suction, and washed 
with a sodium chloride solution of 10 per cent. strength until 
the washings, which are initially brown-red, become clear and 
huve a weak bluish red coloration. 

fhe yield amounts to 9.1 parts. The dyestuff dyes wool 
and silk reddish blue tints having good properties of fastness. 

By using the intermediate product used in Example 5 
and working as described in this Example 26, a dyeutuff is ob- 
tained which dyes wool und silk navy blue tints having excellent 
properties of fastncss. 


Example 27. 
4 purts of the intermediate product of the formula 


t) 
aos 


in 23 parts py volume of diglycol are heated to 110°C.. After 
the addition of 7.5 rurts by volume of diethylamine, the tenm- 
perature is raised to 130°C. in the course of 30 minutes and 
that temperature is maintained for 2 hours while stirring. 

™e deep violet melt ie stirred in dilute hydrochloric acid, 

and the precipitated d-;estuff is boiled with dilute hydrochloric 


acid in ordcr to remove the last traces of the base. 4.3 


parts of a bronzsy green crystalline powder are obteined, which, 
when sulfonited in monohydrate, dye wool and silk violet 
tints huving good properties of fuutness. 
Example 28. 

4 parts of the intermediate product of the formula 


- 20 - 
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are dissolved at 100°C. in 15 parte by volume of diglycol and, 
after the addition of 7.5 parte by volume of diisobutylamin , 
the whole is stirred for 3 hours at 120 = 125°C. The melt is 
boiled twice with dilute hydrochloric acid, the dyestuff assuning 
a@ resinous form. After pulverisation, a red brown powder having 
a brassy luster is obtained, which, after sulfonution, dyes: wool 
and silk ¢lear red violet tints huving good propertics of fast- 
ness. 
Exumple 29- 

| 4 parte of the intermediate product of the formule 


pets 
SS CCEE 


3 


in 15 parts by volume of aiglycol are heated to 130°C. and, 
after the addition of 7.5 parts by volume of n-butylamine, 

the mixture is stirred fa 3 hours at 135 - 140°C.. After 
stirring the violet red melt twice with dilute hydrochloric acid 
a brick red crystalline powder having a brasvy luster is ob- 


-21 <- 
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tained, which, after sulfonutivn, dyes wool and silk clear 
bluish red tints having very good properties of fantness. 


Example 30. 


| 2 parts of the intermediate product of the formula 


H.C fae 


es 


are treated for 6 hours at 160 °C. with 30 parts of l-amino- 


S05’ 


\2.6-dimethylbenzene. Subsequently the excess of the base is 

\extracted with dilute hydrochloric acid, the dyestuff obtained is 
idried, and converted by suifonation in sulfuric acid into a form 
The dyeatuff dyes wool bluish red tints. 


easily soluble in wat.r. 


Exumple 31 ° 


3.5 purts of the intermediate product of the formula 


one 2 
! J 


are melted at 150°C. with an excess of N-butyl-aniline. The 
melt is stirred with hydrochloric acid, and the dyestuff is 
sulfonated in known manner until it is soluble in sodium ucetate 
solution with the aid of heat. It dyes wool red violet tints. 


182 
Plaintiffs’ Exhibit 4 


Exam pl e e 


3 parte of the intermediate product of the formula 
Cc YY 
Aes 


O 


are stirred for 5 hours at 120°C. with 20 parts of l-amino- 


S0;° 


4-ethoxybenzene. 3.5 purts of a dlue violet dyestuff are ob- 
tained, which can easily be sulfonated. 


Example _33- 


3 parte of the intenmediute product of the formula 


ie a 
x 


are treated for 6 hours ut 130°C. in 30 parte by volume of 


glycol with 5 parts of sodium l-aminobenzene-2-sulfonete. The 
mixture is diluted with sodium chloride solution, filtered, thi 
filter residue is dissolved in ailute sodium carbonate solution 


and the dyestuff is precipitated with sodium chloride. It dyes 
wool red violet tints. 
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Exenple 34 


5 parts of tho intermediate product of the formla 


‘are treated 2t 150°. with 30 parts of 1-amino-4<-etioxy= 
benzene, When, arter 4 = 5 hours, the exchange of the 
‘halogen-atom is terminated, the cxcess of the basco is re= 
imoved with dilute mineral acid aud the dyeswutr is pariticd © 


‘by reerystallisation, It dyes wool reduiuh blue tints. 


Example 35 

> parts of the intcrnediate product ee in 

i sxample’27 are stirred in 16 parts by volume e: diglycol 
‘wit: > parts by volume of 2.4,6-trimethylhexahy ds vaniline 
Yor 2 — 5 hours at 140°C... After 1 hour: the dyveiurs ‘Cayo 

' gtallises from‘liic dak violet melt in ‘tie Loim of small 

|| screen iridescent needles. by boiling with wilute tydio- 

| enloric ncid tne dyestufs ia freed rrom tue excess os tite 
emine, and is tnen sulivnated in sulsuric acid rmonohydsatoe 


A dask violct powdes is ootained wiieh dyeo wool nd silk 


reduish violet tints having good Taseniss propertico. 


COPY. AVAILABLE 


original bound volume 
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Example 30 

| 4 parts of the intermediate product of Exompic 

28 are heated at 185 = 190°C. with 15 parto by volume of 
diglycol ond 3 parts by volume of. N-cyclohexyl-aniline 
yor 2 + 3 hours. The melt is workea wp in xnown manner 
and a Sed violet dyesturr is obtained wich, efter aulro= 
nation, ayes wool und silk reddish violet vinis having 
very _goou properties ox Laslness. vy using, instead o- 
N-cycLlohexylaniline, 162e3e4-vtctrahydromt-nayitsylunine, 
a ayesiure is obtained which dyes wool and silk. violet 


tints naving good properties of fastnesse 


4.15 ports of the intermediate prouuct mentioned 
in Exampls 20-are heated for 2 hours ab sy = 220°C. with 
5 parts by volume of N-oyclohexyl-ortno-toluidine in 15 
parts by vulume of aiglycol. rhe violet dyceturr is boiled 
with ailute hydroculorie acid, und after sulfountion in 
gilfuric ucid monohydrate, dyes wool und silk clear bluish 


red tinis naving very good proyortivo of Lasincesos. 


Bxaiole 3 


Zoi parts of the intcrmeaiate product or Example 
28 are nvated vor 1 1/2/uoure at 170°C. = 180°C. in 7 parte 


by volume of diglycol with 2.5. yparta by volume of cyclo=— 
hoxylamine with ti.¢ aduition. of 0.01 part by volume of 
perchloric acid of ‘70 per cont, slrongth. #he dyceturr 
lobtained from the vluish red neli is frved from tLe oxcess 

‘or the amine oy means of dilute hydrochloric ucid. A brilliant 


red powier is obtained which, qzter sullonation, dyes wool 
-25- 
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rw Ole 


and silk sed tints naving good properties of fasiness. 


—~-. 
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Wo, claim: 


1) Triphenylnethone ‘dyesturfs of the general so.mila 


2 a 


- 


of ‘hy a oscn ana lower alkyl, > means ay Ohatic radicris 
Ry stands ror a nenber_y Oigrouyp consisting OL atipratlcs 


hyd: oaromptte~ind aromatic radicals and Re BtuidS 102 2 bea 


the carboxyl end tie oulconic Wk yadical, and whercin 


°- 1 is dirrerent fron =! *5 ® 


Ro iy 


oad dyestele con Kanag @F nF one ~ vy Vy ry 


2) #riphenylmothane dyeaiufrs of tie general youmula 


<" 
+h, 


ity 
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) ‘he compound of tie formula 


Pepeerace 


4) Whe compound of the formula 


5) fhe compound of the Lormbula 


80.H 


so3° 


- sj 'AILABLE 
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7) @:e compound of tie formula 


CH.Cu oll? 
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ad 
a DEPARTMENT*wf COMMERCE 


| Ws commmameen a” varene 
PeAGAEEENT ES EB, OOo UNITED STATES PATENT OFFICE 


B Behrens:cln 
Richardson, David and Nordon 
60 John Street 
New York 38, N. Yo 
De 0 
L J | FoR TPHENYLMETHANE 


Please find below a communication from the DYESTUFFS AND A PROCES 
EXAMINER in charge oJ this application. OF PREPARING THEM 


ut bir = 


Commelsstonsy of Patemis. 


This application has been examined. 
Art cited: 
Sandmeyer 39299 Dec. 15, 1896 260/336 


57 
Emmerich 1,006, 73 Oct. 2h, 1911 260/336 
Orndorff et al, J. Am. Chem. Soc., Vol. 46, pp. 1896, 1898 and 


100 ee) 


Claims 1-7 appear in this application, 
(2) Claims 1-7 are rejected as being unpatentable over 
Orndorff et al especially in combination with Sandmeyer or 
Emmerich. It is not apparent that the compounds claimed have 
properties which would patentably distinguish them from the 
diyaniline derivative of Orndorff et al. No invention is seen, 
further, in using a lower alkyl amino substituent as in Emmerich 
or Sandmeyer and an aniline substituent as in Orndorff et al. 
(3) Claims 1 and 2 are rejected as failing to properly 
define the invention. These claims are unduly broad and of in- 


determinate scope because of the terms “aromatic”, “aliphatic”, 


and “hydroaromatic". These terms cover radicals so substituted 
or of such a nature that the properties and utilities of the 
compounds described are not predictable from the disclosure. 
(4) Claims 1-7 stand rejected. 


aiB 
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DIVISION 6 


IN THE UNITED STATES PATENT OPPICE 


In re application of: 
HERBERT SESTIAN et al. 
Serial No. 328,832 
Piled = December 30, 1952 Division 6 
For -« TRIPHENYLMETHANE DYESTUFFS 
AND A PROCESS OF PREPARING 


Hone Commissioner of Patents 
Washington 25, De Ce 
Sir; 
In response to Official letter of December 1, 1953, 
‘ please amend the above-identified application as follows: 


In the specification: 
Page a line 1 trom the bottom, correct the spelling 


of "advantageously"; line a from the bottom, after "No* 


j | dnsert -4 27668, filed December 23, 1952 in the names of 


1 


i 


| Herbert Bestian, Gustav Schafer and Ferdinand Quint, for 
*xanthenium compounds and a process of preparing them"; 
line ¥ trom the bottom, cancel "(Case Pw 617)". 
Page 3, line 17, before “or” cancel "with"; same line, 
after "acid",(second occurrence) insert --with--. 
Page h line 15 cancel “an agent ylelding metal” and 
substitute --a metallizing agent--e 
Page 9, line ik, correct the spelling of "possess". 
page 117 line 10, correct the spelling of *xantheniua"; 
penultimate line, change the "4" (comma) to -- 3 <= 
(semicolon); last line, after “fastness” insert a period (e)e 


BEST COP 
from the orig 
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BESTIAN et al - = U.SeAppl{ ion Ser.No.328,832 - = 2. 


Page 4, please correct the last formula to read 


as follows: 


# 
| 
Oy 
/ 
HO-CH2=CH 2-028 A 
3 


, Page WS, line a correct the spelling of "homogeneous"; 
Example ans line % chahge "off" to ~-of—~« 

Page 19, third line from setts correct the spelling 
of “carbonate”, 
In the claims: 

/Cleim 17 cancel lines eo. S acter: the feranla\ end 
insert instead: -jwherein Ry and Ry stend for members” 
selected from the group consisting of hydrogen and lower 
alkyl, Ro stands for a member selected from the group 
consisting of phenyl end sudgsituted phenyl, Rj, stands 
for a member selected from the group consisting of phenyl, 
substituted phenyl, tetrahydronaphthyl, cyclohexyl, methyle 
eyclohexyl and lower alkyl, and Rc stands for a member 

_ selected from the group consisting of hydrogen, chlorine, 
the mothoxys -<- _ ; 

V Claim 2; cancel the eo after the formule and insert 
Arras SIE Ro and Ry stand for asubatituted phenyl 
radicais, Ro being different” ccateiStens the sulfonation 
products of the said dyostuffs.-< | 

| RE MARES 
The specification has been reviewed extensively and 


a few minor editorial amendments have been made. 

In addition, the claims have been amended so that the 
rejection of claims 1 and 2 as being unduly broad and of 
indeterminate scope because of the terms “aromatic”, 
“eliphatic" and "htdroaromatic” 1s no longer applicables 

36 


“3 eee — —— 
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The term “aromatic” has been replaced by phenyl and 
lsubstitated phenyl, "aliphetio" by lower alkyl and 
"hydroaromatic” by cyolohexyl, methylecyolohexyl and 
‘tetrahydronaphthyl. The term “substituted phenyl” in 
lclaims 1 and 2 is fully supported by the disclosure in 
ithe last paragraph on page 3 and the Examples of the 
\present application. In this regard, the Examiner's 
lattention is respectfully directed to the Examples 
wherein numerous substituted phenyls are specifically 
\eited, such aa phenyl substituted by one or more methyl, 
‘methoxy, ethoxy, nitro, trifluoromethyl, hydroxyl, 
\earboxyl, sulfonic acid, cyclohexyl, phenoxy, phenylamino, 
‘phenylazo, acetylamino, diethylaminosulfonyl, oxethyl- 
|gulfone groups and chlorine atoms. Applicants wish to 
point out that any type of substituent may be presente 
|All these compounds are suitable in the present inventions 
l fhe Examiner further rejects claims 1 to 7 as being 
‘ anpatentable over Orndorff et al. especially in the 
combination with the patents to Sandmeyer or Emmerich. 
None of the references is believed to anticipate the 
present invention or meet the terms of the claimed com 
pounds which are clearly distinguished from the dyestuffs 
described by Sandmeyer or Emmerich. The reference 
compounds are triphenylmethane dyestuffs with an S03*-group 
| in orthoeposition to the central carbon atom and 
Gialkylamino or monoalkylamino groups in m-position to 
the oxygen bridgee The dianiline derivative of sulfone- 
| fluorescein described by Orndorff 1s a symmetrical 
dyestuff into which the same amino compound has been 
introduced twicee Moreover, the new asymmetrical trie 
phenylmethane dyestuffs cannot be prepared by the process 
disclosed by Orndorffe 
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The novel dyestuffs exhibit a better fastness to 
light than the dyestuffs disclosed by Sandmeyer, Exmerich 
or Orndorff. Wo one skilled in the art could foresee 
that the reaction of the particular asymmetrical tri- 
phenylmethane dyestuffs forming the subject of the 
present invention would lead to dyeings which with 
regard to their fastness to light are superior to the 
dyestuffs disslosed in the cited references. This is an 
unexpected result which could not be derived from the 
prior arte 

Should the Examiner so desire, applicants are prepared 
to substantiate the better fastness to light of the new 
‘dyestuffs by filing an affidavit and samples of dyed 
materials. 

It 1s submitted that the present invention is novel 
and useful and represents a definite advance in the art. 
The claims in their present form are believed to clearly 
and definitely present the inventions. 

Accordingly, favorable action on olaims 1 to 7 is 
delieved warranted and such action is earnestly solicited. 

Respectfully submitted, 
HERPERT BESTIAN et al. 
By RICHARDSON, DAVID & NORDON 


Their Attorneys 
GEE Cpa 
; rey 


New York 38 Ne Yeo 
May 26, 195% 
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Richardson, Yevid & Nordon 
60 John | t 
New York 38, New York 
| , 
t | For TRIPHENY 
Passel gutbskivlormenenizacion'f DYESTUFFS AND A 18 
a ER OT CESS OF Fhe} ARING 


Ket li es 


Res;onsive to amendment filed May 27, 1954. 
Additional art cited: 


Kyrides 1,981,516 Nov. 20, 
Eckert et al.' 2,153,059 pre hy 
Monnet July 2, 

(British) 1 
Schaefer 


Se te 1 
(German) ely 


peal 
3 pases) 
Orndorff JACS Vol. 50 pe. 75762 (1928) 


‘All the claims are rejected as being fully met by 
Schaefer, newly cited, who discloses the claimed compounds. 

| Claims 1 and 2 are rejected as unpatentable over 
Monnet. who discloses sulfo-rhodamines which may contain sub- 
stituted amino groups. The roference compound, useful as dye- 
stuff, fairly suggests the claimed com,ounds. 

Cleims 1 and 2 are rejected as unpatentable over 
Kyrides or Eckert in view of Orndorff, newly cited. Kyrides 
and Eckert disclose asymmetprical rhodamine dyes. Orndorff 
shows the equivalency of fluorescein and sulfonefluorescein 
grbups. de is not considered invention to substitute the equi- 
valent sulfone radical for the carboxy radical of Kyrides o: 
Eckert to produce compounds having the same utility. 


Claims 1 and 2 are rejected as unyatentable over 
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Orndorff et al. in view of Sandmeyer or Emmerich, references 
of record. In the absence of a showing of unusual }roperties, 
no invention is seen in the claimed asymmetrical amino com 
rounds over the symmetricol amino compounds (having the same 
utility) disclosed:in the cited art. The compounds are so 
closely related that it would be obvious they would ,oseess the 
game properties. ; 

Claims 1 and 2 are rejected as pbing too broad in 
the terms "substituted phenyl" which include a wide variety 
of substitutents. There is no showing that steroidal, 
alkalotdal, heterocyclic or polycyclics such as jhenanthrene 
are suitable for the intended jur) oce. 

No generic cleim having been. allowed, applicants 
are required to elect a single disclosed species to which 
their claims shall be restricted in the event no generic claim 
is finally held allowable. 

Claim 3 
Claim 4 
Claim 5 
Claim 6 
Clain 7 

Applicants are advised that their res,onse to be 
complete under Rules 143 and 111 must include, in addition to 
a reszyonse to the rejection, an identification of the disclosed 
syecies that they elect consonant with the requirement, and a 
listing of all claims restricted or generic thereto. An argu- 


ment that the generic claims are allowable, or that all clains 


are generic or amended to be generic, unless accompanied by an 


election is non-res;onsive. 


ake EXMerke/1n, 40 
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Richardson, Yavid & Nordon 
80 John Street 
New York 38, New York 


Ter TRIPH ETT: 

DYESTUFFS AND A 1 RO- 

CESS OF FRE} ARING 
a 


Responsive to amendment filed May 27, 195k. 
Additional art cited: 
Kyrides 1,981,516 Nov. 20 260-3 36XK 
Eckert et al.’ 2,153,059 Apr. bby 39 260~336XE 


Monnet 0 July 2, 
(British) 1 (5 pares) 
Schaefer 848,231 Sept. 1, 


(German) 3 pages) 
Orndorff JACS Vol. 50 ps. 7591762 (1928): 


Al) the claims are rejected as being fully met by 
Schaefer, newly cited, who discloses the claimed compounds. 

Claims 1 and 2 are rejected as unpatentable over 
Monnet who discloses sulfo-rhodamines which may contain sub- 
stituted amino groups. The roference compound , useful as dye- 
stuff, fairly suggests the claimed com, ounds. 

Cleims 1 and 2 are rejected as unpatentable over 
Kyrides or Eckert in view of Orndorff, newly cited. Kyrides 
and bekert disclose asymmetprical rhodamine dyes. Orndorff 
shows the equivalency of fluorescein and sulfonefluorescein 
groups. t¢ is not considered invention to substitute the equie 
valent sulfone radical for the carboxy radical of Kyrides o> 
Eckert to produce compounds having the same utility. 


Claims 1 and 2 are rejected as unyatentable over 
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Orndorff et al. in view of Sandmeyer or Emmerich, references 
of record. In the absence of a showing of unusual ;roperties, 
no invention is seen in the claimed asymmetrical amino com 
pounds over the symmetrico] amino comounds (having the same 
utility) disclosed: in the cited art. The compounds are so 
closely related that it would be obvious they would ;oseess the 
same properties. : 

Claims 1 and 2 are rejected as vbing too broad in 
the terms "substituted phenyl" which include a wide variety 
of substitutents. There is no showing that steroidal, 
alkalotdal, heterocyclic or polycyclics such as jhenanthrene 
are suitable for the intended yur) oce. 

No generic claim having been. allowed, applicants 
are required to elect a single disclosed species to which 
their claims shall be restricted in the event no generic claim 
ie finally held allowable. 

Claim 3 
Clain 4 
Claim 5 
Claim 6 
Claim 7 

Applicants are advised that their res,onse to be 
complete under Rules 143 and 111 must include, in addition to 
a resz;onse to the rejection, an identification of the disclosed 
syecies that they elect consonant with the requirement, and a 
listing of all claims restricted or generic thereto. An argue 
ment that the generic clains are allowable, or that all clains 


are generic or amended to be generic, unless accompanied by an 


election is non-res,onsive. 


ahve EXMerker/1n, HO 
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DIVISION 6 


IN THE UNITED TSTAES PATENT OFFICE 


In ve application of 

HERBERT BESTIAN et al 

Ser. No. 328,858 

Piled: December SO, 1952 Div¢ 6 


Fors TRIPHENYLMETHANE DYESTUFYS 
AND A PROCESS OF PREPARING } 


Hon. Commissioner of Patents 


Washington, D.C. 


Sirs 

Responsive to the Office Action of August 
25, 1955, please amend the above-identified appli- 
cation as follows: 

In the Claiuss 

Claim 1, lines 1 to § following the strac- 
tural formula, cancel the substitution made by the 
amendment of May 27, 1954, and substitute therefor 
the following: 


co wherein R, and R, stent for menbers selected frou 
the group consisting of hydrogen and lower alkyl, 
Re stands for a member selected from the group cone 
sisting of radicals of the benzene series, Keethyl- 
cerdazole and lephenyl-S-aethyl-5-pyrazolones, R 4 


atends for a wenber selected from the group con- 

sisting of radicals of the bensene series, tetra- 
hydronaphthyl, cyclohexyl, methyl-cyclohexyl and 

lower alkyl, and Ry stends for a member selected 

from the group consisting of hydrogen, chlorine, 

the methoxy, -- « 
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/Claim 2, line { ronowing the structural formule 
eancel~the substitution made by the amendment of Mey 
___ 27, 1064, and subst wit te therefor the followings 
age wherein Ry and R, stand for icals of the bensene 
series, Ro “being different from Ry 4 the sulfonation 


pecauors se the ‘sata es eeroce oo Ne 
at Please place or record in this applic tion ‘the 


enclosed affidavit of Albert Schaeffer dated Pebruary 
15, 1956, with samples attached, 


REMARKS 
The Examiner's remarks have received eareful 


consideration and claims 1 and 2 have been amended in 
@ manner believed to overcome the rejections on 
breadth. Moreover, the claims are adequately supported 
by the disclosure at page S and in the numerous examples. 

Reconsideration is respectfully requested of 
the rejection of all the claims as being fully met by 
German patent 848,251 to Scheefer. The triphenylmethan: 
dyestuffs of the German patent are symmetrical dyestuffs, 
as is evident from forma II on page 1, wherein the 
two X's are halogen atoms, and from formula III, wherein 
Ry and Rp are the same Fedicals. Contrary thereto, the 
dyestuffs of the present invention are atyume tr ical 
xenthenium dyestuffs, in which z Pris | is different 

N\ 
Ro 
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 Bestian et al <U.S.Pat.appln.Ser 40.528, 8S2~ 


fhe German patent corresponds to U.S. application Wo. 
| 234,665 which has been acknowledged on page 1 of the 
present application. The German patent issued on Sepe 
i tember 1, 1952, whereas the present application which 
| was filed in the United States on December SO, 1952, 
claims the priority of the corresponding German appli- 
cation F 8044 Ivd/22b filed December 51, 1951. In view 
of the dissimilerities in the compounds the German 
patent is believed overcome, but 4f desired by the 
Pxaminer a certified copy and sworn translation of 
the German application will be filed in accordance 
with Rule 55. 

With respect to the rejection of claims 1 and 2 
as unpatentable over Kyrides or Eckert in view of 
Orndorff, newly olted, Kyrides discloses sycme tr ical 
and asymmletrical xanthenium dyestuffs the amino groups 
of which are substituted by aliphatio radicals, the 
so-called rhodamines, whereas the present L{nvention 
relates to asyametrical xenthenium dyestuffs at least 
one amino group of which is substituted by an aromatte 
radical. Furthermore, the patents to Kyrides end 
Eckert disclose asyumetrical flucrescein dyestuffs, 
whereas this invention relates to asymmetrical sulfone: 
fluorescein dyestuffs. according to the Examiner 's 
opinion Gibbs (cited by the Examiner as Orndorff, JeAte 
Chem.Soc. 50, pages 1755-1762 (1928) shows the equivae 


lenoy of fluorescein and sulfonefiluorescein groups. 


BEST COPY 
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However, the Examiner's attention is respectfully di- 

reeted to page 1757 of the sited article, where it 

ie stated that 
"the absorption of these two compounds, sulfone~ 
fluorescein and Qibromosulfoneflucrescein, hove 
ever, shows no evident relation to that of 


either riuorescein or Tesorcinolbengein. In the 
present case, the two visible bands of sulfone- 


fluorescein are only slightly reminiscent of the 
two in neutral dtacvescatne”™ 4 esr 

In the same article it is shown thet the absorption 
of flucrescein becomes identical with that of sulfone- 
fluorescein, when hydrogen chloride is aided to the ale 
eobolic solution of flucrescein. Prom this finding an 
equivalency of fluorescein and sulfonefluorescein cannot 
be derived, since with regard to the lerge excess of 
1 mole: 960 moles HCl not fluorescein {tself, but its 
hydrochloride is measured. According to the statements 
of Gibbs et al the sulfoneflucrescein exists as an inner 
carbonium salt, whereas fluorescein is present as free 
acid in the comparable neutral alcoholic solution. On 
page 1757 of the artiole it is stated that 

®sulfonefluorescein must, therefore, be regarded 

as an inner carbonium salt, similar in structure 


to fluorescein hydrochloride, while fluorescein 
probably exists as the free acid." 


In peregraph 2 of the Summary on page 1762 it is 
further stated that 


"a comparison of the absorption speotrum of sul- 
fonefluorescein in neutral alcoholic solution 
with that of fluorescein in neutral and acid 
solution has led to the suggestion that sulfone- 
fluorescein has an inner salt structure”. 


“AVAILABLE 
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The difference between fluorescein and sulfone- 
fluorescein which also applies to the diacetates and 
Gichiorides is a difference in principle which becomes 
evident not only in the absorption but also in the 
tinctorial properties of the two dyestuff groups and 
the extremely different reactivity. Thus, for instance, 
the two halogen atoms of fluorescein dichloride can be 
exchanged for aromatic amine radicals only in the pre- 
sence of zinc chloride at ea temperature of about 
180°C. Contrary thereto, in the sulfoneflucrescein 
dichloride one halogen atom is already exchanged at 
room temperature without any condensing agent and the 
second halogen atom is exchanged at temperatures of 
about 100 - 120°C. ‘The Exeminer is, therefore, re- 
quested to withdraw this art. 

The British patent also fails to disclose 
asymmetrical phenyl amino dyestuffs falling within 
the purview of the instant claims. 

In order to overcome the rejection of claims 
2 and 2 as unpatentable over Orndorff et al in view 
of Sandmeyer or Emmerich, references of record, there 
is aubmitted herewith an affidavit with samples of 
dyed material. It is evident from these samples that 
the novel dyestuffs of the present invention (Samples 
4 and 5) have an essentially better fastness to Light 
than the dyestuffs disclosed in the cited references 
(Samples 1 to 5). The Examiner has himself noted that 
because of the chemical similarity one skilled in the 
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art would expect the price art compounds to exhibit 
the same properties as those of the claimed compounds. 
The marked difference in light fastness therefore 
represents an unobvious advance over the prior art. 
In compliance with the requirement for electe 
tion of species, applicants elect the species of 
Claim 7 to which claims 1 and 2 are generic. In 
view of the remoteness of the prior art as pointed 
out hereinabove, however, favorable action on the 
merits of all the claims is believed in order and 
early notice to that effect is earnestly solicited. 
Respectfully submitted 


New York S8, N.Y. HERBERT BESTIAN et al 
February 25, 1956. By 


ett eee DAVID & NORDON 
Their Attorneys 


attorney 


AVAILABLE 
| 


| bound volume 
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PAPER NO _:; 
FEB 29 1956 


DIVISION 6 


IN THE UNITED STATES PATEWT OFFICE 


In re application of 

HERBERT FESTIAN et al 

Ser. No. $28,852 

Filed: Decesber SO, 1962 

Fors ®RIPHENYLYE THANE DYESTUFFS 
ae PROCESS OF PREPARIM 


Hon. Commissioner of Patents 
Washington, DCe 


Sir: 
Please place the enclosed affidavit of 
record in the above-identified application. 
Respectfully subaitted 


HERBERT BESTIAN et al 
By 


RICHARDSON, DAVID & WORDOW 
THEIR ATTORNEYS 
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PAPER NO.___. 
FEB 29 1956 
OWISION 6 


APPIDAVIT 


a 


Albert Schacffer, being duly sworn, deposes 
and says 3 

that he is u resident of Hofheim/Taunus,: Federal 
Republic of Germany}; 

that he is a citizen of the Federal Republic of Germuny; 
that he is a chemist having graduated ut the Technische 
Hochschule stuttzart (Institute of Technology Stuttart), 
Federal Reputlic of Germany; 

that he is acquainted with the subject matter of 

U.S. Patent Application Serial No. 528,832, filed 
December 30, 1952 by Herbert Bestian, Gustav Schiifer 
and Ferdinund Quint, for "“Triphenylmethane dyestuffs and 
a process of preparing them"; 

that ne is qualified by his knowledge of chemistry 

and especially of dycing. processes and by his 33 yeurs‘ 
experience in the field to form a definite opinion 

on this matter; that he has wade the following samples 


and observations, to wit 3 


Affiant has prepared the attached comparative dyeings 
with the following dyestuffs : 


PY AVAILABLE 


ginal bound volume 


204. 
Plaintiffs’ Exhibit 4 


Sample 1: dyestuff of the formula: 


(U.3. Patent No. 573,299) 


Sample 2: dyestuff of the formulas 


f24s 


aeons 
CoH 
Cc: <a? 
SO," 


50,Na 
(U.S. Patent No. 1,006,758) 


Sample 3: dyestuff of the formulas 


eee 


page 1906 (1924) ) 


(orndorff et al, J.Am.Chem.Soc., Vol.46, 
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Sample 43: dyestuff of the formula: 


H Hq 
| { 
Cr Ce or ck 
Na0,3 c 0c.H,. 
3 7 ais 
50." 


(U.3. Patent Application Serial No. 328,832, Cluim 6) 


Sample 5: dyestuff of the formula: 
H 
| 


H 
| 
0. 
OP OOOr Cec 
. —50:5 u 


Na0,5 


(U.S. Patent Application Serial No. 328,832, Claim 7) 


The dyeings were produced in the following manner 3 


The dye-bath wus prepared with 10 per cent of calcined sodium 
sulfate, 5 per cent of acetic acid of 30 per cent strength 
and the well dissolved dyestuff in the ratio of goods to 
liquor 1 3; 50. 


It was considered that the dyestuffs are not obtained 
in the same concentration in the manufacturing process, 


but contain always varying amounts of sodium sulfate and 


Y AVAILABLE 


: ound volume 
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‘the like. It is, therefore, not possible tooperate with 


the same cepaia Se (calculated on the weight of the 


goods to be dyed), but care must be taken that the 
dyeings have the saze depth of shade. The dyeinss were, 
therefore, prepared with such quantities of dyestuff as 


‘produced the same depth of shade. 


The dye-bath was then heated to about 40°C and the wool 
flannel to be dyed was introduced. The bath was gradually} 
brought to the boil and the materiul was dyed at the voilf 
for 1/2 hour. After the addition of 2 ;er cent of sulfurif 
acid of 96 per cent strength, the material was dyed at 
the boil for a further 1/2 hour, then rinsed and dried. 


The dyeings were then exposed to daylight. 


It is evident from the Samples on the Chart thut the 

dyestuffs forming the subject of U.S. Patent Application 
Serial No. 328,832 (Samples 4 and 5) have an essentially 
better fastness to light than the dyestuffs disclosed in 


the cited references (Samples 1 to 3). 


sgde Albert Schaeffer 
SWORN to and subscribed before xe this 15th duy of 


pevruar 1956 e A « 
| Mlscow WA 
(Dr. Walter Beil) 
NOTARY PUBLIC 


Nr.98 der Urkundenrolle fiir 
1056 


RISESN cut by RAPUSORIPT BRANCH 
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dyeing 
Sample 1 
Sample 2 


Sample 3 


Sample 4 
Sample 5 
U.S. application 


Serial No. 328,832 - Fw. 618 
Herbert Bestian et af. — 


Y AVAILABLE 


jinal bound volume 
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i em ea DEPARTMEIL gw COMMERCE 
wneymeten UNITED STATES PATENT OFFICE 
Wasinaron 


5 . 
Richardson, David & Nordon Herbert Bestian et al. 
80 John Street ‘Ser. New 

New York 38, New York 28 832 


L _ [Fer TRIPHENYLMETHANE 


DYESTUFFS AND A PRO= 
Please find below « communication from the 
EXAMINER in haste of this application. vere OP PREPARING 


Kot Cloitor, 


Cenemialona of Patonte. 


| Besponsive to amendment filed February 24, 1956 
and letter filed February 27, 1956 respectively. 


| Claim 1 is again rejected as unpatentable over 


Schaefer, reference of recom, who discloses the homologous 
compounds when ~ A. om 
Ww 


ofs are ay ged and yh 
a Va. S 
wherein Ro and By are of the Meeteteottees i hy 
Tne Schaefer patent is a proper reference since it 
issued prior to the filing date of the instant application, 
In order to determine whether applicants are entitled to 
the denefit of their foreign filing date, a certified copy 
ané translation of the foreign application is required. 
Claims 1 and 2 are again rejected as unpatentable 
over Ormdorff et al in view of Sandmeyer or Eamerioch. 
Ornéorff et al shows the dianilino derivative. Enserich 
shows the asymmetrical alkyl amino and dialkylamino compounts, 
Emerich specifically states that the asymmetrical dyestuffs 
possess | improved properties with regard to solubility than 
the symmetrical substituted compounds. The claimed asymmetric 
cal compounds are so siuilar to the syametrical compounds 
that iti would be clear they would possess similar properties, 
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Serial Wo, 328,832 o2- 


The affidavit which purports to establish patent- 
ability by overcoming the cited references fails to present 
any significant or outstanding differences in the properties 
of the several compounds, Each of the samples show differences 
in shade. ‘The differences are merely a aatter of degree and 
not of kind. ‘The olaimed dyestuffs do not show such unexz- 
pected or unusual differences with regard to fastness to 
light as to predicate patentability. 

Claim 7 appears allowable as at present advised, 

Claims 3 to 6 are withdrawn fros further considera- 
tion under Rule 142(b) as drawn to the non-eleated subject 
matter. 

Since a definite issue has been reached, this 
action is made FINAL, 


wa. EXMNerker/inbd 


ry AVAILABLE 


inal bound volume ; 
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ei 


IN THE UNITED STATES PATENT OFFICE 
Uc- 


In re Application of 
HERBERT BESTIAN et al 
Ser. No. S2C,852 

Pileds Decerber 50, 1952 


Fors TRIPHEMYLMETHANE DYESTUFFS 
AND A PROCESS OF PREPARING THEM 


Pat. Div. 6 


Hon. Commissioner of Patents, 
Washington 25, Delo 
Sirs 
Responsive to the office Action of March 20, 1956, 
please amend the above-identified application as follows: 


In the Specifications 
| 
Page 6, line % roriowing the structural forme, 


correct the spelling of -- carbonate --e 
Page we in the second structural formule, change 


F "h® to «= H --- ey, 
7 Page Bor Anus 9, change Pexcelle” to <= excellent - 


In the Claims: 
or 4 
Jelein Fi Jest line, cancel in its entirety and 


substitute therefor: -- said dyestuffs containing et least 


one S0,H groupe ““e 
/clain 2;line Peorr08ing the structural formula, 


atitution made by the amendwent of February 
wherein 


cancel the sub 

4 24, 1 1966, and substitute therefor the followings 

GE! J Ry end: R, stand for radicals of the benzene series, Ro being 
Sen aifferent fromR,, said dyestuffs containing at lewt one 


a Sci aes ot a ee re beatae 
Please make of record the enclosed certified 

copy and sworn English translation of German’ applicet ion 

P 8044 Ivd/22d, filed December Sl, 1962, and claim tor 


priority. 
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Bestian et al =U.S. Pat. Appln. Ser. No.S28, O52<<<-----2 


REMARKS 
The specification has been amended in minor 
editorial respects. 


The allowance of claim 7 has been noted. 
| In compliance with the Examiner's requirement 
‘there jis submitted herewith the certified copy and sworn 
English translation of the German application upon which 

the present case is based. The rejection on Schaefer is 
thus overcome. 

Claims 1 and 2 have been amended in a manner 
iwhich even further distinguishes over the art relied upon. 
\fhe compound of Orndorff et al does not contein a sulfonic 
‘acid group and thus is merely a colored compound but is 
not_a dyestuff, The asymmetriocel compounds of Emmerich do 
‘mot contain any aromatic amino substituents and it is 
| accordingly not apparent how one skilled in the art would 
| supposedly be led to combine these teachings. There is 
no overlap between the references and it is accordingly 
i not warranted to amputate a radical from Orndorff et al 
| and to attempt to graft it onto the structure of the se- 
condery references. 

Even if this were attempted in the absence of 
any suggestion to that effect, it is wholly unexpected that 
' the novel dyestuffs jrould be superior in light fastness to 
| those of the references. For comparison, the Orndorff et al 
| eolored compound has been sulfonated and converted to ea 
| dyestuff even thourh this is not mentioned in the reference. 
| The affidavit and samples previously submitted show thet 


COPY. AVAI LABLE 


: original bound volume 
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‘Bestian et al «J.3. Pate Appin. Ser. Noe 326, GS2eeeeneeS 


‘the Light fastness of compounds in accordance with the 
‘present invention is superior to the prior ert compounds. 
lpne Examiner has not ergued that the compounds of the 
‘present invention ere superior but merely states that the 


| gupertority is not sufficient to be unexpected. 


It is noted, however, that where the prior art 


‘compounds all exhibit light festness of a certain order 
of magnitude, one skilled in the ert would be led to bee 
| Ysewe that all "related® compounds would also heve Light 
| fastness of the same order of magnitude. One would not 
expect that ea new compound of the same general type would 


| be superior to all of the most closely “related” compounds 


| Mhe results emphasize that the alleged ®pelationship” does 


not exist. 

The foregoing discussion makes it clear that 
even a small improvement in light fastness would be un- 

| expected. It its totally surprising that such a markedly 

superior light fastness is attained as shown in the 
affidavit previously submitted. 

fhe Examiner's rejection is accordingly based 
upon a supposition which is in turn Dased on a supposition 
Pirst, he states that it is obvious to combine Emmerich 
and Orndorff et al. Then he states that it is obvious 
that if so combined the results with respect to light 
fastness would be superior to those of either of the ree 
ferences. Why either of these features is obvious is not 


apparent nor has any reason been made of record. 
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| It is noted that the Examiner refers to the 
greater solubility of the asymmetric dyestuffs according 
to Emmerion. First of all, Emmerich is concerned with 
aliphatic amino substituents and thus extension to the 
compounds of the present invention is unwerranted. 
Second, and perhaps most important, is the fact that the 
property for which the instant dyestuffs have been indi- 
cated and shown to be superior is the light fastness and 
it {8 not seen how knowledge of the solubilities would 
permit predictions with respect to light fastness. 

Since this application is presently under final 
ejection and the statutory period is about to expire an 
appeal is being lodged simultaneously herewith in order 
to afford the Examiner sufficient time to review this case. 

In view of the foregoing arguments pointing out 
ithe remoteness of the prior art, however, it is respectfully 
lsubmitted that claims 1 to 6 are in condition for favorable 
laction and early notice to that effect is respectfully 
solicited. 

Respectfully submitted 


|New York, NeYo HERBERT BESTIAN et al 
‘Sept. 17, 1956. BY 


RICHARDSON, DAVID & NORDON 
Their attorneys 


>Y AVAILABLE 


jinal bound volume 


214 


Plaintiffs’ Exhibit 4 
658689 
apres ng, . 2780... 
{. IW THE UNITED STATES PATENT OFFICE 
' In ve Application of ) 
HERBERT BESTIAN et al } 
Ser. No. $28,852 Pat. Div. 6 
Piled: December SO, 1952 ; 
For: TRIPHENYLMETHANE DYESTUFFS 
| AND A PROCESS OF PREPARING THEM 


Hon 


APPEAL TO THE BOARD OF APPEALS 


Hon. Commissioner of Patents, 
Washington 25, DeC. 
Sirs 
Applicants hereby appeal from the Action of the Primary 
Examiner, who on March 20, 1956, finally rejected Claims 1 to 6, 
of the present application. 
fhe reasons for appeal ares 
1. The Examiner erred in holding Claims 12 to 6 un- 
patentable over the art. 
2. The Examiner erred in his interpretation of 
applicants * invent ion. 
3S. The Examiner erred in his interpretation of the 
references. 
4. The Examiner erred in his interpretation of the 
olaims. 
5. The Examiner erred in rejecting Claims 1 to 6 
for any of the reasons of record. 
6. The Examiner erred “tn refusing to allow Claim 
1 to 6:for any of the reasons of record. 
an ore) ‘hear 1s respectfully requested. The 
appeal fee og ¢ 25-90 ts enclosed herewith. 
New York, N.Y. Respectfully, 
Septe 17, 1956~ 
t HERBERT BESTIAN et al 


BY 
RICHARNSON, DAVID & NORDON 
Their attorneys 


Cauda 
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DEPARTM Lee Sasores 
: Mr SSS 
UNITED STATES PATENT orrice 
Wastnaron 


njcuardson, avid and sorson 
eu John Street 
kew York 38, We Ye 


L For fis andiY Ls bia 
afi 


Please find below « communication from the oo fused Ani A ite | 
EXAMINER in charge of this application. tree tm PGE RING 


Lat ths a 


Cummeinetonar af Potente, 


The anemirent aca priority papers filed with 
the Notice of Av:enl have been entered since they re- 
duce some of the jnsues and place the case in better form 
for anpeal. 

In viev of the evidence presented in the certi- 
fied copy and sworn Enzlish translation of apolicants® 
German anplication, tne: rejection of claim NAS unpatent= 
able over Schaefer is vithnirawn. 

Claims 1 and 2 however stand rejected as unwte: te 
able over Grndorfi «t wl -in view of Sandneyer or !mierica for 
the reasons set fortu in che tinal rejection. 

The avrlication is bein, returned to-tne Board of 


Apienls to await rertection of the anveal. 


| 


ee oe. 
eon herkersinb >on iner 


OPY AVAILABLE 
ciginal bound volume 
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: : APPIDAVIT 
5} ROARO OF Arseny; ——————— 


NOV 19 1956 


ale 
U.S. PAIL OrfICE 


Alfred Carl , being duly sworn, deposes 

and says 

that he is a resident of Frankfurt am Main, Pederal 
Republic of Germany; 

that he is a citizen of the Federal Republic of Germany; 
that he is a chemist having graduated at the University 
of Rostock, Germany; 

that he is acquainted with the subject matter of 

U.S. Patent Application Serial No. 328,832, filed 
December 30, 1952 by Herbert Beetian, Gustav Schlifer 
and Perdinand Quint, for “tri phenylme thane dyestuffs and 
a process of preparing them"; 

that he is qualified by his knowledge of chemistry 

and especially of dyeing processes and by his 25 years’ 
experience in this field to form a definite opinion 

on this matter; that he has made the following samples 


and observations, to wit 't 


Affiant has prepared the attached comparative dyeings 
with the following dyestuffs : 
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Sample 1: dyestuff of the formula : 


(U.S. Patent No. 573,299) $e 


Sample 2: dyestuff of the formula : 


7 Cols 
4.C,= 
5°2 es Be 
Ce 
HC Cc 
$0, 


3 


Hs 


0,Na ~ Jee 
(U.S. Patent No. 1,006,738) W"" 


Sample 3: dyestuff of the formula :: 


SO 


OPY. AVAILABLE 
sriginal bound volume 


S0,Na 
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Sample 4: dyestuff of the formula : 


Ht 


H 
| | 
N ; S __ N 
eC 5 S e 3 OC oH. 
S03" 


(U.S. Patent Avplication Seripl No. 328,832, Claim 6) 


Sample 5: dyestuff of the formula : 


or OQ. 
Na0,S 


NH.CO.CH 


(U.S. Patent Application Seriel No. 328.832, Claim 7) 


The dyeinrs were produced in the following manner t 
The dye-bath was prepared with 10 per cent of calcined sodi 
sulfate, 5 per cent of acetic acid of 30 per cent strength 
and the well dissolved dyestuff in the ratio of goods to 
liquor 1 : 50. 


It was considered that the dyestufrse are not obtained 
in the same concentration in the manufacturing process, 
but contain always. varying amounts of sodium sulfate and 


the like. It is, therefore, not possible to operate with 


Y. AVAILABLE 
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the same percentages (caloulated on the wight of the 
goods to be dyed), but care must be taken that the 
dyeings have the same depth of shade. The dyeings were, 
therefore, prepared with such quahtitites of dyeatuff as 
produced the same depth of shade. 


The dyo-bath was then heated to about 40°C and the wool 
flannel to be dyed was introduced. The bath was gradually 
brought to the boil and the naterial was dyed at the boil 
for 1/2 hour. After the addition of 2 per cent of sulfuric 
acid of 96 per cent strength, the material was dycd at 

the boil for a further 1/2 hour, then rinsed and dried. 
The dyeings were then exposed to artificial light in the 
"fadeometer" for 165 hours together with samples of 
International Standards 1 - 8 prepared in accordunce with 
the Third Report of the Fastness Tests Coordinating Committee, 
published in the "The Journal of the Society of Dyers and 
Colouriats", Eng{ana, Volume 71, No. 6, puges 300 -: 303. 


When the fading of the test specimen is compared with the 
changes which have occurred in the Standards, it is apparent 
that the dyestuffs forming the subject of U.S. Patent 
Application Ser. No. 328,832 (Samples 4 and 5) correspond 

to the light-fastness of Standard 5, while the compounds of 
the prior art correspond to a Standard of 2 - 3 (Samples 1 and ?) 
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or a Standard of 3 - 4 (Sample 3). The novel dyestuffs 
therefore, have an essentially better fastness to ligh 


than the dyestuffs disclosed in the cited references. 


Sgd. Alfred Carl 


XCanl 


SWORN. to. and subscribed before me this 5th day of 


November 1956. 
c 
WV. bre, Weev 


or. 

oe : 

Pee (Dr.idalter Beil) 
pr AtY 2 UDLIC 

Ttiefof der Urkund. nrolie fiir. 1956 
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BUI>n pF beg 


NOWI9 :o56 

aay UL ivr. c. 

, LN Ss. FATES T OF IEE TENT OFFI 
ah ec 

AS, . IW THE 8? bY cz 

BEPCRE THE HOW. BOARD OF 


Rx Parte HERBERT BESTIAW ET AL 


Application for Patent. filed Decesber 50, 1962 
Serial Wo. 528,852 
Appeal Wo. 4680 


BRIEF _- ON - APPEAL 
An oral hearing is respectfully requested and this 
brief is accordingly subuitted in triplicate. 
This te en appeal from the final rejection by the 
Bxaniner of Division 6 of claims 1 and 2 Claims 3 to 6 have 
not been acted upon since they are airected to non-elected 


species. Claim 7 to the elected species has been allowed. 


THE INVENTION 
The instant application le concerned with the 
preperation of novel dyestuffs of the triphenylmethane series, 
i Le@e, Gyestuffs wherein one carbon atom is linked to three 
phenyl nuclei. The dyestuffs can also be identified as 
sulforhthalein derivatives. 
Sulfophthalein itself has the structural con- 
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and may be considered as a carbenium salt wherein the fourth 


| valence of the carbon atom cerrying the three phenyl nuclet 
4s taken up by the free valence of the 80, group. 


The compounds of the present invention differ fron 
sulfophthalein in that in place of the hydroxyl groups they 
contain substituted amino groups, the substituents of the 

‘amino groups being different from each other and at least 

' one containing an aromatic radical. In addition, the novel 

| compounds also contain at least one sulfonic acid group, 
Le@e, “SOE. The sulfonic acid-bearing novel compounds are 
water-soluble dyestuffs which give wool dyeings that are 
especially fast to light. 


THE CLAIMS 
The claims in this case which have not been 
allowed read as follows: 


1. Triphenylmethane dyestuffs of the general foraula 


wherein R. and R_ stand for members selected fron 
the grouptconsisting of hy¢rogen and lower alkyl, Re 
stands for a member selected from the group cone 
sisting of radicals of the benzene series, N-ethyle 
cerbazole and lephenyl-S-methyl-S-pyraszolones, R, 
stands for a member selected from the group con- 


Y AVAILABLE 
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sisting of radicals of the benzene series, tetrae 
bydronaphthyl, cyclohexyl, wethyleeyclohexyl and 
lower alkyl, and R, stands for a member se ected 
from the group condisting of hydrogen, chlorine, 
the methoxy, the carboxyl and the sulfonic acid 
radical, and wherein 


R R 
- 5K 1 4s different fron - WX F 
Ro R, 


said dyestuffs containing at least one SOF groupe 


Tr iphenylmethene dyestuffs of the general formula 


a ~ sé APS 
2 4 
” 7 

e oe. 


3 


wherein R. and R, stand for sromatic radicals of the 
benzene abr ies, f being different fromR,, said 
dyestuffs containing at least one -SO,H group. 


3S. The compound of the formula 


‘s Sacnes (= x 


f *s' 
Ni 
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4. The compound of the formula 


S. The compound of the formule 
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THE REFERENCES 


The references relied upon by the Examiner in finally 
rejecting the claims are: 


Sandmeyer 575,299 December 15, 1696 
emer ich 1,006,758 October 24, 1922 
Grndorff et al JeheO.S- Vol. 46 (1946) Pages 1896, 1696 


THE REJECTION 
Claims 1 end 2 have been finally rejected as un- 
patentable over Orndorff et el in view |of Sendmeyer or 
Emmerich. i 
Claims S to 6 have not been acted upon because they 


are directed to noneelected species. 


THE REFERENCE DISCLOSURES 
crnderff et al on page 1898 and just velow the 
middle of page 1906 describe the action of aniline on 


sulfoneflucrescein which gives a product having the foraule 
0 
Ce: Nae 
, aN 
# ° D4 
Cc 
so," 


! 


| 
fhe following summation of properties for this 


eoupound is given at page 19063 
It dissolves somewhat in dilute alkalies, in 


glecial acetic acid and in hydrochloric acid 
to give a cer ise-colored solution showing a dark 
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green flucrescence. The aniline derivative of 
sulfoneflucrescein is insoluble in ether. It 
Gissolves in absolute methyl or ethyl alcohol, 
giving a deep reé solution with a dark green 
fluorescence. The cereeete of the aniline 
Gerivative are blue-violet by transmitted light. 
The surface color, however, is green. They do 
not melt when heated to 520°C.” 
Sandmeyer discloses the following dyestuff with 
| the formula slightly rearranged to conform with accepted 


strdcture (a carbenium salt): 


; Coie n pee 
N ‘\ Wee 
Cots” Ce 6: ~ Osis 
Cc 


S0,* 


Eumerich shows compounds which erroneously are 
jgiven two mere hydrogen atoms than they actually possess 
\(at the earbon and “SO, of the cerbenium salt). If these 


ihyérogen atoms are omitted, he discloses the following 
compound s 


- 0 Adis 
mye 
80, U 


S08 


The Rxaminer takes the position that since Emmerich 
|shows asymmetrical aliphatic dyestuffs are more soluble than 
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symmetrical aliphatic dyestuffs, it would be obvious that 
asymmetrical counterparts of the eromatio amino compounds 
of Ornéorff et al would also be super ior- 

This is an oversiuplification of the problem and 
is unfounded. 

Pirst, the symmetrical eromatic compounds of 
Orndorff et al are not dyestuffs but ere merely colored 
compounds. They do not contain a sulfonic acid group and 
no instructions are given in this reference regarding how 
such a group might be introduced or how a dyeing might be 
obtained from the unsulfonated compound. 

Thus, even if Orndorff et al had shown asymmetrical 
amino groups as called for in the instant olaims, the totel 
compound would have been different from those herein claimed 
fn that the reference would still lack a sulfonic acid group 
(-SO,H) as called for in all claims. Extension of Orndorff 
et al thus still falls short of the present invention, 

another point which is of importance is the fact 
thet the asymmetrical dyestuffs of the present invention 
ere superior in light fastness to symmetrical aromatic dye- 
stuffs. As a watter of fact, they are superior in light 


fastness to both symmetrical end asymmetrical aliphatic 
dyestuffs. In addition, the asymmetrical aliphatic dyestuffs 
ere even poorer in light festness than the syumetr ical 


aliphatio dyestuffs. If it were proper to attempt to extend 
generalizations from the aliphatics to the sromatics, it 
would therefore be expected that the asyametrical aromatic 
compounds would be less light fast than the symmetrical 
aromatic compounds, 1.e., that the instant compounds would 

be poorer than the compound of Orndorff et al (shen sulfonated 
to form a dyestuff). This is exactly the opposite of what 
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has been found and clearly shows that the instant advance is an 
unodbvious deperture. 

Pinally, ell of the pricr art compounds, whether 
aliphatic or aromatic, exhibit a certain low order of magnie 
tude of light fastness and from what has been said above it 
would have been expected that the novel compounds would be 
.glightly less light fast but of the same order of magnitude. 
Comparison shows, however, that the novel compounds are of 
tiarkedly superior light fastness of a level greater than thet 
of any of the other compounds and this, too, is an unobvious 
departure. 
| These arguaents will now be substantiated by re- 
ference to irrefutable proofs. 

There is submitted herewith an affidavit and 
exhibits by Alfred Carl in which dyeings have been prepared from 
different sulfonated substituted-amino sulfophthaleins as well 
as from standerd compounds. A portion of each dyeing was 
subjected to light for a specified length of time to produce 
fading and comperison of the faded and unfaded portions evie 
Gences the light fastness of the particular dyestuff. 

| Semple 1 is the dyeing prepared with Sandmeyer's 
eompound. Sample 2 is prepared with Emmerich's asymmetrical 
compounds which is even slightly less light fast than symme- 
trical Sample 1. Sample S is obtained by introducing a 
sulfonic acid group into the compound of Orndorff et al 

and this is approximately of the seme order of magnitude 

of light fastness es Samples 1 and 2. 

| Since asymmetrical aliphatic compounds are poorer 
{nm light fastness than the symmetrical aliphatic compounds 


PY. AVAILABLE 
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ar! one were forced to extend the generalisation to eronatio 
compounds he would heve expected that asyumetrical aromatic 
compounds would be poorer in light fastness than the symmeo 
trical compounds. Thus he would have expected that dyeings 
made with the compounds of Samples 4 and 6 would be less 
light fast than those of Semple S. This is not the case. 

What is equally surprising, is the fact that 
Samples 1, 2 and 5 are all of the sane order of magnitude 
of light fastness. It would therefore have been expected 
thet Semples 4 and 5 would also be of the same order of 
magnitude as the others but this io not the case. 

The concept of “order of magnitude® may be somewhe' ‘| 
aifficult to graps when applied to light fastness. To make 
at clear, there is submitted herewith a photoprint of the 
Third Report of the Pastness Tests Coordinating Cormittee, 
published in "The Journal of the Society of Dyers and 
Colourists", England, Volume 71, No. 6, pages 300 to S05. 

This report lists 8 Standards ranging from very 
low light fastness to wery high lest fastness and identifies 
which compounds give the standard dyeings. Each Standerd 
thus represents an “order of magnitude" of light fastness. 

fhe accompanying exhibits also Anclude the 8 Stan 
dards recited in this publication so that a light fastness 
rating can be determined numerically. It can be seen that 
Semples 1, 2 and 5 have a light festness equal approximately 
to that of Standard S whereas Samples 4 and 5 have a light 
fastness equal approximately to that of Standerd 5 Theat a 
Light fastness in excess of Standard 4 is perticularly de- 
sirable can best be appreciated from notes 5.2 to 6.1 on Pp 
SOl where repeated reference is made to Standards 5 and 4 as 
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demarcations between good and poor products. 

A difference in the order of magnitude is clearly 
& @ifference in kind rather than degree. It is clearly en 
unpredictable difference. Finally, it ie preoisely the 
opposite of what might have been expected by compar ing 
Samples 1 and 2. 


STORY 
fhe only prior art compound relied upon which shows 


qromatic amino substituents is a symmetrical compound. It is 
not a dyestuff in that it does not contain a sulfonic acid 
group as herein called for. 


Extension of disclosures from the field of aliphatic 


iamino dyestuffs is not believed warranted but even if under- 


'saken, the Emmerich and Sandmeyer patents would lead one 
igkilled in the art to believe that the instant compounds 
would be less light fast than the sulfonated compound of 
lopndorff et al. Quite to the contrary, the novel compounds 
‘gre more light fast then the sulfonation product of Orndorft 
‘et al and, moreover, they are more light fast than any of the 
“eompounds of the references. 

The field of utility of sulfonated subst ituted-amino 
| gulfophthaleins has now been extended since applicants have 
‘found that certain members of this class (the asymmetrical 

compounds containing at least one eromatic amino substituent) 
| neve a higher order of magnitude of light fastness then any 


| previously known members of the general class. 
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CONCLUSION 


It is accordingly submitted that applicant's advance 
represents a fundamental, unobvious, beneficial departure 
from the state of the art which merits patent protection. 
Reversal of the final rejection and allowance of the clains 
is respectfully solicited. 


Now York, N.Y. Respectfully submitted 


November 14, 1956 HERBERT BESTIAN et al 
By 


RICHARDSON, DAVID & WORDON 
Their Attorneys 
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VILL. XV— THIRD REPORT sana." 


(ap. gr. 1-84) well diluted with water. bath is boiled for a ferther 15 abn, after edditien 
of the acid. 


The pattern is then removed, rinsed, and dried. 

See the following sections— 

(a) Colour Fastness of Textiles: General Principles of Testing 
(6) Colour Fasiness: Grey Scale for assessing Change in Colour 
(ce) Colour Fastness: Grey Scale for exsessing Staining. 


Colour Fastness to Light: Davilight 


(PaorostD ISO Recoum.nnaTON) 


This tout in sdentical with B.S. 1008:1955. An account of the development 
ia given in'3.0.0., 67-188 (1951) > a of tha lighe Costnam standards 
Purpose and Scope 


1.0 This method 1s intended Socnesgtir cco ete ccineretaomamnetan hinds and 
in all forms to the action of daylight (sce §7.1). 

1.2 The method may be ured for rating dyes by applying the dye to textiles under specsfied 
conditions and at a spcciticd depth of colour and testing the dyed seatiles. 

2. Principle 

2.1 A specimen of the teatile is exposed to daylight © prescribed conditions, ¢ 
Protcction from rain, along with cight dyed wool ards. The fastness is assessed 
comparing the fading of the textile with that of the standards. 


3. Standards and Equipment 


3.1 Standards 


3.1.1 The standards for this test are blue wool cloths dycd with the dyes listed below. They range 

from No. | (very low light fastness) to No. & (very high light fastness) (see $7.2). 
Fartnen Rating he 

Acian Srithaat Bluc +0 R IF By? 

Acidan Brithant Blue +4 8 (+ By> 

Coomawie Brthant Bluc R (ICD 

Supramin Bluc +.G (t By) 

Sulway Stue RN UCI) 

Alvanne Light Blue 4GL 12) 

Soledon Blue 48C poder (0C1) 

tadigusol Bluc AGG (114) 

3.1.2 Master sets of the standard dycings are to be. filed in cach country for reference. 

3.2 Expeeure rack, facing duc south in the Northern Hemisphere, north in the Southera 
Hemisphere. and sloping at an angie of 45 . in a location such that shadows of wurrounding 
objects will not fall on the exposed textiles, covered with window glass to protect the speci 
from the weather, the glass being not les than 2-5 cr. from the specimen and 
with adcquate ventilation. 
Opaque cardboard or other thin opaque material, ¢.g. thin sheet aluminium, or cardboard 
covered with aluminium foil. 


Grey Scale for assessing Change in Colour (sce §7.3). 


4. Speciace 
An area of the textile not fess than I cm. « 6cm. is used when the several periods| of 
exposure are made side by side on the same piece, which is the preferred practice. 
Specimen may be— 4 strip of cloth, yarns wound close together on a card or laid 
and fastened on a card. Gt 2 mat of fibres combed and compressed to give a uniform surface 
and fastened on a card. 
To facilitate handling. the specimen or specimens to be tested and simile: strips of the 
standards may be mounted on a card in some such arrangement as indicated in §7.5. 


Sri Fvbwise 
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$ Precedure 
Expose the specimen (or a group of spccimens) and the standards simultaneously to daylight 
under the conditions enumerated in $3.2 in such a manner and for such times as are necessary 
to evaluate fully the light fastness of cach specimen relative to that of the standards, by 
successively covering the specimens and cxposed standards throughout the time of the test. 

| . (See §7.S for two suggested methods of procedure.) 

Preliminary Asocesmeat of Light Fastacee— When a change in colour (sce §7.6) of the 
specimen under test can just be perceived. note the number of the standard showing a similar 
change; alternatively. wn a change in colour of Standard 3 can just be perceived, assess 
any change that has occurred in the specimen in comparison with the changes in Standards 
1, 2, and 3 (sce §7.4). Continue to expose aficr the preliminary assessment as required to 
evaluate fully th light fastness 
Assemment of Light Festness— Compure the changes in colour of the test specimen with the 
changes which have occurred in the standards (see $7.6). The light fastness of the specimen 
is the number of the standard which shows similar changes in colour (visual contrast between 
exposed and unexposed parts in the test). It the specimen shows changes in colour 
intermediate between two standards, an appropriate half-rating may be given: ¢.g. a light 
fastness of 3-4 means th..t the textile is not as fast as Standard 4, but ts faster than Standard 3. 
If the colour of the specimen is more fugitive than that of Standard No. 1. a rating of t 
is given. 
If the light fastncss is 4 of higher, the assessment based on the fint perceptible change (sce 
§5.2) becomes significant: if this preliminary assessment is 3 of lower, it is to be included in 
the rating in brackets. For cxample, a rating of 6 (3) indicates that the specimen changes 
very slightly in the test when Standard 3 just begins to fede. but that on continuing the 
expmure the reustance to hpht is equal to that of Standard 6. 

6 Report 
Report the numencal rating for light fastness. If this rating is 4 of higher and the preliminary 
assessment is 3 of lower. report the Litter figure in brackets. 

7. Notes 
The use of fading lamp. ratls thon daylight is common practice. and the results obtained 
with such tests are undoubtedly useful where speed is essential. The results obtained for many 
textiles differ, however, from the revults Gbtained with daylight exposure. 
A low-pressure mercury-sapour lamp must ast be uscd, as its emission spectrum is very 
different from that of daylight and keads to incorrect results. 
Sects of the light-fastnens standards con be obtained from the Brit Standards lastitution, 
British Standards Houne. 2 Park Strect, London W.1, or Coronatipn House, Market Street, 
Manchester 1. They are specially dyed to match a master set of standards in colour and in 
fading behaviour. It has been found that. when repeated dycings the dyed standards are 
made. the amount of dyc requircu to match the previous lot is pften different from that 
originally uscd. The dycing strengths would therefore be ing, and they are 
intentionally omitted from this listing. 
Sce the following sections 
(a) Colour Fasiness of Textiles: General Principles of Testumg 
(b> Colour Fastness: Grev Scule fur avvessing Change in Colour. 
Phototrupic specumens must he allowed to condition in the dark at roum temperature for 
Zhe. before assessing the change in colour. 
Seggested Procedures for Meuntiog and Testing for Light Fastneus-- 
Methed ¢ 
This method is considered idcul and should be used in cares of depute. ft requires one set 
of standards for each specimen under tert and is therefore impracticable when a large aumber 
of specimens have to be tested concurrently: in such cases, Method 2 (see §7.5.2) is suggested, 


BEST COP’ 
from the origi 
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Biz Arrenge the specimen to be tested and the standards as shown in Fig. | with an opaque 

| cover across the middie third of the specimen and standards. Expose to daylight under the 

conditions enumerated in §3.2. Follow the effect of light by removing the cover and 

inspecting the specimen frequently. When a change can just be perceived, note the number 
of the standard showing a similar change. 


| 9.$.1.3 Contenue to expore until the contrast between the exposed and the covered portion of the 
specimen és equal ta the contrast between the two grey colour chips illustrating Grade 4 on 
the grey scale (sce §7.3). Cover a second one-third of the specimen and standards with an 
additional opaque cover (CD in Fig. 1). 
Continue to expose until the contrast between the fully exposed and the unexposed portion 
is equal to Grade 3 on the grey scale. If Standard 7 fade. to a contrast equal to Grade 4 on 
the grey scale before the specimen docs, the exposure may be concluded at this stage. (When 
a specimen has a light fastness of 7 of over, it would require unduly long exposure to produce 
a contrast cqual to Grade 3; moreover, this contrast would be impossible to obtain when the 
light fastness is 8. Assessments in the region 7 to 8 are, therefore, made when the contrast 
produced on Standard 7 is cqual to Grade 4, the time required to produce this contrast 
being long enough to climinate any error which might result from inadequate exposure.) - 
Asacmment of Light Festaess— The specimen now shows three separate areas— an unexposed 
region and two areas which have been changed to different degrees. Compare these changes 
with the changes which have occurred in the standard, and rate the light fastncas as in §5.3. 
Method 2— : 


This method should be used when « large number of specimens have to be tested con- 
currently. It enables a number of specimens differing in light fasiness to be rated against a 
single set of standards. 


{ AVAILABLE 
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7.5.2.2 Arrange the specimens to be tested and the standards as shown in Fig. 2, with card AB 
covering one-quarter of the total length of each specimen and standard. Expose to daylight 
under the conditions enumerated in $32. Follow the effect of light by lifting the cover 
periodically and insnecting the vuedards. When a change in Standard Joan just be perceived, 
inspect the specimens and rate their light fasiness by comparing any change that has occurred 
with the changes that have occurred. in Standards 1, 2, and 3. 


7.3.2.3 Replace the card AB in exactly the same position, and continue to expose until a change in 
Standard 4 can just be perceived; at this point fix an additional cover CD in the Position 
shown in Fig. 2, overtapping the first cover. 


7.5.2.4 Continue t-» expore until a change in Standard 6 can just be perceived; then fix the final cover 
EF in the position shown, the other two covers remaining in position. Expose until cither— 
{e) a contrast is produced on Standard 7 equal to the contrast illustrated by Grade 4 of the 
grey scale, or (6) a contrast equal to Grade 3 hes been produced on the most resistant 
specimen, whichever occurs first. Remove the three covers. 

73.25 Compare the changes in the specimens with those in the standards, and rate the light fasiness 
as in §5.3. 

16 ‘The term change in colour includes not only true “fading”. i.e. destruction of dyes, but sho 

changes in hue, depth, brightness, or any combination of these characteristics of colour. 
Wf the difference in colour is a change of hue or brightness, this can be indicated by adding 
abbreviations, as follows, to the numerical colour fustness rating— 


om - Ber R — Redder D — Dulter 
G - Guess VY = Yellower Be ~ Beighter 
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UNITED STATES PATENT OFFICE 
Waatnaron 


DEC 2.0 1956 
Herbert Bestian et al/ Appeal No. 80 PAT om 
lerbert Bestian et a 4b> es! oO 


Ser.No. 324 ,83< Before the Board of Appeals 
Filed December 30, 1952 Oe 
For TRIPHENY Loititank vYLoTURFS 

and A VRUGESS OF rabPandau 

‘Lalrws 


hichurasou, David &« Nerdon Sor Appellants 


This is wn «ppeal from the final rejection of clainus 


land 2. Gluin 7 is allowuble. Claims 3 to o inclusive hue 
not been ucted upon siuce they are directed to non-elected 
species. 

A correct copy of tne appealed claims uppeurs on 
pa.es 2-4 of the applicant's brief. 

The retereaces of record relied on ure: 
“undmcyer = $73,299 December 15, ae 
sorndorit et al, J. Peer yen738 hOs pps eyes levee Igue C (1940) 

The invention is concerned with the prepurution of dye- 
stuffs iuentified us either triplenyluetiane or sulfophthulein 
Gwiiv.tivese ne yenerul formula for the compounds unuer con- 
sideration is: Fs) 


Ln ° a 
a Nay 


YA AILABLE 
| 
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Serial No. 328,832 


The "2" groups are various specific substituents, but. in general 
Ry aud kg are hydrogen or lower alkyl groups, Rg und K, are 
substituted benzene radicals and Ks is either a hydrogen, 
chlorine, methoxy, curboxy or sulfonic acid group. The sub- 


stituted amino groups ure different, that is, R) 


na 


is differet than Ray. 
af 


and therefore the compounds ure considered uy being asymmetrical. 
The compounds are substituted with u sulfonic acid group, 

~S03H, either on one of the benzene radiculs, R2 or H,, or 4s 
the R5 group as previously indicated. 

| The references are udequately described on pages 5 
and © of the applicant's brief. 

The applicanv’s response does not overcome the final 
rejection of cluims 1 and 2 put Yorth in the Office Action of 
March 20, 1950, whersin the references were adequately applied 
to the claims. A restatement of tne primary basis tor the 
rejection is as tollows. 

Claims 1 and 2 are rejected as unputentuble over 
Orndorff et al in view of sundueyer and Ewaerich. Orndorrf 
shows & symmetricsl uiunilino sulfophthalein wnile Sanaseyer 
teaches «a symmetrical N,N-uiethylamino-N* ,W"-diethylamino sul- 
foptithalein and kwuertch teuches un usymactricul Neethyluaino- 
Nt, d'-diethylamino su:rophthalein. There is no invention in reo 
placing the ethylamino and Giethylaumino yroups of Emnaerich and 
Sandueyer, respectively, with anilino groups +s taugit by Orndorft. 
The fact that the applicunt shows unilino and N-ethylanilino 


rauicals substituted wath various substituents aces not signify 
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In the applicants’ affiuavit filed November 15, 1950 
there ap;eared another comparison of light-fast properties of 
the applicants compounds and those of the references. However 
a@ "fadeometer" on fuding lump wus used to produce urtificial 
light instead uf daylight as in the uffidavit filed February 
127, 1950.- It is evident by comparing the two arfidavits that 
lapplicanes' compounds Sumpies & and 5 were not us Light-fast 
ito puylight as they were toun artificial iight source. This 


is a result thut wight be expected by refering to. the paragraph 


| 
1741 of the report of “Colour Fastness to Light:Daylight", 


iJe3eDeCo, ZL, Now 6, pe 3U3, included with applicants’ atiidavit 
‘of November 15, 1956. The report stutes th.t incorrect results 
lare obtained when a low ner ee mercury-vapour lamp is used. 
‘Since this is evidently the-cusé,based on the ufridavit of 
‘November 15, 1956 applicants argumen.s are invulidited as to 
ithe supposedly superior licght-fastness of samples 4 and 5 over 
the compounds of the references. 
aLeuan YX 

The compounds claimed by the applicants do not show 
l\dnvention over the compounds in the a t cited, us inclusion of 
‘a sulfonic acid group to the latter making them dyestuffs, is 
a procedure obvious to anyone skilled in the urt. Su;erior 
‘Light-fastness of the ap,-licant’s compounds over the compounds 
of the references has not been adequately or comctly shown. 

The compounds of the applicants show differences in 
color only and not in better lignt-fastness over the compounds 


of the references. 
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Serial No. 328,832 -5- 


It 1s therefore concluded that applicants have not 


shown invention over the compounds of the references. The 
applicants have sinply shown wechanical skill in producing 


dyes which differ only in color from the compounds of the 


references. 


ny 


‘De B. Springer:cdb Respectfully submitted, 


Richardson, Vryid & Nordon | Examiner, Division 6 


80 'John Street 
New York 38, New York 
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Paper No. 21 


Appeal No. 46-80 MAILED 
SEP - 21958 
0.S. PATENT CFFICE 


ean C: LOPZALS 


oe ates 


Hearing: 
June VV, 1958 


oe IN THE UNITED STATES PATENT OFFICE 
SN 


BEFORE THE BOARD OF APPEALS 


Ex parte Herbert Bestian 
Gustav Schifer and Ferdinand Quint 


Application for Patent filed December 30, 1952, Serial 
Movneee 832. Triphenylmethane Dyestuffs and A Process of Pre- 
paring Same. 


Messrs. Curtis, Morris and Safford for appellants. 


Before Duncombe, Examiner-in-Chief, and Magil and Knight, Acting 
Examiners-in-Chief. 


Knight, Acting Examiner-in-Chief. 


This is an appeal from the refusal of the examiner 
to allow claims 1 through 6. Claims 3 through 6 have been 
held withdrawn from consideration as non-elected species in 
accordance with Rule 142(b). The appeal will therefore be 
dismissed as to claims 3 through 6 leaving before us only 
claims 1 and 2. Claim 7 stands allowed. 

Claims 1 and 2 are representative and read as follows: 


1. Triphenylmethane dyestuffs of the general formulas 


YY AVAILABLE 
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yy 


Ro 


wherein R, and R, stand for members selected from the group 
consisting of hydrogen and ‘lower alkyl, Re stands for a member 
selected from the grou consisting of radicals of the benzene 
eries, Neethylcarbazole and lephenyl-3-methyl-5-pyrazolones, 
stands fora member selected from the group consisting of 
radicals of the benzene series, tetrahydronaphthyl, cyclohexyl, 
methyl-cyclohexyl and lower alkyl, and R« stands for a member 
selected from the group consistin of hydrogen, chlorine, the 
methoxy, the carboxyl and the sulfonic acid radical, and where= 


in 
1 R3 
is different from -' ° 
2 t, 


‘said dyestuffs containing at least one =S03H group. 


2.  ‘Triphenylmethane dyestuffs of the general formula 


wherein Ro and R, stand for aromatic radicals of the bensene 
series, Ro being ‘different from R,,» said dyestuffs containing 
at least one = gil group. 


The references relied upon are: 


Sandmeyer 573 299 15, 1896 
Emmerich 1,006,738 Oct. 24, 1911 
| Orndorff et al, = Jour. nopet Soc., Vole 46 = Pages 

? 


898, 1906 (192). 
The. subject matter of the appealed clains involves 
dyestuff compounds having the general formula recited in the 
copied claims 


The examiner rejected claims 1 and 2 as unpatentable 


1 
over Orndorff et al. in view of Sandmeyer and Emmerich. 


-2- 
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Orndorff et al. show symmetrical dianilino sulfo- 
phthalein having the following forma: 


Sandmeyer Se a red dyestuff having the forma 


- “OY ae 


Emmerich discloses a red acid dyestuff which would 
’ apparently have the following formula: 


Oo HH 
CoHs— N nv? 3 
R Cols 

Cc 3 Cc 


50,8 
In rejecting the claims on these references the ex- 
aminer finds no invention to be involved in replacing the ethyl- 
amino and diethylamino groups of Emmerigh and Sandmeyer, re- 
spectively, with the anilino of Orndorff et al. The examiner 
also states that the substitution of anilino and Neethylanilino 
radicals with various substituents does not signify inventive- 


ness and feels that the inclusion of chlorine, ethoxy, sulfonic 
a 


-3- 
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acid, benzo and other groups would be expected to produce dyes 
of varying shades and colors. These he regards only as dif- 
ferences in degree. The examiner directs attention to the 
fact that the dyestuffs of Emmerich, like those in the in- 
stant case, are asymmetrical sulfonated sulfophthaleins. 

In controverting the rejection of the claims the ape 
pellants point out that the aromatic compound disclosed by 
Orndorff et al. is symmetrical, asserting that it is not a 
dgyestuff but merely a colored compound which lacks the sul- 
fonic acid group required by the claims on appeal. Appellants 
assert that the claimed asymmetrical aromatic compounds are 
superior in light fastness to symmetrical as well as asymme- 


trical aliphatic dyestuffs. It is further asserted that if 


4t were proper to attempt to extend generalizations from the 
aliphatics to the aromatics, it would be expected that the 
asymmetrical aromatic compounds would be less light fast than 
the symmetrical aromatic compounds because this relationship 
is said to be true of the aliphatic compounds. However, ap- 
pellants assert that contrary to this expectation the asymme~ 
trical aromatic compounds are superior as to light fastness. 
For the purpose of illustrating the improved light 
fastness of the claimed invention two affidavits by Alfred Carl 
were submitted. These affidavits are based on tests applied 
to wool samples colored with the compounds set forth in the 
Sandmeyer, Emmerich and Orndorff et al. references and the two 
compounds defined in claims 6 and 7. The affidavit which ac- 
companied the brief additionally includes, for comparative 
purposes, eight International Standards. The appellants assert 
that samples 1, 2 and 3, representing the prior art, are of the 
same order of magnitude as to light fastness corresponding to 
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standard 3 of the International Standards, whereas samples 4 
and 5 representing, respectively, claims 6 and 7 correspond to 
standard 5. It is indicated that the line of demarcation as 
between “good" and “poor” falls between standards 3 and 4. 
Appellants therefore conclude that the difference in order of 
magnitude between the claimed dyestuffs and those of the prior 
art is a difference in kind rather than degree and contends 
that this difference was unpredictable. 

The examiner is unwilling to concede superiority as 
to the light fastness of appellants* compounds. In: view of 
the difference among the colors involved we find it difficult 
to accurately compare the light fastness of the five samples. 
In our opinion the difference, if any, is but a difference in 
degree and cannot be relied upon as basis for patentability. 

We observe from a reading of the specification that 
appellants regarded the dyestuff of claim 7, which corresponds 
to the product of example 18, as having "very good" fastness 
properties. Others of the examples in the specification are 
described as “excellent™. However, we note that still others 
are indicated to be only "good", or are not rated at all, note 
withstanding the fact that all are encompassed by the general 
formula recited in claim 1. The light fastness showings set 
forth in the Carl affidavits based only on two specific claimed 
compounds are therefore not commensurate with the large number 
and variety of compounds encompassed by the claims on appeal and 
it may well be that the compounds rated in the examples only as 
"good" or not rated at all, would actually be inferior to those 
of the prior art. As we have stated, there is doubt as to the 
superiority of the compounds represented by samples 4 and 5. 


However, even upon resolving this doubt in appellants’ favor 
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these samples (corresponding to claim 6 and preferred species 
claim 7) cannot speak for the dyestuffs rated by appellants in 
the specification only as “good” or not rated at all. We are 
accordingly not convinced that the Carl affidavit establishes 
superiority of the dyestuffs falling within the broad confines 
of the formulas defined in claims 1 and 2. 

We have considered appellants’ arguments with care 
but we are unconvinced of the error in the position taken by 
the examiner. We are not impressed by appellants’ arguments 
regarding the Orndorff et al. reference. As pointed out by 
the examiner it does not constitute invention to convert the 
colored sulfophthalein compound to a dyestuff by substituting 
a sulfonic acid group, particularly in view of the fact that 
the dyestuffs shown by the Emmerich patent are closely related 
sulfonated sulfophthaleins. We are in complete accord with 
the examiner's position that there is no invention in replacing 
the ethylamino and diethylamino groups of Emmerich and Sand- 
meyer, respectively with the anilino group of Orndorff et al. 

Appellants’ generalizations regarding predictability 
of color fastness of symmetrical and asymmetrical compounds are 
not persuasive. Furthermore, the statement that the asymmetri 
eal aromatic dyestuff of the present invention are superior in 
light fastness to symmetrical aromatic dyestuffs is not con- 
vineing because in the copending application (Serial No.234,665) 
of one of the appellants (referred to on page 1 of the present 
specification) a dye sample of a symmetrical aromatic sulfo- 
pret prepared by the samo affiant appears to be superior to 
those samples (4 and 5) representing the herein claimed asymme- 

‘ trical aromatic sulfophthalein compounds. 


We will accordingly sustain the rejection of claims 
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1 and 2. 
The appeal is dismissed as to claims 3 through 6. 


The decision of the examiner is affirmed. 
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these samples (corresponding to claim 6 and preferred species 

claim 7) cannot speak for the dyestuffs rated by appellants in 
the specification only as “good” or not rated at all. We are 

accordingly not convinced that the Carl affidavit establishes 

superiority of the dyestuffs falling within the broad confines 
of the formulas defined in claims 1 and 2. 

We have considered appellants’ arguments with care 
but we are unconvinced of the error in the position taken by 
the examiner. We are not impressed by appellants’ arguments 
regarding the Orndorff et al. reference. As pointed out by 
the examiner it does not constitute invention to convert the 
colored sulfophthalein compound to a dyestuff by substituting 
a sulfonic acid group, particularly in view of the fact that 
the dyestuffs shown by the Emmerich patent are closely related 
sulfonated sulfophthaleins. We are in complete accord with 
the examiner's position that there is no invention in replacing 
the ethylamino and diethylamino groups of Emmerich and Sand- 
meyer, respectively with the anilino group of Orndorff et al. 

Appellants’ generalizations regarding predictability 
of color fastness of symmetrical and asymmetrical compounds are 
not persuasive. Furthermore, the statement that the asymmetri 
cal aromatic dyestuff of the present invention are superior in 
light fastness to symmetrical aromatic dyestuffs is not con- 
vincing because in the copending application (Serial No.234,665) 
of one of the appellants (referred to on page 1 of the present 


specification) a dye sample of a symmetrical aromatic sulfo- 


pachalero prepared by the samo affiant appears to be superior to 


those samples (4 and 5) representing the herein claimed asymme- 
‘ trical aromatic sulfophthalein compounds. 


We will accordingly sustain the rejection of claims 
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1 and 2. 
The appeal is dismissed as to claims 3 through 6. 
The decision of the examiner is affirmed. 
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COLORFASTNESS, Hot Pressing. Light: 


PART Ill 


COLORFASTNESS TO DRY AND WET HEAT (HOT PRESSING) 
Tentative Test Method 
§-52 


Purpose and Scope 


This test determines whether or nor 
dyed textile materials will show color 
change, color transfer or both when sub- 
jected to bot pressing. The test is sp- 
plicable to cotton of linen textile fabrics 
whether dyed, printed or otherwise 
colored. 

Principle 

A pair of test specimens, one wet and 
ove dry, are pressed with a flatiron un- 
der controlled conditions. Color change 
is noted immediately aod again after a 
ewo-hour recovery period. Stain on & 
white cover cloth is assessed by a com- 
parison with the series of Munsell color 
chips contained in the A.A.T.CC. Color 
Transference Evaluation Chart. 


Apparatus and Materials 


White cotton press cloth. 

Flatiron (1). 

Press pad, permeable to steam. 

A.A.T.C.C. Color Transference Evalu- 
ation Chart (2). 


General Purpose and Scope 


Two test methods are given, one pro- 
viding for carbon-arc lamp exposure 
and one for daylight exposure. A 
weathering test may also be performed 
by suitable modification of conditions 
as described in Nove 2 under the Sun- 
light Test. ! 

| 

Both lamp sad daylight cests are io- 
tended for use in evaluating colorfast- 
pess to light of cextiles of all kinds and 
of dyescufis when applied to textiles, as 
8 basis for the representation of their 
colorfastiness to light in national and 
international trade ‘and for checking 
such representation. They are applicable 
to Gbers, yarns, fabrics, and products 


Test Specimens 


Any convenient size. 


shade and do not return to the origioal 
shade after having cooled for two bours. 
Class 3—Test specimens which change 


shade during the test, but returo to the 


Procedure 


Dry Test (Color Change)—Place a) 
flatiron, at a temperature of 425° F. 
(218° C.), directly on a test specimen 
and allow it to remain there for 5 


seconds. 

Dry Test (Color Trans{erence)—Covet 
a test specimen with a dry white press 
cloth and press with a flaticon at a tem- | 
perature of 350° F. (177° C.) for 10 
seconds, 


Wet Test (Color Transference)—Thor- 
oughly wet a test specimen and a piece 
of white press cloth in distilled water’ 
at room temperature, then extract’ or 
wring ty haod to remove excess water. 
Place the press cloth on top of the test 
specimen and press the two with a flat- 
iron at a temperature of 350° F. (177° 
C.) for 10 seconds. 


Evaluation 


Color Change (Dry Test) 
Class 1—Test specimens which change 


COLORFASTNESS TO LIGHT 


made from them, whether dyed, priated, 
or otherwise colored. 

Io interpreting the results of the 
tests, i¢ must be remembered that color- 
fastness to light is dependent upoa such 
factors as spectral distribution sod 
density of the incident radiant flux, the 
temperature and relative humidity of 
the air about the textile, and atmos- 
pheric contamination. The relative rates 
of fading of different textiles do nor 
necessarily chaoge to the same degree 
with changes in these conditions, Coo- 
sequently, the relative fastness of textiles 
under the widely varying conditions of 
use cannot be predicted with certainty 
by any one test. Ir is, thereforc, common 
practice to investigate the fastness of a 
material by exposure under the varicty 


original shade after having cooled for 
two bours. 

Class 5—Tesc specimens which do nor 
change shade either during or after the 


test. 

Color Transference (Wet and Dry 
Test)—Evaluate any stain on the white 
cloth by a comparison with the Color 
Transference Evaluation Chart. Assign a 
value corresponding to the row of Muo- 
sell Color chips which the stain most 
nearly matches. 

Class 1—Equivalent to Row 1 oa 
the Chart. 

Class 2—Equivalent to Row 2 oo 
the Chart. 

Class 3—Equivalent to Row 3 on 
the Charr. 

Class 4—Equivalent to Row 4 oo 
the Chart. 

Class 5—No color transferred. 


of conditions under which it may be 
used, in order to arrive at a full under- 
standing of the performance to be ex- 
pected of it. Having thus established the 
acceptability of the particular material, 
subsequent lots of it may be rated by di- 
rect comparison with samples from the 
first,in either of the methods given here. 


Although the two methods lead to 
results which are in general agreement 
for the majority of textiles, they do not 
lead to the same results for all textiles. 
When significantly different fastoess is 
found with the lamp method and the 
daylight method, that found with the 
daylight method is to be regarded as 
the fastness for the purpose indicated io 
the second paragraph of this section. 


Text Methods 
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COLORFASTNESS, 


A. CARBON-ARC LAMP TEST 


Tentative Test Method 
16A-4 


Light (Carbon- Arc) 


(Accepted by the American Standard» As-ociation; ASA Designation 1.14.53-1951) 


Purpose sd Scope 


This is a relatively rapid laboratory 
method for evaluating colorfastness to 


A specimen from the textile to be 
rested and a standard dyeing or dycings 
lexposed simultancously to a specified 
calibrated carbon-arc light under speci- 
fed conditions for sufficient time to pro- 
luce “just appreciable fading” of test 
pecimen or standard. Cclorfastness is 
ted in terms of the relative fastness of 
pecimen and standard. or in terms ot 
the number of “Standard Fading Hours” 
SFH) of exposure required to produce 
just appreciable fading”. 


Defimitions 

‘Just appreciable fading” in this 
method means a change in color of any 
ind (whether a change in hue or satu- 
jon or becoming lighter or darker) 
hich is immediately noticeable in com- 
baring the exposed arca of the specimen 
yith an unexposed arca, when viewed 
in north sky light or equivalent source 
ith illumination of 50 foot-<candles or 
nore on the surface. If clover inspec: 
or a change of angle is required to 
iD certain that there is a change in 
‘olor, the fading is not considered to be 
‘appreciable™, “Jusce appreciable fading” 
approximately three NBS-Judd steps 
color difference (1). Blue Lightfast- 
s Standard Dycing Le of the 
A.T.C.C. (2) shows “just appreciable 
fading” when expored for 20 Standard 
fading Hours in the Master Fiding 
mp at the National Burcau of s:and- 

rds in Washington. 
One Standard Fading Hour in this 
method is one-twentieth of the time of 
posure in the Master Fading Lamp te- 
quired to produce “just appreciable fad- 
ing” of Blue Standard Dycing Ly. 


\ 
Ppasratus and Materials 


tandard Dyeings. The seven Stand- 
lar Blue Dycings L2 to L8 inclusive of 
the A.A.T.C.C. (2). A standard sample 
lof cloth may be established by mutual 


Carbon-arc Lamp Fading Apparatus. 
Type FDA-R Fade-Ometer of cquiva- 
lent (4). See Appendix I for details. 


Y AVAILABLE 
i ound volume 


inal 


Lightsensitive Paper and Standard 
Faded Strips for calbbrating the lamp 
in “Standard Fading Hours” (4) (9). Sew 
Appendix I tor details. 

Cardbourd—91-Ib. white Bristol In- 
dex (5). 


Vest Specimens 


One of more specimens of cach ma- 
terial co be tested and of cach standard 
tor comparinon may be used. (One of 
more pieces of the light-sensitive paper 
253°x3" will be needed as the lamp is 
to be calicrated during the run. See Ap- 
pendix ID. Prepare the specimens ay 
tollows: 

Fabrics: pieses about 2! 2°x3". with 
the longer dimension running length. 
wise (warp direction of woven fabricy). 

Yurm: knit to give a piece 2! 27x35", 
or wound on white cardboard to give 
good coverage, with the yarns running 
an the long direction. 

Fibers: made into pads about 2! 37x3", 
with the longer dimension lengthwise 
of the fibers if possible, mounted on 
white cardboard. 


Procedure 


1. Be sure that the fading lamp is 
in good running order at the start of 
cach tex. with a clean pyrex globe, 
tree from chips and cracks. a new trim 
«f carbons. clean wicks, and clean air 
filter. Globes should be dixarded after 
2000 hours of usc. of when pronounced 
dixoloration develops, 

2. Calibrate the fading lamp during 
the test (see Appendix ID. 

% Place tie specimens to ke tested 
aod tne tevewary standards and calibra- 
ton paper in the specimen holders, tak- 
ing care to we that front and back cov- 
ers make good contact with them except 
over the 1$4°x2” opening. The covers 
should make close contact in order to 
give a sharp line of demarcation be- 
tween exposed and uncxpowd areas, but 
should not compress the specimens un- 
necessarily, Other methods of mounting. 
«.g. on white cardboard, are sometimes 
ued, 

4. Place the filled specimen holders 
on the specimen rack of the Fade- 
Omcter. with the holders supported both 
top and bottom in proper vertical align- 
ment. Even a small displacement of the 


spevamen toward af away trom the lamp 
mas lead to too much of too little fad: 
ing. Completely till the specimen rack 
wih holders containing white card: 
board in all spaces not filled with 
specimens, 

5. Start the lamp and operate it con- 
tinuously until the tests ate completed 
(we Par. 6) of the carbons are con- 
sumed. Avoid unnecessary delays when 
carbons must be changed and the test 
continued. Unnecessary interruptions 
and periods of standing with the light 
otf may lead to undesirable variations 
in results, 

6. Be sure the current, voltage, tem 
perature, and humidity during the test 
are ay specified in the detailed descrip- 
tion of the apparatus (Appendix 1). 

=, Examine specimens and standards 
after exposure for periods of $. 10. 20. 
10, 80, 160, and 320 Standard Fading 
Hours, or such of these periods as may 
he necewary to establish the period at 
which no more than “just appecciable 
fading” is of served. In a properly cali- 
brated fading lamp the lightfastnes 
standards will show “just appreciable 
fading” as follows: L2 in 5 Standard 
Fading Hours; L3 in 10 SFH; L4 in 20 
SFH, L5 in 40 SFH; LG in 80 SFH; L7 
in 160 SFH; L8 in 320 SFH. 

%. Discontinue exposure of cach 
specimen and standard at one of the 
times indicated. at which it shows “just 
appreciable fading”. Allow them to lic 
in the dark at room temperature for at 
lease 2 hours in order to cool off and 
regain moisture from the air, Rocxzamine 
them « confirm the preliminary judg- 
ment. View them in the light from a 
daylight fluorescent lamp of cquivalent 
wurce with illumination of 50 foot- 
candles or more on the surface. 


Evaluation 


A specimen ix considered to he as 
fase as a standard when it docs not show 
“just appreciable fading” sooner than 
the standard; not as fast when it shows 
“just appreciable fading” sooner than 
the standard in the test. 

Classify the colorfasiness to light of 
a dycstuff by classifying the fastness of 
dycings made from it and indicating the 
hind of fiber to which it is applied, the 
method of application, strength of dyc- 
ng. and nature of finishing treatments 
if any. 
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Aniline Dyes 
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CURRENT DEVELOPMENTS 
"IN COLOR-FASTNESS TESTING IN FRANCE 


J. P. NIEDERHAUSER 
Compagnie Francaise des Matiéres Colorantes, Paris, France 


The Fastness Texts Committee of the French Textile 
and technician of 


REE 


The work undertaken by ISO is followed with great in- 
terest and the French Commission hopes that it will very 
in international 


soon in recommendations recognized 
fastness codes. throughout the world. = 

From this time on, the manufacturing of high The latter will, by the way, be made into official speci- 

dyeings and prints, has always been the prime concern of Seations of the French government just as soon as possible. 

| Among the problems which have expccially interested 

the French board is that of light-fastness. 


While this kind of apparatus gives excellent results for 
speedy industrial controls and permits the 
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which had been published in 1 
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U. S. Patent 573.299. 


PaTENT OFFICE. 


UNITED STATES 


TRAUGOTT SANDMEYER, OF BASLE, SWITZERLAND, ASSIGNOR TO JOHN R. 
GEIGY & CO., OF SAME PLACE. 


RED DYE. 


SPECIFICATION forming part of Letters Patent No. 578,200, dated December 15, 1896. 


Application filed Septomber.22, 1896, 


To all whom it may concern: 

Beit known that I, TRAUGOTT SANDMEYER, 
a citizen of the Swiss Confederation, residing 
at Basle, Switzerland, have invented certain 
new and useful Improvements in the Produc- 
tion of Red Coloring-Matter, of which the 
following is a specification. 

This invention relates to the production of 
a new coloring-matter which belongs to the 
class of so-called “rhodamine colors” and 
which is of a very pure red shade and which 
dyes wool from an acidulated bath, giving 
shades which are characterized by a remark- 
able fastness against the action of alkalies. 
I have found that the orthosulfo-acid of ben- 
zaldehyde can be very easily condensed with 
alkylated metaimidophenol to dihydroxyl- 
ated alkyldiamidotriphenylmethanmonosal- j 
fo-acids, which do not furnish coloring-mat- 
ters by oxidation, but only after a previous 
intramolecular removal of one molecule of | 
water on treating the same with one of the 
usual water-removing agents. 

‘As an example of the manner in which this | 
red coloring-matter may be prepared I proceed ; 
as follows: Thirty-seven kilograms of a solu- 
tion containing ten per cent. of benzaldchyde- 
orthosulfo-acid are boiled with seven kilo- 
grams of dicthylmetaimidopheno! for eight | 
flours. The solution of the thus-obtained ‘c- | 
traethyldiamidodioxytriphenylmethanmono- { 
sulfo-acid is ‘then evaporated to dryness, 
the remainder being powdered and heated | 
with forty kilo of concentrated sul- 
furie acid for one hour to 135° to 140° centi- | 
grade. I dilute with four hundred liters of ; 

‘water, boil and filter the cold solution, to ; 
which are now added eighteen kilograms of ! 
a solution of ferric chlorid containing thirty- : 
three per cent. FeCl, I heat up for foar to i 
five hours to 80° to 90°.cen’ e, after which | 
the -coloring-matter thus formed separates | 
in crystals and remains partly in so- ; 

lution and cau be precipitated by addition of | 
common salt. It is filtered from the acid go- : 
lation, washed with a hot concentrated solu- 

tion of common salt in order to remove the ; 
adhering ferric salts, and finally boiled with ; 
aqueousammonia. By thistreatment thecol- | 
oring-matter is separated from the other red : 
coloring-matters of the same shade, but solu- ; 
ble in alkalies. Thepure product is filtered, | 
washed with water, dried, and erystallized 

from its alcoholic or acetic-acid solution. It 


Berial No. 606,579. (Bpecimens.) 


is obtained as a greenish crystalline powder, 
which dissolves sparingly in cold water, some- 
what better in hot water, and very easily in 
alcohol and acetic acid with a bluish-ret 
shade. All these solutions, especially the a:- 
coholic one, show a very bright yellowish-red 
fluorescence. An addition of ammonia or 
soda-lye to the aqueous solution does not 
change the color. 

In hydrochloric acid and diluted sulfuric 
acid the coloring-matter is very easily sola- 
ble with a yellowish-red shade, turning to 
Dluish-red by addition of water. From these 
solutions wool and silk are dyed in very pure 
Dinish-red shades which are perfectly fast to 
alkalies. 

When, in the above example, instead of di- 
othylmetaiimidophenol is su ostituted dimeth- 
yletaimidophenol, a very similar coloring- 
matter is obtained, which differs only from 
the first one by its being less soluble and dis- 
sociating very easily from its solution in min- 
eral acids. he described process can beal- 
tered in this way, that the condensation of 
the benzaldchydeorthosulfo-acid with the al- 
kylated amidephenol and the removal of one 
niolecule of water in the first-formed product 
of con Iensation are accomplished at the same 
time. For this purpose the caleulated quan- 
tities of the xbove-mentioned dry substances 
aro dissolved in concentrated sulfuric acid, 
then heated to 100° centigrade for a few hours 
and finally to 130° to 140° centigrade. The 
farther working up is the same ax described 
in the previous example. 

The new red dyestuff has probably the fol- 
lowing formula: 


C2 %. 


Cz ths AK CH 


Vee 
” Cc: Hs 


Maving thus described my invention, I 
elaim as new and desire to secure by Letters 
Patent— 
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_ 1. The process herein described of produc- 
ing a red coloring dyestuff, which consists 
in condensing benzaldehydeorthesuilfo-acid 
with an alkylated metaiimidophendl, remov 
ing one molecule of water from the thus-ob- 
tained dihydroxylated tetracthyldiamidotri- 
phenylmethanmonosulfo-acid, and oxidizing 
the thus- formed derivatives of triphenyl- 
methan oxid, substantially as set forth. 

2. The process herein described of produc- 
ing a_red coloring dyestuff, which consists 
in condensing benzaldehydeorthosulfo-acid 
with.an alkylated metaimidophenol, such 
as diethylmetaimidophenol, removing one 
molecule of water from the thus-obtdined 
dihydroxylated tetraethyldiamidotriphenyl- 
methanmonosulfo-acid by treating the same 
by one of the usual water-removiug agents, 
such as concentrated sulfuric acid, and oxi- 


20 Gizing the thus-formed derivative of triphe- 


nylmethan oxid, substantially.as set forth. 


3. The new coloring- matter heécin! de- 
scribed, being a greenish crystalline powder, 
aclrcelyeciune in cold water, somewhat: bet- 
ter soluble in hot water, very easily soluble j 
alcohol andaceticacid with a bluish-red 
showing a very bright: yellowish-red flu 
cence, soluble in hydrochloric acid and/di- 
luted sulfuric acid with a yellowish-red shade 
turning to bluish red by addition of water, 


shades distinguished by their fastnessa:; 
the action of alkalies, substantially 
scribed. 


inst 
de- 


producing on silk and wool very eagaine 


In testimony that I claim the foregoing as 35 
‘my invention I have signed my name in|pres- 


ence of two subscribing witnesses. 
TRAUGOTT SANDMEYER. 

Witnesses: 
GEORGE GIFFORDS, 
2AALBERT GRAETER:. 


15 “phenol an 


256 


U. S. Patent 1,006,738. 


UNITED STATES PATENT OFFICE. 


‘WILHELM EMMERICH, OF HOCHST-ON-THE-MAIN, GERMANY, 


ASSIGNOR TO FARB- 


WERKE VORM. MEISTER LUCIUS & BRUNING, OF HUCHST-ON-THE-MAIN, GERMANY, 


A&A CORPORATION OF GERMANY. 


RED ACID DYESTUFF. OF THE TRIPHENYLMETHANE SERIES AND PROCESS OF 
MAKING SAME. 


1,006,738. 
Ko Drawing. 


To all whom %t may concern: | 
Be‘it known that I, Wrinena: Excomrtci, | 
Ph: D., cheinist, a ‘citizen of the Empire of 
Germany, residing at. Héchst-on-the-Main, 
Germany, have~inyented certain: new and 
useful Linprovements in Red Acid Dyestutts 
of the Triphehylmethane Series ‘and Proc- 
esses of Making Same, of which the follow- 
oe a. specification. . 
10 . I have found that valuable’ asythmetrical 
red acid dyestuffs of ‘the triphenylmethane 
group can 
penzuldehyde disulfonic acids with one | 
molecular proportion of 2 monoalkylamino- | 
one molecular proportion of a | 
dialkylamindphenol. The leuco compounds | 
of these dyestuffs have the general formula: | 


=e} 
NGS: 


wherein X stands for an alkyl group or hy- 


r a residue of benzoldigulfonic 
in, the form of 
brown powders 


drogen, Kt fi 
acid; suid dyestuffs being, 
their sodium sults, red to 
readily soluble in water, dyeing wool and 
silk very pure tints while leaving inter- 
mixed cotton threads undyed. The tint of 
the dyestuffs thus produced lies between the 
tints of the corresponding symmetrically 

constituted dyestuffs. These dyestuffs by | 
reason of their excellent solubility have 2 | 
greit advantage over the symmetrical dyc- ; 
stuffs obtainable from aldehydedisulfonie | 
acids und monoalkylaminophenols, which ; 
are rather dificultly soluble. ‘The fuct that 

the asymmetrical dyestuffs are of much bet-, 
ter solubility than mixture of the.di- ind 
tetralkyl-dyestuffs yiclding the same lint, 
proves that the said products are homo- 
geneous chemical compounds. : 

“fhe following example illustrates uy in- 
vention: 31 gr. of sodium salt of benzalde- 

hyde-disulfonic: acid are boiled for: some 

hours in diluted, aqueous solution with a 


Specification of Letters Patent. 
t Application filed December 30, 1910. ‘Serial No. 600,080. 


be obtained: by: condensing the-|: 


- Patented Oct. 24, 1911. 


slightly acidified solution of 16.5 gr. of 
diethyl-m-aminophienol and 15.1 gr. of 
monocthylaminocresol : 


; ol 

wherenpon the asymunetrical lenco-dosul- 
fonic acid separates. “For closing the pyrone |, 
ring, the dry leuco-ncid is heated with five 
times its quantity of sulfuric acid of 66° Bé. 
for some hours to 130-135° C.; this solution 
is precipitated with water and the filtered 
pyrone-disulfonic acid ix heated with the 
necessary” quantity of ferric chlorid to 
80-100° C. for converting it into the acid 
of the dyestuff. ‘The leuco compound of 
this acid dyestulf has the formula: 


catun, /\ } 0 (Cate 


nll 


1 
The dyestulf ‘after being completely sepa 
rated by means of common salt is filtered 
off, dissolved in sodium carbonale, agnin 
filtered and the sodium salt precipitated by 
means of common sult. The coloring mat- 
ter forms. a brownish-red powder which is 
readily soluble in water lo a bluish-red so- 
lution. 

Having ‘now particularly described! my 
invention, what fclaim ist 

L. The process of manufacturing: asym- 
metrical red. dyestuffs of the tripkenyl- 
methane series, Which consists in condens- 
ing one molecular proportion of 2 benzalde- 
hyde-disulfonic acid with onc molecular 
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proportion of a monoalkylated and one | acid dyestuff the leugo compound of which 
aiolecularMi propor tionttiatetatidiaiicyletedt thastthertormals eo ae 


ma-aminophenol, and in transforming, after ; 

the ‘closing of the pyrone ring, the leuco- COHEN. , Y (CaFls)e 

5 disulfonic acids thus obtained into the dye- 

stuffs by oxidation. Sar 30 
2. As new products, asymmetrical red ‘a 


acid dyextuffs the leuco compounds of which 
have the general formula: 


10 OC oe 5 
x T ‘gaid dyestuff being, in the form of. its so- 
1 


15 dium salt, a brownish-red powder readily 
wherein X stands for hydrogen which may | soluble in water, dyeing wool and silk a 4y 
be replaced by an alkyl group, R for a resi- | pure bluish-red tint while leaving inter- 
due of benzoldisulfonic acid; said dyestuffs | mixed cotton threads undyed. ‘ 
being, in the form of their sodium salts, red | _ In testimony whereof, I affix my signa- 

20 to brown powders readily soluble in water, | ture in presence of two witnesses. 
dyei wool and silk very pure red tints WILHELM EMMERICH. 

w ute leaving intermixed cotton tkzeads un- 


y' 
.3 As anew product, an asymmetrical red | 
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Orndorff, ez al., Publication of 1924, J.A.C.A. 


1896 W. R. ORNDORFF AND RB. S. VOSE Vol. 46, 


over two moles of anhydrous aluminum chloride are used for each mole of 
acid anhydride that is allowed to react. 
2. The ketones are obtained in good yields and boil almost constant 
on the first distillation. 
Unsana, Intmors 


{ConTemmuTion Fro THE BAKER LaBoraTory OF CHEMISTRY, CORNELL University} 


SULFONEFLUORESCEIN AND DIHYDROXYBENZOYL-BENZENE- 
ORTHO-SULFONIC ACID, AND SOME OF THEIR 
DERIVATIVES' 


By W. R. Oxnvorrr anv R. S. VosE 
Racurven Arait. 11, 1924 Pusursngp Avocsr 5, 1924 
In 1884 Remsen? discovered sulfonefluorescein and called this class of 

compounds the sulfonephthaleins. Remsen and Hayes? in 1$$7 attempted 
to isolate sulfonefluorescein, but obtained the ammonium salt of dihydroxy- 
benzoyl-benzene-o-sulfonic acid, as shown in 1889 by Remsen and Linn‘ 
who prepared sulfonefluorescein by heating dihydroxybenzoyl-benzene- 
o-sulfonic acid at 185°. Their analyses of the amorphous material showed 
it to contain a molecule of water. Fahlberg and Barge’ in 1889 state 
that instead of the reaction between resorcinol and o-sulfobenzoic acid 
being analogous to that of the formation of fluorescein, it gave a product 
resulting from the condensation of four molecules of resorcinol with one 
of o-sulfobenzoic acid. Blackshear® in 1892 made sulfonefluorescein by 
the method of Remsen and Linn and his analyses of the amorphous product 
agreed with those of these authors. White’ in 1895 made sulfonefiuo- 
rescein by the same method and attempted to prepare a bromine derivative. 
He repeated the work of Fahlberg and Barge and obtained similar results. 
Remsen and McKee? in 1896 found that both chlorides of o-sulfobenzoic 
acid gave sulfonefluorescein when heated with resorcinol. They state 
that when dried in the air their product contained a molecule of water. 
Sisley® in 1897 made sulfonefluorescein by heating “saccharin” with re- 
sorcanol and sulfuric acid and states that he obtained a tetrabromo com- 
pound. Sohon’* in 1898 made sulfonefluorescein from resorcinol and the 

1 From a dissertation presented by R. S. Vose in partial fulfilment of the require- 
ments for the degree of Doctor of Philosophy. 

2 Remsen, Ass. Chem. J., 6, 180 (1884). 

2 Remsen and Hayes, ibid., 9, 372 (1887). 

¢ Remsen and Linn, #id., 11, 73 (1889). 

® Fahiberg and Barge, Ber., 22, 754 (1889). 

© Blacksbear, Awe. Chem. J., 14, 455 (1892). 

7 White, sbid., 17, 545 (1895). 

® Remsen and McKee, ibid., 18, 802 (1896). 

* Sisley, Bull. soc. chim. Paris, [3) 17, 822 (1897). 

© Sohon, Ams. Chens. J., 20, 257 (1898). 
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Orndorff, et al., Publication of 1924, J.A.C.A. 


W. R. ORNDORFF AND BR. S. VOSE 


Hi H 
Oc catsoon 
07 HO 


(colored) 


Sulfonefluorescin differs from sulfonefluorescein in being readily soluble 
in water. 
On boiling with aniline, sulfonefluorescein is converted into a di-anilino 
compound, according to the equation, 
CHINHH + H C.HINH.C.Hs 
"YC-CaH.SO,0H = © — O.C1,50,0H + 21,0. 
CHNE: + 07 CAHN = CH 
This is probably an inner ammonium salt since it is but slightly soluble 
in sodium hydroxide solution. It dissolves in cold water to form a yellow 
solution with a greenish fluorescence; in boiling water the color is cerise, 
the greenish fluorescence being less pronounced. Sulfonefiuorescein does 
not react with boiling dimethylaniline, in which it is practically insoluble. 
Sulfonefluorescein gives a green mono-acetate and a diacetate which 
is light yellow. A colored monobenzoate is formed on boiling with 
benzoy! chloride. ‘The diacetate has a lactoid structure, while the mono- 
acetate and monobenzoate are quinoid derivatives. 
R 


where R = COCH; or COCHs. 
On treatment with benzoyl chloride or with phosphorus pentachloride, 
coloriess sulfonefluorescein dichloride is produced. This has the lactoid 
structure. 


° 


‘The chlorine atoms in this compound are not removed by boiling with 207% 
sodium hydroxide solution, although it dissolves, forming both colored 
and coloriess salts of sulfonefluorescein dichloride. 
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Orndorff, et al., Publication of 1924, J.A.C.A. 


1906 W. R. ORNDORFF AND R. S. VOSE Vol. 46 


is is insoluble in ether and benzene. It is very soluble in water, 
acetone. It is somewhat soluble in cold glacial 

warmed. Dil. sodium hydroxide solution dis- 

which shows a faint trace of fluorescence. 

green fluorescence becomes very 

130° it turns red, and at 240° 


from acetic anhydride 
yellow solution. It also 


(COCH):: S, 7.06. Found: 6.89, 6.97. 

Action of Ammonia on Sulfonefiuorescein.—Dry sulfonefluorescein was exposed 
for 48 hours to ummocia that bad been dried with solid sodium hydroxide and sodium 
wire. It absorbed about four molecules of ammonia. 

Anel. Subs., 0.4630, 0.3762: NH» absorbed, 0.0684, 0.0565. Cale. for CisHir 
OS4NHs: Nia, 15.61. Pound: 14.77, 15.02. 

‘When placed in a desiccator over concd. sulfuric acid and allowed to come to cone 
stant weight, it then contained one molecule of ammoais. 

Anel. Subs. 0.4630, 0.3762: NHs. 0.0218, 0.0173. Calc. for CisHOS.NH: 


to 120°. 
Anel. Sabs., 0.5450, 0.6081. 
8,618 Found: 6.10, 6.16. 


Anal. Subs., 0.5243, 0.6382: BaSO, 0.2946, 
$7.81. Found: 7.72, 7.75. 

Sutfonefinorescein mono-ecetate dissolves in boiling glacial acetic acid giving = dark 
green solution. If this solution is boiled for about an hour the green color disappears 
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[250] 
Ruling of the Court, June 17, 1960. 


The Court: These are two actions which have been 
consolidated for trial to secure an adjudication against 
the Commissioner of Patents that the plaintiffs are en- 
titled to patents on two applications that have been re- 
jected by him. 

The first application is by Gustav Schafer, No. 234665, 
filed on June 30, 1951. 

The second is an application of Herbert Bestian, Gustav 
Schafer, and Ferdinand Quint, No. 328832, filed on De- 
cember 30, 1952. 

Each of the applications relates to dyestuffs based on 
triphenylmethane. 

The evidence shows that varieties of dyestuffs are 
numberless, each of them being based on a.somewhat dif- 
ferent chemical formula. 

Manifestly, all of the permutations and combinations 
of chemical formulas relating to various dyestuffs are 
not patentable. 

It is necessary, in order to obtain a patent, to show 
that the inventive faculty was employed in devising the 
particular formula. 

Otherwise, the patent law will be stifling progress in- 
stead of assisting it. 

The two applications, though they relate to subject mat- 
ter of the same type, must be treated somewhat differ- 
ently because the grounds of rejection are not the same. 

In the first of the two cases, the rejection was based 
of a publication by W. R. Orndorff, dated 1924, which 
discloses a homologue of the claimed compound. — 

A homologue is defined in Application of Henze, [252] 
181 Fed. 2nd 196, 200, as follows: 


“A homologous series is a family of chemically related 
compounds, the composition of which varies from member 
to member by CH, (one atom of carbon and two atoms 
of hydrogen).” 
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It is well established that the substitution or addition 
of a homologue to a known compound is not ordinarily 
patentable: 


The Application of Henze, supra, the Application of 
Finley, 174 Fed. 2d 134; In re Hass, 141 Fed. 2d, 122-125; 
Application of Norris, 179 Fed. 2d 970, 972. 

This doctrine has been carried by the Patent Office to 
a situation in which the homologues are not adjacent: 

Ex parte Kosolapof, 93 U. S. Patents Quarterly, 230. 

This, however, is not an arbitrary or a rigid rule. It 
is based on the thought that a homologous series is likely 
to have similar, although possibly slightly different, prop- 
erties. 

If, however, unexpected results are reached or proper- 
ties discovered that are not obvious as a result of the in- 
troduction of a homologue, the new compound may be 
patentable, if, in addition to the novel and unexpected re- 
sult, there is a showing that the inventive faculty was 
employed [253] in arriving at it, and that it was not 
merely the product of a person ordinarily skilled in the 
art. 

‘Ip this case, the Examiner found that the new product 
did not sufficiently show any new or unexpected proper- 
ties but, at best, differences in degree. 

“There is no basis for overruling the Examiner on that 
point, especially as his finding was sustained by the Board 
of Appeals. 

‘The new evidence introduced at this trial on this point 
ig not sufficiently convincing or strong to justify this 

Yourt in reaching a finding to the opposite effect. 

For these reasons, the Court will affirm the conclusion 
of the Board of Appeals as to the first of these applica- 
tions. 

' The second application involves a somewhat different 
point. 

' The application was rejected on the basis of the United 
States Patent to Emmerich, issued October 24, 1911 and 
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numbered 1006738, which also related to a dyestuff of 
the triphenylmethane series. 

The rejection on Emmerich was in the light of the 
Orndorff publication to which reference has already been 
made. 

It is argued in behalf of the Patent Office that if the 
Orndorff compound is substituted for one of the radicals 
in the Emmerich structure, the result will be the [254] 
compound claimed in the Bestian application, with the 
addition of a homologue. 

It is also argued and was so held by the authorities’ of 
the Patent Office that such a substitution would be obvious 
and not involve the inventive faculty. . . 

There is a presumption of regularity in actions of the 
Patent Office and the burden of proof is upon the plaintiff, 
not, of course, to prove beyond a reasonable doubt, but 
by a reasonable preponderance of the evidence to show 
that the Patent Office was in error. 

Great weight must be attached to the expertise of the 
Patent Office on technical matters, especially in a technical 
art such as that involved in this case. 

The Court sees no basis for overruling the conclusion 
of the Patent Office tribunals that the steps taken by the 
applicants in this instance were other than the product 
of mechanical skill. 

In view of these considerations, the Court will sustain 
the Patent Office in this case also. 

Accordingly, judgment will be rendered dismissing each 
of the complaints on the merits. 

Counsel will please submit proposed findings: of. ‘fact 
and conclusions of law. 

The Court is indebted to counsel on both sides for 
[255] their very helpful presentation’ of the complex prob- 
lems involved in this litigation. 

(Whereupon, at 3:15 p. m., the proceedings in the above 
matter were concluded.) 


264 


Findings of Fact and Conclusions of Law by the District 
Court, Entered June 30, 1960. 


J. The plaintiffs, (1) Gustav Schafer and (2) Herbert 
Bestian, Gustav Schafer and Ferdinand Quint, brought 
these actions under 35 U. S. C. 145 seeking a judgment 
from this Court authorizing the Commissioner of Patents 
to'grant patents respectively on (1) @ single claim of the 
Schafer patent application Serial No. 234,665, filed June 
30, 1951, entitled “Triphenylmethane Dyestuffs”, and (2) 
certain claims of the Bestian et al application, Serial No. 
328,832, entitled “Triphenylmethane Dyestuffs and a Proc- 
ess of Preparing Them.” 


2. The trials of these actions were consolidated pursuant 
to an order of the Court granting plaintiffs’ motion to 
consolidate the actions, which motion was, concurred in 
by the defendant. 


3. The Primary Examiner of the Patent Office had 
finally rejected claim 3 of the Schafer application and 
claims 1 and 2 of the Bestian et al application, allowed 
claim 7 of the latter application directed to a particular 
elected species embraced within the genus of both claims 
1 and 2, and held that claims 3, 4, 5 and 6 of Bestian et 
al were directed to non-elected species. The Board of 
Appeals dismissed the appeal as to the last four desig- 
nated claims. 


‘4. Claims 3, 4, 5 and 6, set forth in the complaint of the 
Bestian et al application have been abandoned by the 
Plaintiffs. 

| 5. The claims at issue are claim 3, the sole claim of 
the Schafer application which is directed to'a specific com- 
pound, and claims 1 and 2 of the Bestian et al application 


each of which is generic and embraces a plurality of com- 
pounds, 


BEST Cop 


from the origi 
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6. The specification of the Schafer application states 
that dyestuffs which dye wool and silk red to blue shades, 
and are distinguished by very good fastness to light and 
to alkalies, can be produced by reacting a disclosed tri- 
phenylmethane-type compound (a halogen or alkoxy de- 
Tivative of sulfophthalein) with an aromatic amine such 
as 1-amino-2, 6 dimethylbenzene, and sulfonating the prod- 
uct so obtained, 


7. The sole claim of the Schafer application relates to 
a dyestuff which is a derivative of triphenylmethane, hav- 
ing the following formula: 


34 
oN 


gaid dyestuff being after sulfonation a water-soluble prod- 
uct which dyes wool and silk bright red shades of good 
fastness properties, especially of very good fastness to 
light and to wet processing. 


8. The defendant relies upon.the following prior publi- 
cation to show that the subject matter of claim 3 of the 
Schafer application is unpatentable: 
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Orndorff, e¢ al., Journal of the American Chemi- 
eal Society, Vol. 46, pages 1896, 1898, 1906 (1924) 
which discloses an aniline derivative of a colored 
triphenylmethane or sulfophthalein compound, the 
erystals of which are blue-violet by transmitted 
light, and which have a surface color of green. 


9, The compound of claim 3 of the Schafer application 
has four more carbon atoms and eight more hydrogen 
atoms than the Orndorff compound, and is @ non-adjacent 
homologue of said compound. 


40. The testimony as to the light fastness of the com- 
pound of claim 3 of the Schafer application is insufficient 
to show that said compound possesses unobvious or un- 


expected beneficial properties not actually possessed by the 
Orndorff compound. 


11. The compound of claim 3 of the Schafer application 
would have been obvious to a person having ordinary 
skill in the art of triphenylmethane dyestuffs at the time 
Schafer made his invention. 


12. Claim 3 of the Schafer application is unpatentable. 


18. The specification of the Bestian et al application 
is directed to asymmetrical triphenylmethane dyestuffs 
having good properties of fastness. Such dyestuffs can be 
produced by reacting a disclosed asymmetrical triphenyl- 
methane-type compound with a primary or secondary 
amine. 


| 44, Claim 1 of the Bestian et al application is repre- 
dentative of claims 1 and 2, and relates to dyestuffs which 
are derivatives of triphenylmethane having the following 
formula: 


wherein R, and R stand for members selected from the group 
consisting of hydrogen and lower alkyl, Roe stands for a member 
selected from the group consisting of radicals of the benzene 
series, Neethylcarbazole and 1-phenyl-3-methyl-5-pyrazolones, 
R, stands for a member selected from the group consisting of 
radicals of the benzene series, tetrahydronaphthyl, eyclohexyl, 
methyl-cyclohexyl and lower alkyl, and Rs stands for a member 
selected from the group consisting of hydrogen, chlorine, the 
methoxy, the carboxyl and the sulfonic acid radical, and where-+ 


in 
Ve 
is different from - \ n 
| 4 
gaid dyestuffs containing at least one -S03H group. 


15. The defendant relies upon the followi 

. Th wing patent and 
publication to show that the subject matter of each of 
claims 1 and 2 of Bestian et al is unpatentable: 


A. Emmerich patent No. 1,006,738, which relates 
to sulfonated asymmetrical triphenylmethane dye- 
stuffs having monoethylamino and diethylamino sub- 
stitutents. 


B. Orndorff et al, cited and described in Findi 
of Fact No. 8, above mes 
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16. It does not constitute invention to convert the 
colored sulfophthalein compound of Orndorff to a dye- 
stuff by substituting a sulfonic acid group particularly in 
view of the fact that the dyestuffs shown by Emmerich 
are closely related sifonated sulfophthaleins. 


17. Claim 1 of the Bestian et al application differs (1) 
from the general formula of the Emmerich compound 
appearing at page 1, col. 1 of Kmmerich only in that the 
ethyl group attached to the nitrogen atom appearing at 
the left side of said formula does not correspond to the 
definition of “R.” in claim 1 of Bestian et al.and (2) from 
the specific formula appearing at page 1, col. 2 of Em- 
merich, only in that (a) the ethyl group attached to the 
nitrogen atom appearing at the left side of said formula 
does not correspond to the definition of “R.” in claim 1 
of! Bestian e¢ al and (b) the Emmerich compound of said 
formula has a methyl (CH;) group attached to a carbon 
atom at a point where claim 1 of Bestian et al requires 
a hydrogen atom. 


18. A compound coming within the scope of claim 1 of 
Bestian et al is an adjacent homologue of the compound 
of page 1, col. 2 of Emmerich when modified by the re- 
placement of the monoethylamino group by one of the 
anilino groups of Orndorff. 


19. The testimony comparing the fading properties of 
certain dyes, one corresponding to each of Emmerich and 
Orndorff, and one to each of claims 6 and 7 respectively of 
the Bestian et al application, shows that the light fastness 
of the compounds of claims 6 and 7 differs from the light 
fastness of the prior art compounds in degree and not in 
kind. 


20. The testimony as to the light fastness of two spe- 
cific claimed compounds of the Bestian et al application, is 
insufficient to show that said two compounds are com- 
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mensurate with the large number and variety of com- 
pounds embraced by claims 1 and 2 of Bestian e¢ al. 


21. The testimony does not establish superiority of the 
dyestuffs falling within the broad confines of the formulas 
defined in claims 1 and 2 of the Bestian et al application 
over the compounds of the prior art. 


22. The compounds of claims 1 and 2 of the Bestian et al 
application do not possess unobvious or unexpected benefi- 
cial properties not actually possessed by the compounds of 
the prior art. 


23. The compounds of claims 1 and 2 of the Bestian 
et al application would have been obvious to a person 
having ordinary skill in the art of triphenylmethane dye- 
stuffs at the time Bestian e¢ al made their invention. 


24. Claims 1 and 2 of the Bestian et al application are 
unpatentable. 


Conclusions of Law. 


1. A claim to a compound which is a non-adjacent homo- 
logue of a compound of the prior art, is not patentable 
unless there is a showing that the claimed compound 
possesses unobvious or unexpected beneficial properties 
not actually possessed by the prior art homologue, and 
that the inventive faculty was employed in producing such 
compound, rather than the ordinary skill of the art. 


2. Plaintiff Schafer is not entitled to a patent contain- 
ing claim 3 of Schafer’s application Serial No. 234,665, 
filed June 30, 1951. 


3. Plaintiffs Herbert Bestian, Gustav Schafer and Fer- 
dinand Quint are not entitled to a patent containing any of 
claims 1 and 2 of their application Serial No. 328,832, filed 
December 30, 1952. 
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4| ‘The complaint of Schafer should be dismissed. 


5! The complaint of Herbert Bestian, Gustav Schafer 
and Ferdinand Quint should be dismissed. — 
ALEXANDER HOLTZOFF 
Judge 
June 27, 1960. 


I hereby certify that two copies of the foregoing Find- 
ings of Facts, Conclusions of Law, and Judgment were 
handed today, June 27, 1960, to the attorney for the 
Plaintiffs, Miles D. Pillars, 821 National Press Building, 
Washington 4, D. C. ' 

Cc. W. MOORE 
Solicitor. 
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Judgment, Entered June 30, 1960. 


These actions came on to be heard at this term, and 
thereupon upon consideration thereof, it is this 30th day of 
June, 1960 


ApsvupcEep that the complaints be and they are hereby 
dismissed, with costs against plaintiffs. 


ALEXANDER HOLTZOFF 
Judge 


Notice of Appeal, Filed October 5, 1960. 


Notice is hereby given that plaintiffs herein in the 
above-identified consolidated civil actions, hereby appeal 
to the United States Court of Appeals for the District 
of Columbia Circuit from the single Judgment dismissing 
the Complaints therein, entered in said actions on June 
30, 1960. 


MILES D. PILLARS 
Attorney for Plaintiffs 

821 National Press Building 
Washington 4, D. C. 


Corts, Morris & Sarrorp 
New York, New York 
Of Counsel 
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Appellants’ Motion to Consolidate, Filed October 5, 
1960. 


Now come the appellants in the above-entitled appeals 
and request the Court to consolidate these cases for the 
purposes of briefing, preparing the joint appendix, and 
for hearing the arguments. 

The cases involve similar subject matter and were con- 
solidated for trial below. The findings and conclusions of 
each of the cases were combined and in addition a com- 
bined judgment was rendered below. 

It is respectfully requested that this motion be granted. 

| 


MILES D. PILLARS 
Attorney for Appellants 


T hereby certify that two copies of the foregoing Motion 
to Consolidate were by me the day of October, 1960 
mailed to C. W. Moore, Solicitor, U. S. Patent Office, 
Washington 25, D. C. by First Class Mail postage prepaid. 


| MILES D. PILLAR 
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Order, Dated October 17, 1960, of the Court of 
Appeals, Consolidating Appeals. 
Before: 
Prettyman, Chief Judge, in Chambers. 


Upon consideration of appellants’ motion to consolidate 
these appeals, and it appearing that no objections have 
been filed, it is 


Oxperep that these appeals are consolidated for pur- 
poses of filing briefs, filing a single joint appendix and 
for oral argument. 


Dated: October 17 1960 


ROBERT: C. WATSON, Commissioner 


No. 16010 


HERBERT BESTIAN, GUSTAV SCHAFER 
and FERDINAND: QUINT; © 


sete Ror the ae 
District of Columbia’ Circuit 


Statement of Questions Presented 


‘1, The question is whether in judging the patentability 
of admittedly new and useful chemical dye compounds, the 
Court may disregard the uncontroverted evidence of quali- 
fied experts which establishes that the new compounds 
satisfy a long felt want of at least 55 years duration in 
a research conscious industry and where all prior attempts 
of chemists to fulfill such want had failed. 


2. The question is whether, contrary to the patent 
statutes, a presumption of unpatentability may be applied 
to new and highly useful chemical compounds. 


' 3. The question is whether the so-called homolog rule, 
ie., a presumption of unpatentability of new chemical com- 
pounds on the theory that dissimilar members of a chemical 
series all have similar properties, may be broadened and 
substituted for the statutory tests of invention contrary to 
the holding in In re Mills, —— F. 24 —, 126 U.S.P.Q. 
513 (C.C.P.A., August 1960). 


TABLE OF CONTENTS 


I. Jurisdictional Statement 
II. Statement of the Case 


A. 


B. 
C. 
D. 


E. 


The Inventions and Issues 

The Prior Art 

The Claims in Issue 

The Prior Proceedings in the Patent Office 
1. The Schafer Application 

2. The Bestian Application 

The Rulings Below 


Statutes Involved 
. Statement of Points on Appeal 


. Summary of Argument 


A. The Schafer dye and the Bestian et al. dyes 


are new, useful and meet the statutory cri- 
teria for patentable invention 


The so-called ‘“‘homolog’’ rule on which the 
asserted lack of patentability of the Schafer 
dyestuff is based has been discredited and 
demolished, and never was a justifiable sub- 
stitute for the statutory requirement for 
patentability 


The Court below erred in ignoring the tes- 
timony of two eminently qualified ‘‘persons 
skilled in the art’’ that the Schafer and 
Bestian et al. dyes have significantly im- 
proved fastness to light properties as com- 
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pared with the dyestuffs of the prior art and 
further in ignoring the tacit admission of 
the Patent Office, by its allowance of Bestian 
et al. claim 7, that the new dyes differ from 
the prior art dyes in kind rather than in 
degree 


. Claims 3, 4, 5 and 6 of the Bestian et al. ap- 
plication have not been abandoned 


. The light fastness of Bestian et al. claim 
6 and claim 7 dyestuffs is properly repre- 
sentative of the light fastness of the dyes 
within the scope of Bestian et al. claims 1 


VII. Conclusion 
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FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Gustav ScHAFER, 
Appellant, 


Mg Appeal No. 16,009 


Rosert C. Watson, 
Commissioner of Patents, 


Appellee, 


Hersert Bestian, 
Gustav ScHarer and 
Ferprvanp Quint, 
Appellants, | Appeal No. 16,010 
v. 


Rosert C. Watson, 
Commissioner of Patents, 


Appellee. 


BRIEF FOR APPELLANTS 
|—Jurisdictional Statement 


These Actions were brought in the Court below,® under 
| the provisions of Title 35 U. S. Code, Section 145 (Act of 
| July 19, 1952, ¢ 950, Sec. 1; 66 Stat. 803), for an adjudica- 

tion that: 

a) Gustav Schafer is entitled to receive a patent for 
his invention on an application filed June 30, 1951 
for ‘“‘Triphenylmethane Dyestuffs’ and 

b) Herbert Bestian et al. are entitled to receive a pat- 
ent for their invention on an application filed Decem- 
ber 30, 1952 for ‘‘Triphenylmethane Dyestuffs and 
a Process of Preparing Them.’’ 


These appeals are taken under the provisions of Title 28 
| U.S. Code, Sections 1291 and 1294 (Act of June 25, 1948, 


* Judge Holtzoff was the trial judge; the trial occupied only 

| a portion of 3 calendar days since the Court was simultaneously 

| handling other cases. Two expert dye chemists testified for plaintiff 
whereas defendant called no witnesses. 
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c. 646; 62 Stat. 929 and 930) and were consolidated October 
17, 1960 by order of this Court for purpose of filing briefs, 
filing joint appendix and for oral argument (JA 273). 


I]—Statement of the Case 

A. The Inventions and Issues: 

The Schafer and the Bestian et al. inventions here in- 
volved are synthetic dyes or dyestuffs. These new chemical 
compounds are also called acid wool dyes which, because 
of their chemical structure, are within the broad classifi- 
cation of ‘‘triphenylmethane dyestuffs.’’ 

While these new dyes are primarily for dyeing wool 
and silk, they are also suitable for nylon, cotton and blends 
thereof, particularly nylon and wool. 

The dyestuffs of these inventions yield brilliant, vivid 
shades that are, for this class of dyes, remarkably ‘‘fast 
to light,’’ a term of art indicating the ability of a dyestuff 
applied to a fibrous material to resist deterioration upon 
exposure to light. Such deterioration is usually manifested 
in fading such as occurs, e.g., oD exposed portions of wall- 
paper but not on covered portions thereof. 

As a class, triphenylmethane dyes provide a brilliance 
or vividness of color that is difficult to attain with any 
other class of dyes (JA 74, 75). 

While triphenylmethane dyes as a class have been known 
for nearly a century, and while it has been appreciated 
that these dyes provide the virtue of great brilliance 
coupled with the vice of bad fading, they possess another 
virtue of great importance to the users of dyes. As one 
expert witness testified at the trial (JA 79) in order to 
get good to excellent resistance to fading in brilliantly 
colored wools, one had to use other types of dyes which 
were 200% to 600% more expensive than triphenylmethane 
dyes. Thus the triphenylmethane dyes possessed the great 
virtue of cheapness and a basic economic incentive has 
long existed to improve triphenylmethane dyes so that the 
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user could have brilliance with little fading, and at low 
cost. Before the inventions in issue, one could not get 
the two virtues without the vice. 


Another expert of 24 years experience with dyestuffs 
testified that the light fastness, i.e., fading resistance, of 
triphyenylmethane dyestuffs has been objectionable for 
many years, they were not fast enough ‘‘for commercial 
use’’ and that throughout his 24 years experience dyestufft 
chemists have been trying ‘‘to improve triphenylmethane 
dyes with regard to their light fastness’’ (JA 22-23). 


But the Court below held, in effect, that when this long 
awaited goal had been achieved, the new dyes could not 
be patented because differences between fading and non- 
fading are ‘‘differences in degree’? and the solution was 
within the capability of ‘‘a person ordinarily skilled in 
the art.”? The latter conclusion was reached although 
all the testimony of the experts was to the contrary and 
there was no evidence offered to support the Court’s con- 
clusion. The first conclusion of the Court is analogous to 
ruling that the difference between a dollar and a million 
dollars is merely a matter of degree. Obviously, seman- 
tically speaking, one can call all differences in life a matter 
of degree. We submit that ‘‘commercially non-acceptable’’ 
is a difference in kind, recognized as such by the hard- 
headed businessmen who must select and pay for the dyes 
they will use. 


The Court below accepted, and applied in these cases, 
& presumption of unpatentability, not authorized by stat- 
ute, and frequently called the ‘“‘homolog rule’’. According 
to this rule, a new chemical compound was presumed to 
be unpatentable if there was known in the art a similar 
compound in the same family, the structural difference 
being only one step removed chemically*. This so-called 
“‘homolog rule’’ established a presumption of fact—a pre- 


*In chemical parlance, a related compound differing by a single 
CH, group is a homolog. 
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sumption that members of the same chemical family have 
closely related characteristics and properties. 

After the trial below, the Court of Customs and Patent 
Appeals sharply rejected, and discredited the ‘homolog 
rule’? on which the decision below is based. Thus there is 
presented here the question whether this Court will concur 
in or will reject the recent C.C.P.A. ruling*® overturning 
the so-called homolog rule. It is noted that the C.C.P.A. 
has, in accordance with the applicable statutes, admonished 
the Patent Office to apply the same legal standards of 
patentability to chemical inventors as to other inventors.°* 


B. The Prior Art Relied On By the Patent Office: 


The Patent Office cited several very old references to show 
that various triphenylmethane dyes were known. No con- 
tention was ever made that such references showed the 
new compounds of appellants, but merely that the new com- 
pounds had ancestors and other relatives in this large 
family. This was to justify the use of the so-called homolog 
rule. No contention was ever made that these ancestral 
relatives had ever been commercially acceptable as dyes. 

While the terminology and symbols of dye chemistry, 
at first glance, appear quite complex and perhaps bewilder- 
ing, the basic legal and factual issues outlined above do 
not really demand an intricate analysis or understanding 
of such terminology and symbols.°** However for com- 
pleteness a summary of the prior art is presented. 

In 1896, U. S. Patent 573,299 (JA 254) was granted to 
Sandmeyer for a red triphenylmethane dye indicated as 
having the formula 


* In re Mills, —— F. 24 —, 126 U.S.P.Q. 513 (August, 1960). 

** The C.C.P.A. said: “Homology per se should, therefore, be 

treated as a chemist would treat it, being nothing more than a fact 

which must be considered with all other relevant facts before arriv- 

ing at the conclusion of ‘obviousness’ specified in 35 U.S.C. 103.” 

(emphasis added) 

**% The trial judge valiantly but vainly tried to master the chemical 

terminology, as the record indicates. 


* The complete structural chemical formula of this compound is: 
CH.C CH™N. 7 »0O CH CH. 
3 > ree Yaa Bers 
oe i On aii he 
CH CAE ec Zo 
SCH” A “cH 


in which C stands for carbon, H for hydrogen, O for oxygen, 
N for nitrogen, S for sulfur and the numerical subscripts indicate 
the number of hydrogen or oxygen atoms attached to the immediately 
preceding carbon or sulfur atom. 

It is conventional and accepted practice in chemical literature to 
simplify the indicated formula of a phenyl group, 

CH, 

CH 


C 
‘ane 
ce 
NCH 
and it will be so indicated in this Brief. 
For further simplification in considering the facts of this appeal, 
it is noted that, with minor variations to be indicated, triphenyl- 
methane dyes and compounds derive their name basically from 


the fact that they all have three (tri) phenyl groups attached to 
a “methane” carbon atom, thus: 
and that the dyes with which we 


| 
are here concerned all have a 
é H common nucleus, to wit: 
I 
Nov 
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This dye has never been commercially acceptable because 
of its rapid fading upon exposure to light. 

In 1911, U. S. Patent 1,006,738 (JA 256) was granted to 
Emmerich for another red triphenylmethane, this one hav- 
ing the formula 

Hy y25 


Pa ~ 
8, Coe 


CoH 


CBS 


sO 


This too had the poor light fastness properties charac- 
teristic of triphenylmethane dyes (JA 25-27, 75, 76). 


Finally, in so far as this appeal is concerned, Orndorff 
et al. reported, in JACS Vol. 46, pages 1896, 1898 and 1906 
(1924), the preparation of a compound (not a dyestuff) 
having the formula 


O! 


This compound, if sulfonated to convert it into an acid 
dye, also has the poor fastness to light that is typical of 
triphenylmethane dyes (JA 25-27, 75, 76). 


C. The Claims in Issue: 


One claim (claim 3) remains in the Schafer application. 
There are seven claims in the Bestian et al. application 
one of which (claim 7, JA 188) has been held patentable 
by the Patent Office. 


The dyestuff of Schafer is defined in claim 3 (JA 92) 
as having the formula 


c CH 
Bac. x 3 
| ) 
N 


I C 
"3 Cn 


This dyestuff is now available commercially in the United 
States from the Carbic-Hoechst Corporation and is also 
sold to its competitor, the General Aniline & Film Cor- 
poration (JA 26, 73). 

The broadest claim (claim 1, JA 186) of the Bestian 


et al. application defines a group of triphenylmethane 
dyestuffs having the formula 


0 
os 
° 4 
Cc 
t 
Cy" 
i 
) 


w 


g 
in which R, and R; can be hydrogen or lower alkyl, e.g., 
C.Hs; 
R; can be a benzene radical (eg., @ phneyl group), 
N-ethylearbazole, or @ 1-pheny]-3-methyl-5-pyrazolone ; 
R, can be a benzene radical, tetrahydronaphthalene, 
cyclohexyl, methyl-cyclohexyl, or lower alkyl; and 


R;, can be hydrogen, chlorine, methoxy, carboxyl, or 
sulfonic acid radical. The claim further specifies that 


ENS + be different from 23 d that the d 
R? must be Tr “NAR e dye- 


stuffs must contain at least one -SO;H group. 


Claim 2 (JA 186) of the Bestian et al. application is 
subgeneric, i.e., of more limited scope than generic claim 1, 
but not specific to any single dyestuff. The formula de- 
fining the dyestuffs of claim 2 is similar to that of claim 1 
with the important exceptions that: a) R, and R, stand 
only for hydrogen, and b) R, and R, stand only for differ- 
ent benzene radicals. 


Claims 3, 4, 5 and 6 were not considered below because 
of the Patent Office practice of refusing to allow more 
than one specific claim if no generic claim is ultimately 
found allowable and of allowing such specific claims if 


a generic claim is ultimately found allowable. 


D. The Prior Proceedings in the Patent Office: 
1. Tue Scuarer APPLICATION 


The Schafer application was ultimately rejected as to 
its sole claim (claim 3), on the basis of the homolog rule— 
the young lady who acted as Examiner pointing to Orndorff 
as allegedly showing 2 homolog.* In the course of the pro- 


* As discussed later, it is conceded that Orndorff does not dis- 
close an “adjacent” homolog. It is disputed that it is any kind of 
a homolog. 
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ceedings, Schafer presented physical exhibits (Exs. 2, 3) 
showing samples of wool dyed with prior art compounds 
and the dye of claim 3—the samples being also exposed 
to accelerated fading tests against the background of com- 
mercially used International Standards on fading.* This 
evidences was admitted, but ignored, not on the ground 
that no superiority was shown over the art but that the 
acknowledged superiority is a matter of degree and superi- 
ority ‘‘is not unsuspected among homologues”? (JA 140- 
143). 


2. Tur Bestiaw APPLICATION 


Similar physical exhibits (Exs. 5, 6) showing how badly 
the prior art compounds faded as compared with some 
representative compounds of Bestian were also presented 
and received in evidence. Here the Patent Office held that 
the dye of claim 7 was patentable and allowed this claim. 
However, it refused allowance of claims 1 and 2 which 


cover other members of this new group of dyes. Obviously, 
the Patent Office considered the superior light fastness of 
the dye of claim 7 to be a difference in kind, not a dif- 
ference in degree.** 


E. The Rulings Below: 


The trial court below, in effect, affirmed the Patent Office 
view, the principal reliance being on the so-called homolog 
rule. Certain of the findings are either unsupported by 
any evidence, or are in conflict with the evidence. 


* It is emphasized that the better non-fading dyes of the Inter- 
national Standards are not triphenylmethane dyes, but are the more 
expensive kind mentioned above. 


** We note in passing that the inventors before the Court are 
protected by patents in Germany and several other major industrial 
countries. The court below, on the first day of trial, stated it “would 
be pretty important” if the inventions were patented in Germany 
(Tr. 8) but on the next day, when informed such patents were 
granted, said “I do not think they are relevant” (Tr. 135). 


IlI—Statutes Involved 


Constitution, Art. I, Sec. 8. 


‘The Congress shall have power . . . to promote the 
progress of science and the useful arts, by securing 
for limited times to authors and inventors the exclu- 
sive right to their respective writings and discoveries.”’ 


Act of June 25, 1948, c. 646, 62 Stat. 929, 930, U.S.C.A., 
Title 28, Sections 1291 and 1294. 


Section 1291: ‘‘The courts of appeals shall have jur- 
isdiction of appeals from all final decisions of the 
district courts of the United States. ...” 


Section 1294: ‘Appeals from reviewable decisions of 
the district and territorial courts shall be taken to the 
courts of appeals as follows: 

(1) From a district court of the United States to 
the court of appeals for the circuit embracing the 
district; ...”’ 


Act of July 19, 1952, c. 950, Section 1; 66 Stat. 797, 798, 
803, U.S.C.A., Title 35, Sections 101, 102, 103 and 145. 


Section 101: ‘‘Inventions Patentable 


‘sWhoever invents or discovers any new and useful 
process, machine, manufacture, or composition of mat- 
ter, or any new and useful improvement thereof, may 
obtain a patent therefor, subject to the conditions and 
requirements of this title.” 


Section 102: ‘‘Conditions for patentability; novelty 
and loss of right to patent 


‘<A person shall be entitled to a patent unless— 


(a) the invention was known or used by others in 
this country, or patented or described in a printed 
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publication in this or a foreign country, before the 
invention thereof by the applicant for patent, or 


(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of the application for patent in 
the United States, or ...’’ 


Section 103: ‘Conditions for patentability; non-obvi- 
ous subject matter 


““A patent may not be obtained though the inven- 
tion is not identically disclosed or described as set 
forth in section 102 of this title, if the differences be- 
tween the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the inven- 
tion was made to a person having ordinary skill in 
the art to which said subject matter pertains. Patent- 
ability shall not be negatived by the manner in which 
the invention was made.’’ 


Section 145: ‘‘Civil action to obtain patent 


‘‘An applicant dissatisfied with the decision of the 
Board of Appeals may, unless appeal has been taken 
to the United States Court of Customs and Patent 
Appeals, have remedy by civil action against the 
Commissioner in the United States District Court for 
the District of Columbia if commenced within such 
time after such decision, not less than sixty days, as 
the Commissioner appoints. The court may adjudge 
that such applicant is entitled to receive a patent for 
his invention, as specified in any of his claims involved 
in the decision of the Board of Appeals, as the facts 
in the case may appear and such adjudication shall 
authorize the Commissioner to issue such patent on 
compliance with the requirements of law. All the 
expenses of the proceedings shall be paid by the 
applicant.’’ 
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IV—Statement of Points on Appeal 


Appellants rely upon the following points of error in 
the Ruling of the Court below and in its Findings of Fact 
and Conclusions of Law: 


1. The Court below erred in holding that: 


“Phere is no basis for overruling the Examiner’’ in 
her finding ‘“‘that the new product (defined in claim 3 of the 
Schafer application) did not sufficiently show any new or 
unexpected properties but, at best, differences in degree.” 


2. The Court below erred in holding that: 


“The new evidence introduced at this trial on this point 
is not sufficiently convincing or strong to justify this Court 
in reaching a finding to the opposite effect’? as to claim 3 
of the Schafer application. 


3. The Court below erred in holding that: 


“Great weight must be attached to the expertise of 
the Patent Office on technical matters, especially ima 
technical art such as that involved in this case (the Bes- 
tian et al. application). 


4. The Court below erred in holding that: 


‘<The new evidence, including the testimony of two dye- 
stuffs experts, provides ‘‘no basis for overruling the con- 
clusion of the Patent Office tribunals that the steps taken 
by applicants (Bestian et al.) . . . were other than the 
product of mechanical skill.” 


5. The Court below erred in finding that: 


“Claims 3, 4, 5 and 6, set forth in the complaint of the 
Bestian et al. application have been abandoned by the 
Plaintiffs.’’ 
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6. The Court below erred in finding that: 


“The testimony as to the light fastness of the compound 
of claim 3 of the Schafer application is insufficient to show 


that said compound possesses unobvious or unexpected 
‘beneficial properties not actually possessed by the Orn- 


dorff compound.”’ 


7. The Court below erred in finding that: 


“The compound of claim 3 of the Schafer application 
would have been obvious to a person having ordinary 


| kill in the art of triphenylmethane dyestuffs at the time 


Schafer made his invention.”’ 


8. The Court below erred in finding that: 
“Claim 3 of the Schafer application is unpatentable.”’ 


9. The Court below erred in finding that: 


“Tt does not constitute invention to convert the colored 
sulfophthalein compound of Orndorff to a dyestuff by sub- 


' gtituting a sulfonic acid group particularly in view of the 


fact that the dyestuffs shown by Emmerich are closely 
related sulfonated sulfophthaleins.”’ 


10. The Court below erred in implying that the ‘“only’’ 


| difference between claim 1 of the Bestian et al. applica- 


tion and the general formula of the compound appearing 
at page 1, col. 1 of the Emmerich patent is not substantial 
or significant. 


11. The Court below erred in finding that: 


“The testimony as to light fastness of two specific 
claimed compounds of the Bestian et al. application is 
insufficient to show that said two compounds are commen- 
surate with the large number and variety of compounds 
embraced by claims 1 and 2 of Bestian et al.’’ 
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12. The Court below erred in finding that: 


“The testimony does not establish superiority of the 
dyestuffs falling within the broad confines of the formulas 
defined in claims 1 and 2 of the Bestian et al, application 
over the compounds of the prior art.”’ 


13. The Court below erred in finding that: 


‘The compounds of claims 1 and 2 of the Bestian et al. 
application do not possess unobvious or unexpected bene- 
ficial properties not actually possessed by the compounds 
of the prior art.” 


14. The Court below erred in finding that: 


“The compounds of claims 1 and 2 of the Bestian et al. 
application would have been obvious to a person having 
ordinary skill in the art of triphenylmethane dyestuffs at 
the time Bestian et al. made their invention.”’ 


15. The Court below erred in finding that: 


‘Claims 1 and 2 of the Bestian et al. application are un- 
patentable.”’ 


16. The Court below erred in concluding as a matter of 
law that: 


“A claim to a compound which is a non-adjacent homo- 
logue of a compound of the prior art, is not patentable 
unless there is a showing that the claimed compound pos- 
sesses unobvious or unexpected beneficial properties not 
actually possessed by the prior art homologues, and that 
the inventive faculty was employed in producing such com- 
pound, rather than the ordinary skill of the art.”’ 


17. The Court below erred in concluding as a matter 
of law that: 


‘Plaintiff Schafer is not entitled to a patent containing 
claim 3 of Schafer’s application Serial No. 234,665 filed 
June 30, 1951.”’ 
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18. The Court below erred in concluding as a matter 
of law that: 


‘“‘Plaintiffs Herbert Bestian, Gustav Schafer and Ferdi- 
nand Quint are not entitled to a patent containing any of 
claims 1 and 2 of their application Serial No. 328,832, filed 
December 30, 1952.”’ 


19. The Court below erred in failing properly to apply 
and give weight to the testimony of two eminent experts 
in dyestuffs whose qualifications as such experts were 
acknowledged by the Court. 


20. The Court below erred in failing to find that the 
dyestuff defined in claim 3 of the Schafer application is 
between 100 and 400% better in its fastness to light than 
the sulfonated compound mentioned in the Orndorff refer- 
ence, that this is an unexpected and unobvious improve- 
ment that was not predictable by one skilled in the art, 
and that it therefore meets the statutory criteria for a 
patentable invention. 


21. The Court below erred in failing to find that there 
was nothing in the prior art, at the time the inventions of 
Schafer and Bestian et al. were made, that would make 
said inventions obvious to one skilled in the art. 


22, The Court below erred in failing to find that claim 
3 of the Schafer application and claims 1 to 6 of the Bes- 
tian et al. application define patentable inventions. 


V—Summary of Argument 


A. The Schafer dye and the Bestian et al. dyes are 
undeniably new and useful, were not obvious to a person 
skilled in the art, and meet the statutory criteria for a 
patentable invention. (Points 3, 4, 7, 8, 9, 10, 14, 15, 17, 
18, 19, 20, 21, 22.) 
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B. The so-called ‘‘homolog”’ rule on which the asserted 
lack of patentability of the Schafer dyestuff is based has 
been discredited and demolished, and never was @ justi- 
fiable substitute for the statutory “‘eondition for patent- 
ability” of 35 USCA 103. (Points 8, 16, 17-) 


C. The Court below erred in ignoring the testimony of 
two eminently qualified “‘persons skilled in the art’”’ that 
the Schafer and Bestian et al. dyes have significantly im- 
proved fastness to light properties as compared with the 
dyestuffs of the prior art and further in ignoring the tacit 
admission of the Patent Office, by its allowance of Bestian 
et al. claim 7, that the Bestian et al. dyes differ from the 
prior art dyes in kind rather than in degree. (Point 1, 
2, 6.) 


D. Claims 3, 4, 5 and 6 of the Bestian et al. application 
have not been abandoned. (Point 5.) 


E. The light fastness of Bestian et al. claim 6 and claim 
7 dyestuffs is properly representative of the light fastness 
of the dyes within the scope of Bestian et al. claims 1 and 
2. (Points 11, 12, 13.) 


VI—Argument 


A. The Schafer and the Bestian et al. dyes are new, use- 
ful and meet the statutory criteria for patentable invention. 
(Points 3, 4, 7, 8 9, 10, 14, 15, 17, 18, 19, 21, 22.) 


The compounds are new. Their novelty has not been 


denied by the Patent Office or questioned by the Court 
below. 


The compounds claimed are also useful. This too has 
not been denied by the Patent Office or questioned by the 
Court below. 


Tt follows that appellants ‘may obtain’? patents for 
their inventions of ‘‘new and useful . . . compositions of 
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matter’? under 35 U.S.C. 101 ‘‘subject to the conditions 
and requirements of this title.’’ 


What are ‘‘the conditions and requirements of this 
title’’ other than the novelty and utility required in Sec- 
tion 101? 


Section 102 recites in positive terms that ‘‘a person 
shall be entitled to a patent unless’’ specified conditions 
precedent exist. None of these conditions have been 
alleged by the Patent Office to exist, and the Court below 
has found none. 


Inasmuch as the Court below, the Patent Office and 
appellants agree that, paraphrasing the first two lines of 
35 U.S.C. 103, the inventions are ‘‘not identically disclosed 
or described as set forth in Section 102 of this title’’, it 
follows that the only real issue in each of these appeals is 
whether 


“‘the differences between the subject matter sought 


to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at 
the time the invention was made to a person having 
ordinary skill in the art to which said subject matter 
pertains.’’ (35 U.S.C. 103.) 


In denying the patentability of Schafer’s claim 3 which 
defines a single, specific dye that has found and maintained 
its place among the dyes sold commercially, the Patent 
Office and the Trial Court below have substituted and ex- 
tended a rule of convenience, the already discredited 
“homolog rule’’, for the condition specified in Section 103 
of the statute. This rule, which is clearly not one of the 
“conditions”? referred to in Section 101 and is therefore 
not authorized by statute, will be discussed more ex- 
tensively in argument B. 


In the proceedings below, it became abundantly clear 
that the Court did not consider himself a chemist (JA 
13). It also developed that the Court was unable to grasp 
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the meanings of some of the most elementary of chemical 
terms (JA 15-19, 39-56) and had no conception of dyestuff 
rating procedures (JA 13, 14, 22-23). 


The only witnesses at the trial are both Ph.D’s in Chem- 
istry (JA 21, 71). They are both dyestuff application” 
chemists of thirty-five and twenty-seven years of experi- 
ence (JA 21-22, 71-72) and have achieved eminence in 
the dyestuff field. Both witnesses are members of The 
American Institute of Textile Colorists and Chemists. Dr. 
Draves, the second witness, is also a former president and 
member of the Research Committee of that organization 
(JA 72, 76) and, prior to his recent retirement, was em- 
ployed by the General Dyestuff Company, a sales division 
of General Aniline and Film Corporation (JA 73), and by 
the Du Pont Company (JA 75), competitors of appellants’ 
assignee. Both witnesses were eonsidered fully qualified 
by the Court below (JA 22, 72). 


They testified that a) the light-fastness of triphenyl- 
methane dyes generally is and has been poor (JA 22, 74, 
75), b) dyestuff chemists have constantly been trying to 
improve the light-fastness of triphenylmethane dyes (JA 
93, 75), ¢) experienced dyestuff chemists have no basis 
for predicting what effects, if any, a change in a dyestuff 
formula will have on its light-fastness properties (JA 26- 
27, 30, 69-70, 77), and d) the dyestuffs of Schafer claim 3 
and of Bestian et al. claims 6 and 7 are not only far 
superior to the reference dyes in their light-fastness prop- 
erties (JA 25-28, 75, 82) but also sufficiently so to make 
them commercially acceptable (JA 26, 73), whereas most 
triphenylmethane dyes have been too poor to be accepted 
commercially (JA 75). 


Tt was explained by these witnesses that each successive 
standard in light fastness standards 1 to $ represents a 


* In this art an application chemist is one familiar not only with 
the manufacture of dyes but with customers’ problems in using them, 
ie., the “application” of dyes (JA 71-72). 
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100% improvement in light fastness over the preceding 
standard (JA 23-25, 77-79), eg., a dye rated at 4 can 
be exposed to a given source of light twice as long as one 
rated at 3 and four times as long as one rated at 2 before 
it will fade an equal amount; that the dye of Schafer 
claim 3 is rated as having a light fastness of 4 to 5 (JA 
24, 25, 75) in contrast to ratings of 2 or 2 to 3 for the 
Emmerich and Sandmeyer dyes and of 3 for the Orndorff 
et al. sulfonated compound (JA 25, 27, 75) and that the 
dyes of Bestian et al. claims 6 and 7 are rated as having 
light fastnesses of 5 (JA 27, 28, 82). For example, the 
claim 3 dye of Schafer is 100%-400% more resistant to 
fading than is the prior art relied on. 


It is incontrovertible that the prior art references are 
dated 1896 (Sandmeyer), 1911 (Emmerich) and 1924 
(Orndorff et al.). 


Chemically, the Schafer claim 3 dye differs from the 
Orndorff et al. compound (the only prior art relied upon 


by the Patent Office) in that four methyl groups (CH;) 
are substituted at four different places on the phenylamino 
groups. To go from Orndorff et al. to Schafer therefore 
required not only the concept of adding four methyl groups 
to the Orndorff et al. compound, but also selections of the 
four sites at which the substitutions are to be made. 


The witnesses have testified (and the twenty-seven year 
interval between the Orndorff et al. publication and the 
Schafer invention is mute but eloquent testimony) to the 
effect that Schafer’s selections of a) methyl substituents 
from among innumerable other possible substituents, b) the 
number of said substituents and ¢) the sites at which they 
are attached were by no means as obvious as they are held 
forth to be by hindsight. 


With reference now to the Bestian et al. dyestuffs, it is 
to be noted that claim 1 is not representative of claim 2. 
There is a very considerable difference in scope. The 
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formula of the compound within the scope of claim 1 that 
most closely resembles the Emmerich dye is: 


1 0 Coie 
aah 
: 
0.,* 


3 


whereas the formula of the compound of claim 2 which 
most closely resembles Emmerich is: 


logo. 


It is apparent from a comparison of formula I with 
the formula of Emmerich (JA 256) that it differs from 
Emmerich’s compound not merely 1) by. replacing an 
ethyl group by a totally non-analogous phenyl group, but 
also 2) by the removal of a methyl group from another 
portion of the molecule. The fact that, thirteen years after 
Emmerich, Orndorff et al. suggested a symmetrical com- 
pound in which the ethyl group referred to above was 
changed to a phenyl group would not have made the 
Bestian et al. dyes any more “obvious”? to a dyestuff 
chemist in view of the fact that the two ethyl groups on 
the other side of the molecule of Emmerich were also 
replaced, this time by one hydrogen substituent and one 


phenyl group. 
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In order to arrive at Formula II from Emmerich, it is 
necessary to take the two steps referred to in the pre- 


ceding paragraph and, in addition, to 3) replace one of 


the ethyl groups (C:H;) on the right side of the formula 
by hydrogen and 4) replace the other ethyl group by 2 
substituted phenyl group. 


The assertion, in Finding of Fact 18 (JA 268), that the 
compound of Formula I is an adjacent homolog of Em- 
merich when modified by the replacement of the mono- 
ethylamine group (C;H,HN-) of Emmerich by one of the 


anilino groups H 
z 
( ( )-n- ) 


of Orndorff, does not apply to claim 2 and represents an 
attempt to extend an already discredited ‘“‘homolog’’ rule 
to homologs that do not in fact exist but are merely re- 
constructed on the basis of hindsight. What the Patent 
Office is doing is tantamount to asserting that black is a 
bright color when modified to be white. Thus, the Patent 
Office states that Formula I above would be a homolog 
of Emmerich compound 

H 

I 


C,,H--N- -N 


ats 


/ ¢ : 
a 05) 
7 


if the ethyl group (C;Hs) on the left were replaced by a 
phenyl group( C» and that then this reconstructed 


compound would be the same as Formula I except for 
the methyl group (CH;) indicated by the arrow. 
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The preposterous nature of this Patent Office approach 
to determining ‘‘obviousness’’ of the compounds of For- 
mulas I and IL becomes particularly apparent when it is 
considered that a fifty-five year interval elapsed between 
Sandmeyer’s patent and Bestian et al.’s application. 
During this long interval dyestuff chemists were well 
aware of the shortcomings of Sandmeyer’s dye. Emmerich 
and Orndorff et al. were the only ones to report syntheses 
of other triphenylmethanes having ‘a casual resemblance 
to Sandmeyer but these were equally poor or only some- 
what better, but still commercially unacceptable, in their 
fastness to light. 


Here again the witnesses testified and the silence of the 
art for an interval of fifty-five years, broken only by 
Emmerich and Orndorff et al.’s inadequate suggestions, 
should be considered persuasive that the changes in for- 
mulation were by no means as obvious to dyestuff chem- 
ists as they allegely are now to Patent Office officials and 


the Court below. 


The conclusion is believed to be inescapable that appel- 
lants’ new dyestuffs were not obvious at the time their 
respective inventions were made. They were not ‘‘ob- 
vious’’ to the two experts who testified and were not ‘‘ob- 
vious’ to the possibly hundreds of persons ‘“‘having ordi- 
nary skill in the art’? who are employed throughout the 
world in the constant search for better dyes. There was no 
evidence contrary to that of the experts. 


Apparently the only persons who now consider these 
new dyestuffs ‘obvious’? are the young lady Examiner, 
whose assumed ‘‘expertise”’ has not been demonstrated 
by the Patent Office; the Board of Appeals, whose qualifi- 
cations have likewise not been revealed by the Patent 
Office; and by the Court below, whose unfamiliarity with 
the entire subject matter is all too apparent from the 
transcript of the proceedings. 


It is common experience that, not only do ‘‘fools rush in 
where angels fear to tread”’, but also laymen are prone to 
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pronounce judgments in subjects that are puzzling to ex- 
perts therein. The test of invention in Section 103 of the 
Patent Act is the ‘‘obviousness’’ thereof to ‘‘a person 
having ordinary skill in the art’’, not to a person unskilled 
in the art. Furthermore, such ‘‘obviousness’’ is expressly 
required to be determined ‘‘at the time the invention was 
made”’, not later by hindsight. 


This Court, in L-O-F Glass Fibers v. Watson (1955) 
100 App. D. C. 46; 228 F (2d) 40; has recognized that 
hindsight is no substitute for the test of obviousness in 
Section 103 when it said: 


“¢, . . invention is not to be denied simply because, 
when viewed after the event, the means . . . [may] 
seem . . . obvious to those who worked in the 
field... .”? 


It is clear that appellants’ inventions could not have 
been obvious in view of a) the notorious shortcomings 


of triphenylmethane dyes for at least fifty-five years, 
b) the clearly unsuccessful attempts to remedy the situa- 
tion during that interval, and c) the testimony of wit- 
nesses who know the dyestuff field intimately. All this 
prior failure persisted despite the strong economic in- 
centive to make good, and inexpensive, triphenylmethane 
dyes. 


It follows that appellants’ inventions meet the statutory 
requirements for patentability. 


B. The so-called “homolog” rule on which the asserted 
lack of patentability of the Schafer dyestuff is based has 
been discredited and demolished and never was a justifiable 
substitute for the statutory requirement for patentability. 


This abolished ‘“‘rule’’ had its origin primarily in two 
of three In re Hass et al. decisions of the Court of Customs 
and Patent Appeals (1944), 141 F. (2d) 122, 127 and 130. 


w 


In the first of these, it was decided that nitroolefins of 
the formulae 


H NO: H NO, 
b= cH and ee a hE 


were not patentable over the prior art compound 
H NO, 


cH, —¢=¢—CH, 


because a) the generic claim directed to the novel com- 
pounds recited ‘‘an improper artificial genus’’ in arti- 
ficially excluding the known compound, b) the novel com- 
pounds were the lower and higher adjacent homologs, 
respectively, of the prior art compound, and c) no attempt 
was made to show that the new compounds possessed 
some unobvious or unexpected beneficial properties not 
possessed by the homologous prior art compound. 


In the second Hass et al. decision, it was decided that 
a nitroolefin of the formula 


H NO: 
ou.—¢—¢—CH.—CH. 
was not patentable over the prior art compound 
H NO: 
oH. —6=¢—CH, 
which differed only in having one less CH, group and was 


therefore considered an adjacent homolog. Here again, 
no attempt was made to show that the prior art compound 


“ould not suggest to one skilled in the art the 
compound of claim 4, or that that compound has any 
unexpected or unobvious properties...” 


25 


On this basis, the Patent Office imposed upon applicants 
| for patents on new chemical compounds a rigid, new and 
| non-statutory condition precedent to patentability, namely, 
| that an adjacent homolog is not patentable unless it is 
shown to have unexpected or unobvious properties. This 
despite the clear warning of the Court: 


‘Whether novel chemical compounds are patentable 
over prior art isomers or homologues, is a question 
to be determined in each case.’’ 


In in re Application of Henze (1950), 181 F. (2d) 196, the 
Court of Customs and Patent Appeals referred to ‘‘a pre- 
sumption against patentability” arising against a claim 
to a compound, the adjacent homolog of which is old and 
suggested that the burden is on the applicant to rebut 
that presumption by showing that his compound has utility 
and unexpected beneficial properties in fact not possessed 
by the adjacent homolog. 


Here again, however, the Court warned the Patent Office 
against its tendency to develop general rules from specific 
fact situations, saying: 

‘“‘This does not mean that in every case the Patent 
Office would be justified in exacting empirical data 
from an applicant respecting the properties of the 
prior art homologue . . .” 


The Patent Office not only disregarded the repeated 
warnings of the Court of Customs and Patent Appeals in 
its continued efforts to impose a general rule as to claims 
for compounds that are adjacent homologs of prior art 
compounds, but has also sought, as it does here, to extend 
such a rule to non-adjacent or remote homologs. (Ez 
parte Kosolapoff, 93 U.S.P.Q. 230, a decision of the Board 
of Appeals.) 


It is noted that the trial judge cited and relied on these 
decisions to support his conclusion (JA 261-262). 
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The Court of Customs and Patent Appeals recently,° 
in In re Mills (August 11, 1960), —— F. (2d) ——, 126 
U.S.P.Q. 513, demolished the so-called ‘‘homolog’’ rule, 
saying: 

‘Tn the Henze case, this court went to a considerable 
length to safeguard applicants against the observed 
tendency of the Patent Office to freeze into legal rules 
of general application what, at best, are statements 
applicable to particular fact situations. Thus, the 
‘presumption of unpatentability’ referred to in the 
Henze case, was limited to a claim directed to a com- 
position of matter (a new compound), the adjacent 
homologue of which was old in the art. 


“We do not agree with the board that the Henze 
case established the ‘legal presumption’ for which it 
was cited. What the Henze case established is that 
there was an imference of fact that the adjacent 


homologue of the known chemical compound was un- 
patentable, and that such inference of fact, placed the 
burden of persuasion on the applicant who asserted 
the contrary. 
s s s ° 

“Tf the Patent Office wishes to rest @ rejection on 
chemical theory, it is its duty to support its case 
with adequate evidence of the existence and meaning 
of that theory. Homology provides for the chemist 
a convenient system of structural classification. In- 
herent in that system are differences as well as simi- 


* Three other recent C.C.P.A. decisions, viz. In re Nelson, —— 
F. (2d) ——, 126 US.P.Q. 242 (1960), In re Johnson, —— 
F. (2d) ——, 127 U.S.P.Q. 216 (1960) and In re Ruff, 256 F. (2d) 
590 (1958), have overturned similar misguided efforts of the Patent 
Office to create artificial rules of fact, so its convenience is served 
without the work of evaluating 2 chemical invention on its merits— 
which it is its duty to perform. 
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larities in the properties and reactions of the members 
of any given homologous series. 


“¢, .. Homology per se should, therefore, be treated 
as a chemist would treat it, being nothing more than 
a fact which must be considered with all other relevant 
facts before arriving at the conclusion of ‘obviousness’ 
specified in 35 U.S.C. 103.’ 


While it is clear that the Court demolished the ‘‘homo- 
log’’ rule as to both adjacent and non-adjacent homologs, 
there can be no doubt whatever that at the very minimum 
the patentability of novel non-adjacent homologs should 
again be judged on the basis of their ‘‘obviousness’’ to 
‘ta person having ordinary skill in the art’’ as specified in 
35 U.S.C.A. 103. 


There is believed to be a serious question here as to 
whether the Schafer claim 3 dye is actually a homolog of 


the Orndorff et al. compound. <A homolog is ordinarily 
considered a member of a group of compounds all having 
a chain of carbon and hydrogen atoms in which the dif- 
ferences between the compounds reside merely in the num- 
ber of CH: groups. Thus, methyl aleohol CH,OH, ethyl 
alcohol CH;CH.OH, and propyl aleohol CH,CH.CH,OH 
are homologs, despite their very different properties,* 
because their chain lengths vary by one or two CH, groups. 


The Schafer compound, however, differs from that of 
Orndorff et al. in having four methyl substituents in four 
different positions on a complex molecule, these four methyl 
substituents being totally disconnected from one another. 


In any event, it is submitted that the ruling, findings 
of fact and conclusions of law of the Court below based 


* The ridiculous nature of the so-called homolog rule is illustrated 
by the fact (JA 78) that methyl and ethyl alcohol are adjacent homo- 
logs and the Patent Office would “presume” they have similar prop- 
erties. However (JA 78) methyl alcohol is a deadly poison and 
ethyl alcohol is frequently consumed pleasurably. 


28 


on the discredited ‘“‘homolog’”’ rule are clearly in error 
and should be reversed and that Schafer claim 3 should be 
declared patentable. 


Cc. ‘The Court below erred in ignoring the testimony of 
two eminently qualified “persons skilled in the art” that 
the Schafer and Bestian et al. dyes have significantly im- 
proved fastness to light properties as compared with the 
dyestuffs of the prior art and further in ignoring the tacit 
admission of the Patent Office, by its allowance of Bestian 
et al. claim 7, that the new dyes differ from the prior art 
dyes in kind rather than in degree (Points 1, 2, 6)- 


The witnesses testified that the Schafer claim 3 dye is 
not only a commercial dye that is sold all over the world 
(JA 26) but also that a competitor of Schafer’s assignee, 
aptly described as having “the largest and most extensive 
line of dyestuffs in the United States’? (JA 26, 73) pur- 
chases the Schafer claim 3 dye for resale in the United 
States in competition with Schafer’s assignee. Dr. Draves 


testified that this competitor, the General Dyestuff Cor- 
poration, purchases this dyestuff ‘‘because it would enable 
them to get business where an extremely bright dyestuff 
of good fastness . . . which they did not have before, and 
which had not, up to this time, been available’? (JA 73). 


The witnesses, whose ability to distinguish and evaluate 
the colors and their fading characteristics is beyond ques- 
tion, testified that the Schafer claim 3 dye is at least 100% 
better than the Orndorff et al. compound in its resistance 
to fading upon exposure to light. They also testified that 
the Bestian et al. claim 6 and claim 7 dyes are of the order 
of 200% to 400% better as to light fastness than the 
Orndorff et al. compound and even more superior in so far 
as the Emmerich dye is concerned. The Patent Office 
apparently agreed because no other basis for allowance 
of claim 7 has been advanced by the Patent Office. 
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It is not urged that the Court must accept the testimony 
of experts, but in a matter which requires training and 
experience in a highly technical field that is clearly not 
possessed by either Patent Office officials or the Court 
below, the Court should not ignore the evidence at hand. 


D. Claims 3, 4, 5 and 6 of the Bestian et al. application 
have not been abandoned, as the record shows. (See the 
Notice of Appeal in the Patent Office Exhibit 4, page 90 
(JA 214), the appeal brief (Exhibit 4, pp. 99 to 109, JA 222- 
232) and the decision of the Board of Appeals (Exhibit 4, 
p. 114, JA 241), which merely states that ‘‘claims 3 to 6 
inclusive have not been acted upon since they are directed 
to non-elected species’’.) 


Non-election of species is not abandonment under Patent 
Office Rule 142(b) and the defendant misled the Court 
below to adopt such a finding (No. 4). Moreover, the 
complaint (JA 7) shows it was requested that the defend- 


ant be authorized and directed to grant plaintiffs’ claims 1 
to 7, inclusive. 


E. The light fastness of Bestian et al. claim 6 and 
claim 7 dyestuffs is properly representative of the light 
fastness of the dyes within the scope of Bestian et al. claims 
1 and 2 (Points 11, 12, 13). 


The assertion, in Findings of Fact 20, 21 and 22, that 
the patentability of Bestian et al. claims 1 and 2 is not 
warranted by the showings of light fastness made for the 
dyes of claims 6 and 7 was not made in the course of the 
prosecution of the application before the Examiner in the 
Patent Office. Bestian et al. offered proof of the superior 
properties of the dyes of claims 6 and 7 on the proposition 
that these dyes are representative of the class of dyes 
within the scope of claims 1 and 2. This was not challenged 
and the finding lacks evidentiary support. 


Vil—Conclusion 


It is urged that the record in this appeal establishes 
beyond doubt that appellants’ successes, where others in 
the dye industry have failed over an interval of at least 
55 years, measure up to the true standard of invention of 
a long-felt need in an active and research-minded industry 
merits a finding of invention, not an “it was obvious all 
along’’ attitude that is all too easy to adopt hindsight. 


Tt is urged that the judgment of the District Court should 
be reversed and the relief prayed for should be granted. 


Respectfully submitted, 


Mus D. Pruitars 
821 National Press Building 
Washington 4, D.C. 
Attorney for Appellants 


Of Counsel: 


Henry W. Koster 
Rosert D. SPrme 
Curtis, Morris & SaFForD 
580 Fifth Avenue 
New York 36, New York 


BRIEF FOR APPELLEE 


Guited States Court of Appeals 


FOE THD DISTRICT OF COLUMBIA CIRCUIT 
No. 16009 
Gustav SCHAFER, APPELLANT 
Rosert C. Watson, Gasesonn oF PATENTS, 
APPELLEE 


No. 16010 


Hersert Bestran, Gustav SOHAFER, AND FERDINAND 
| APPELLANTS 


v. 


Rosert C. Watson, ComMMISSIONER oF PATENTS, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRIOT COURT FOR THE DISTRIOT OF COLUMBIA 


Raymonp E. Marti, 
- Of counsel. 
nited States Court of -4, 
For tha 1 Apeals 
District of Columbia Cireuig 


FIED DEC- 11969 


APPEALS NOS. 16,009, 16,010 
STATEMENT OF QUESTIONS PRESENTED 


In the opinion of the appellee, the questions pre- 
sented are: 

1. Whether the District Court was clearly wrong in 
finding that the testimony as to the light fastness of 
the compound of claim 3 of the Schafer application 
is insufficient to show that said compound possesses 
unobvious or unexpected beneficial properties not ac- 
tually possessed by the Orndorff compound. 

2. Whether the District Court was clearly wrong in 
finding that the compounds of claims 1 and 2 of the 
Bestian et al. application would have been obvious to 
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No. 16009 


Gustav SCHAFER, APPELLANT 
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Rosert C. Watson, COMMISSIONER OF PATENTS, 
APPELLEE 


No. 16010 


Hersert Bestian, Gustav ScHAFER, AND FERDINAND 
QUINT, APPELLANTS 
Vv. 


Rosert C. Watson, COMMISSIONER OF PATENTS, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


INTRODUCTION 
This is an appeal from the judgment (JA 271) of 
the United States District Court for the District of 
Columbia dismissing the complaints (JA 2-4 and 7-9) 
in actions brought under 35 U.S.C. 145. In Civil Ac- 
tion 2086-58, Gustav Schafer, one of the appellants, 
oe (1): 
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sought to have the Court authorize the issuance of a 
patent to him on his application Serial No. 234,665, 
filed June 30, 1951, entitled “Triphenylmethane Dye- 
stuffs” (JA 85-93). In Civil Action No. 2731-58, 
Herbert Bestian, Gustav Schafer and Ferdinand 
Quint, the other appellants, sought to have the Court 
authorize the issuance of a patent to them on their ap- 
plication Serial No. 328,832, filed December 30, 1952, 
entitled ““Triphenylmethane Dyestuffs and A Process 
of Preparing Them’’. Both civil actions were consoli- 
dated for the trial (JA 12) and for the purpose of the 
present appeal (JA 273). 

The District Court concurred with the Patent Of- 
fice examiner and the Patent Office Board of Appeals 
in their refusal (JA 129-131, 140-143, and 156-159) 
of claim 3 of Schafer, and in their refusal (JA 237- 
240 and 241-247) of claims 1 and 2 of Bestian et al. 
Claim 3 is the sole claim of the Schafer application. 
The Bestian et al. application has seven claims. Of 
them, claim 7 was allowed by the examiner, and claims 
3, 4, 5, and 6 were withdrawn from consideration by 
the examiner in view of plaintiffs’ election to prose- 
cute the species of claim 7 so long as neither of generic 
claims 1 and 2 were allowable (Rule 142[b] of the 
Rules of Practice in Patent Cases, reproduced in ap- 
pellee’s appendix). 

COUNTER-STATEMENT OF THE CASE 

Since the “Statement of the Case”, appearing at 
pages 2 through 9 of appellant’s brief is incomplete 
and contains statements which appellee believes inac- 
curate, a counter-statement of the essential facts is 
deemed necessary. 
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Novelty (35 U.S.C..102) and utility (35 U-S.C. 
101) of the compounds claimed in both applications 
are conceded. The legal basis for the refusal to al- 
low the claims in the Patent Office, and for the 
Trial Court’s ruling is that pursuant to 35 U-S.C. 
103, the claimed subject matter in each application 

as a whole would have been obvious at the 
time the invention was made to a person hav- 
ing ordinary skill in the art to which said sub- 
ject matter pertains. 
The text of these three sections of the statute appears 
at Br. 10, 11. 


The Schafer application 


The compound of claim 3 of Schafer has the fol- 
lowing formula (JA 92) 


Sooke 
oz 


The compound of Orndorff et al hereafter desig- 
nated Orndorff (JA 258-260), who wrote an article 
appearing at pages 1896, 1898, 1906 of Vol. 46 (1924) 
of the Journal of the American Chemical Society, 
the prior art relied upon by appellee in the Schafer 
application, has the following formula: 


pe 


4 


As will become clearer below, the two’ compounds in 
question are mirror images of one another except that 
at each of four points, two at the left side and two at 
the right side of the formulae, Schafer’s compound 
has a methyl (CH:) group where Orndorft’s has a 
hydrogen (H) atom. Thus, Schafer’s compound has 
4 more carbon atoms and 8 more hydrogen atoms than 
Orndorff’s. That is, the former may be thought of 
as| having 4 CH: groups, not possessed by the 
latter. It is particularly noted that Schafer sets 
forth 14 embodiments (designated as “examples”) of 
his invention (JA 87-90), and that the first example 
(JA 87) relates to a compound which is identical with 
the Orndorff compound which was used in the color 
tests on which extensive testimony was taken. A dia- 
gram of the formula of the Orndorff compound which 
was tested was admitted into evidence as Defendant’s 
exhibit No. 9 (JA 83, 84). 

The District Court sustained the views of the ex- 
aminer and the Board of Appeals that the compound 
of claims 3 is a homologue of Orndorff’s compound, 
and that the former “did not sufficiently show any 
new or unexpected properties, but at best, differences 
in degree.’’ (JA 262) 

Appellant rests his case in part on the hypothesis 
that the “homolog rule”, has been “discredited”, 
“overturned”’ or “demolished” by the Court of Cus- 
toms and Patent Appeals in Application of Mills, 281 
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F. 2d 218, 126 USPQ 513 (See JA 4, top, 17, fourth 


paragraph, and 23-28.*) 

In the Patent Office as well as at the trial, plaintiff 
relied upon certain tests (plaintiff’s exhibits Nos. 2 
and 3) as evidence that the claimed compound of 
Schafer had unexpected or unobvious beneficial prop- 
erties not actually possessed by the homologue of the 
prior art, in an attempt to demonstrate that the sub- 
ject matter of claim 3 was unobvious under the con- 
ditions set forth in 35 U.S.C. 108. 


The Bestian et al. application 
The compound of claim 1 of Bestian et al., has the 
following formula: 


Ne oO Se 
Ri | “a 


wherein R, and R; stand for members selected from the group 
consisting of hydrogen and lower alkyl, Re stands for a member 
selected from the group consisting of radicals of the benzene 
series, N-ethylcarbazole and 1-phenyl-3-methyl-5-pyrazolones, Ry 
stands for a member selected from the group consisting of radicals 
of the benzene series, tetrahydronaphthyl, cyclohexyl, methyl- 
cyclohexyl and lower alkyl, and Rs stands for a member selected 
from the group consisting of hydrogen, chlorine, the methoxy, 
the carboxyl and the sulfonic acid radical, and wherein 
R Rs 
a is different from ow 
Ba “u 
said dyestuffs containing at least one —SO,H group. 


1A proper interpretation of the Mills case shows that the 
Court did not “demolish” the homolog rule”, as will be explained 
below. 
676257—60-—2 
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Claim 2 is of somewhat lesser scope than claim 1. 
There are two prior art references: Orndorff supra 
and U.S. Patent to Emmerich, No. 1,006,738 (JA 256, 
257). 

It was not until Defendant’s counsel was faced 
with the task of preparing proposed findings of fact 
and conclusions of law that he realized that the dis- 
closure of Emmerich was not restricted to the com- 
pound having the formula extending from lines 70 to 
79 in column 2 of JA 256. This formula appears also 
at JA 243 and Br. 6. Ata point where this formula 
has a methyl (CHs) group, the formula of (JA 256) 
has the symbol “‘X’”’ which may be an alkyl group or 
hydrogen (lines 24, 25). Examples of alkyl groups 
are methyl-CHs, ethyl—C:Hs, propyl—C:Hr, ete. 

It is a convention among organic chemists to em- 
ploy a hexagon to signify benzene (C-H«), a compound 
having a hydrogen atom attached to a carbon atom lo- 
cated at each point of the hexagon. (JA 42), Like- 
wise a phenyl group (CsHs) is represented by a hexa- 
gon with a line leading away from the hexagon to in- 
dicate that something has been substituted for one 
hydrogen atom (Br. 5), the formulae following “It 
is conventional’. In fact, the failure of both coun- 
sel to apprise the trial judge of this convention 
until approximately the mid-point of the trial ac- 
counted in part for his difficulty in grasping the sig- 
nificance of some of the formulae involved, and other 
technical aspects of the case (JA 42, 43, correspond- 
ing to p. 130 of a total Official Transcript of 255 
pages). 
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From this discussion it follows. that when “X’’ in 
the formula of column 1 of Emmerich is hydrogen, 
the formula will be ae 


CAEN: 20 : 
4 


and since R in the formula of col. 1 (JA 256) may be 
represented by the lowermost hexagon and attached 
units, connected below the centrally located ‘““CH”’ 
unit in column 2 (JA 256), the formula just repro- 
duced can also be set forth as: 


dow 
designated as formula I. The dot in formula I is one 
conventional way of showing that a hydrogen atom is 
attached to the carbon atom at that point. Appellant 
has used this convention in all of the formulae at 
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Br. 6, 7. The Orndorff formula will be reproduced 
at this point for convenience as formula TI: 


a ad 
Or 


The portion at the left side of formula I represented by 
cin is designated by chemists as an ethylamino group. 
The portion at the left side of formula II represented by 

4_ is designated by chemists as an anilzno group. 


The position taken by the Patent Office on the 
Bestian application, and sustained by the District 
Court, was that there was no invention in replacing 
the ethylamino group of Emmerich with the anilino 
group of Orndorff, ie. that it would have been 
obvious to one of ordinary skill in this art to have 
effected such replacement (35 U.S.C. 103). Appel- 
lants has never asserted that it was improper under 
the established authorities to use the combined teach- 
ings of Emmerich and Orndorff to deny patentability 
to claims 1 and 2, or that it would have been beyond 
the skill of a chemist having ordinary skill in the dye 
art to have produced the claimed compounds by fol- 
lowing the teachings of the references. Instead, 
appellants have relied upon certain tests (plaintiff’s 
exhibits Nos. 5 and 6) as evidence of such superior 
and unexpected results accomplished by the claimed 
compounds as to make them unobvious within the con- 
templation of 35 U.S.C. 103. 
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In order to save the Court’s time, its attention is 
called to the fact that a consideration of JA 50, third 
paragraph, through “‘The Court: very well,” (JA 54, 
middle) is unnecessary to a determination of the 
issues before it. At this stage of the proceedings, 
defendant’s counsel mistook R« for R: in comparing 
claim 1 of Bestian et al and the Emmerich compound. 


SUMMARY OF ARGUMENT 


1, The claimed compound of Schafer is a non- 
adjacent homologue of Orndorff’s compound. The 
doctrine of homology was reaffirmed in Application 
of Mills 281 F. 2d 218 and extended to include non- 
adjacent homologues. In view of all the pertinent 
facts of this ease, a finding that Sehafer’s compound 
is an unpatentable non-adjacent homologue of the 
Orndorff compound, would not be in conflict with 
the decision in the Mills case. 

2. The testimony: of each expert witness, whether 
considered individually or together, is insufficient in 
weight to produce a firm conviction that the claimed 
compounds of the Schafer and of the Bestian et al. 
applications have properties of light fastness which 
differ in kind, rather than degree, from such prop- 
erties of the prior art compounds. The color charts, 
upon which a major portion of the testimony was 
based, were not shown to have been produced by ex- 
posure to a Fadeometer provided with a carbon arc 
lamp, an indispensable condition of a valid test, 
according to one witness. 

3. The testimony relating to the compounds of the 
Bestian et al. application is insufficient in any event 
to demonstrate that such compounds are unpatent- 
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able because (a) the color charts compared the 
claimed compounds with the compounds of the prior 
art taken individually, rather than with the pro- 
posed combination of Emmerich and Orndorff, and 
plaintiffs at no time contended that the act of com- 
pining the teachings of Emmerich and Orndorff 
would have been unobvious or beyond the skill of 
the art, and (b) a showing of superiority on the 
part of only two of plaintiffs’ compounds is not a 
sufficient basis for concluding that the thousands or 
more of the compounds embraced by the language 
of claims 1 and 2 of Bestian et al. would also have 
superior properties. 

4. The Court below did not ignore the testimony 
of the witnesses, but after considering it, found it 
of insufficient weight to produce a thorough con- 
viction that the decision of the Board of Appeals 
was in error. 

5. Since plaintiff made no attempt at the trial 
to show a patentable distinction between claims 1 
and 2 of Bestian et al, on the basis of which an op- 
posite conclusion could be reached as to each claim, 
claims 1 and 2 should stand or fall together. 

6. Claims 3, 4, 5 and 6 are abandoned only in the 
sense that there was no basis in this consolidated civil 
action upon which the trial judge could authorize 
issuance of a patent containing these claims. 


Il 


ARGUMENT 


Appellant must show clear and obvious error by District Court 
in order to prevail 


In Abbott et al. v. Coe, 71 App. D.C. 195, 109 F. 24 
449, This Court stated: 


Although a court, when it agrees with a Pa- 
tent Office finding, often says so, agreement is 
not necessary to affirmance and disagreement is 
not sufficient for reversal. The question for us 
is not whether in our opinion there was inven- 
tion, but whether the finding that there was 
none is consistent with the evidence. 


See also Dyer v. Coe, 75 U.S. App. D.C. 125, 125 F. 2d 
192; Potts v. Coe, 78 U.S. App. D.C. 297, 140 F. 2d 
470; Esso Standard Oil Co. v. Sun Oil Co., 97 US. 
App. D.C. 154, 229 F. 2d 37; Watson v. Bersworth, 
102 U.S. App. D.C. 187, 251 F. 2d 898. Accordingly, 
appellant has the burden not merely of convincing this 


Court on a preponderance of evidence that it has dis- 
closed and claimed in its application patentable sub- 
stance; it has the far heavier burden of proving that 
there was no rational basis in the evidence before the 
District Court for its decision when it agreed with 
the Patent Office tribunals. 
Homology 

This appeal may be the first instance in which the 
doctrine of homology is presented for consideration 
by this Court. Claim 3 of Schafer was rejected be- 
cause appellant had not demonstrated to the satisfac- 
tion of the Patent Office and of the District Court 
that the compound recited in the claim, and which is 
a homologue of the Orndoff compound, has unobvious 
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or unexpected beneficial properties not actually pos- 
sessed by the Orndoff compound. ; 

So far as can be determined, this is the third time 
the District Court of this circuit has been called upon 
to decide a patent case involving homology. The first 
case was Parker v. Marzall, 92 F. Supp. 736, decided 
by Judge Letts. The second case was Stoll v. Watson, 
Civil Action 2145-57, decided by Judge Tamm, in 
January 1960, in a Memorandum Opinion. 

The doctrine of homology was first announced in 
phe entitled Application of Hass et al. appearing 
at 141 F. 2d 122, 127, and was further developed in 
‘Application of Jones, 149 F. 2d 501; Application of 
Finley, 174 F. 2d 130; Application of Norris, 179 F. 
2d'970; and Application of Henze, 181 F. 24196. The 
doctrine is based upon the following definition: 
| A homologous series® is 2 family of chem- 
ically related compounds, the composition of 


2 The simplest homologous series is the methane series, named 
after the first member of the series, the first several members of 
which are 


CH, C.He C:Hs Cio CH 
methane ethane propane butane _—s~ppentane 


Ethane is an adjacent homologue of methane, while propane, 
butane and pentane are non-adjacent or remote homologues of 
methane. Each member of the series is a homologue of every 
other member of the series. Another way of representing the 
formula of pentane is 

HHHHE 


p—b—4_t_t_t_s 
kaekuk 
Thus, pentane can be visualized as a-chain of five carbon atoms 
having hydrogen atoms associated therewith. The homologues 
of pentane having longer or shorter chains of carbon atoms. 
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which varies from member to member by CH: 
(one atom of carbon and two atoms of 
hydrogen) 
appearing in the Henze case at 181 F. 2d 200 and in 
the ruling of the trial judge at JA 261, and upon the 
following statement by the Court in the Henze case: 


In effect, the nature of homologues and the 
close relationship the physical and chemical 
properties of one member of a series bears to 
adjacent members is such that a presumption 
of unpatentability arises against a claim di- 
rected to a composition of matter, the adjacent 
homologue of which is old in the art. The bur- 
den is on the applicant to rebut that presump- 
tion by a showing that the claimed compound 
possesses unobvious or unexpected beneficial 
properties not actually possessed by the prior 
art homologue.’ It is immaterial that the prior 
art homologue may not be recognized or known 
to be useful for the same purpose or to possess 
the same properties as the claimed compound. 


There need be no chain, a situation recognized by appellant’s 
use of the term “ordinarily” at Br. 27, middle, and which occurred 
in Application of Jones supra. There, homologues of benzene were 
mentioned at 149 F. 2d 503, col. 2. Some of the simpler members 


of this series are: 


CH = CBs 

O 0 OF 
benzene toluene O-xylene 

3 Assume that methyl alcohol is a previously unknown com- 

pound and that a claim to it is rejected on the ground that it is 

an adjacent homologue of ethyl alcohol which is disclosed in 


the prior art. Under the rule of the Henze case, if the in- 
ventor can prove that methyl alcohol has unexpected or un- 


576257—60-——8 
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Appellant rests his doubt (Br. 27) that the dye of 
Schafer’s claim 3 is a homologue of the Orndorff com- 
pound upon the “‘chain” theory, which was disproven 
in the Jones case discussed in the footnote at page 13 
herein. Mr. Spille would not concede that the two 
materials are homologues (JA 47), but on the other 
hand introduced no evidence showing clear error in 
the Board’s holding that the materials are homo- 
logues. In view of Mr. Spille’s concession that the 
materials are chemically related (JA 47) and the fact 
that the compound of claim 3 differs from that of 
Orndorff by four units, each made up of one atom 
of carbon and two atoms of hydrogen, it follows from 
the definition of a homologous series appearing in the 
Henze case, reproduced at JA 46, that the two com- 
pounds in question are homologues. 


obvious properties not actually possessed by ethyl alcohol, a 
patent could be granted on methyl alcohol.. The fact that 
methyl alcohol is a deadly poison, would merely indicate that 
caution was necessary in its use. Since under these circum- 
stances, a patent on methyl alcohol could be granted by 
applying the “homolog rule”, the rule does not appear to be 
“ridiculous” as contended by appellant at Br. 27 fn. 

However, even if a new and useful product does show un- 
obvious or unexpected beneficial properties not actually pos- 
sessed by the prior art product, it does not necessarily follow 
that such product is patentable. Application of Finley, supra. 
‘As the Court there stated (174 F. 2d 184) in referring to the 
Hass et al. decisions: 

“We did not affirmatively, or even by implication, so state in 
dur decisions there. Our statement meant merely that unless 
a product does show the defined characteristics it is not patent- 
able. Even if they be shown, the consideration of other factors 
may be required. As we said in our decision in the second 
Hass et al. case supra, ‘Whether novel chemical compounds are 
patentable over prior art isomers and homologues is a question 
to be determined in each case.’” 
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The legal basis for rejecting a claimed compound 
on the doctrine of homology, is that a prior art dis- 
closure of its homologue having certain properties 
leads one to expect that the claimed compound will 
have the same or similar properties. Under such 
circumstances there is an inference or presumption of 
fact that the claimed compound is obvious in accord- 
ance with 35 U.S.C. 103. Such presumption may be 
rebutted as indicated in the passage quoted above from 
the Henze case at page 13 of this brief. 

Until the decision in Application of Mills, 281 F. 
2d 218, all of the cases decided by the Court of Cus- 
toms and Patent Appeals involving homology had re- 
lated to adjacent homologues. In ex parte Kosolapoff, 
93 USPQ, the Board of Appeals extended the doctrine 
of homology to remote or non-adjacent homologues. 
The trial judge approved the holding of the Kosola- 
poff case in view of Conclusion of Law No. 1 
(JA 269). 

Appellant contends at several points in his brief 
that the “homolog’’ rule was abolished by the Court 
of Customs and Patent Appeals in the Mills ease. It 
is appellee’s position that the Mills case not only 
reaffirmed the doctrine of homology, but for the first 
time indicated that it could be extended to a situation 
involving non-adjacent homologues under stated con- 
ditions. It should be noted that the Court in Appli- 
cation of Hass et al. 141 F. 2d 122, 127, in holding 
that in order to be patentable, novel members of a 
homologous series must possess certain properties not 
possessed by a homologue disclosed by the prior art, 
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did: not require that the latter be an adjacent 
homologue. 

The reversal of the decision of the Board of Ap- 
peals in the Mills case was based upon an erroneous 
concept by the Board that the Henze case established 
a legal presumption that a claimed compound was 
“put the obvious and unpatentable equivalent of 
the other members in this series’ (181 F. 2d 221). 
The Court went to great length to explain the doc- 
trine of the Henze decision, and it is submitted 
that it is clear on the face of the Mills decision that 
there was no intention to demolish or abolish the 
‘homolog’? rule. It is submitted that if the doctrine 
of homology had been demolished, the Court would 
have indicated unequivocally that the rule of the 
Hass et al. and Henze decisions were no longer valid 
law. The Court stated in Mills: 


What the Henze case established is that there 
was an inference of fact that the adjacent 
homologue of the known chemical compound 
was unpatentable, and that such inference of 
fact placed the burden of persuasion on the 
applicant who asserted the contrary (281 F. 
2d 223). 


In the penultimate paragraph of the Mills case, the 
Court stated: iD 


Homology per. se should, therefore, be 
treated as a chemist would treat it, being noth- 
ing more than a fact which must be considered 
with all other relevant facts before arriving at 
the conclusion of “obviousness”? specified in 
35 U.S.C. § 103. 
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This’ passage ‘reproduced in a footnote at Br. 4, does 
not set forth a new rule of law. Its sense js, it is 
submitted, inherent or paraphrased in the decisions 
in the Hass, Jones, Finley, Norris and Henze cases. 
It indicates that the facts of a particular case, to- 
gether with the circumstance that a claimed com- 
pound is a homologue of a prior art compound may 
be considered to show “obviousness” of the claimed 
subject matter under 35 U.S.C. 103. The Board 
recognized that 
Inherent in that system (homology) are 
differences as well as similarities in the prop- 
erties and reactions of the members of any 
given homologues series. (parenthesis added), 
as set forth in the antepenultimate paragraph of 
Mills, when it stated as to the superiority of sample 
4 over sample 3 of plaintiff’s exhibit No. 2. 


We do not assert that superiority was predictable 
but some difference in either direction is not un- 


expected among homologues. (JA 142) 

As already stated, it is defendant’s position that 
the Mills case reaffirms the position taken by the 
Court of Customs and Patent Appeals in the earlier 
“homologue” eases considered by that Court. While 
the homologues of benzene were discussed, but not in 
issue in Application of Jones, supra, it is submitted 
that the type of homologues involved in the rejection 
of the Schafer application is much more analogous to 
that discussed in the Jones case, than that involved in 
the Mills case. The latter involved the “ordinary” 
type of homologues where the members of the homo- 
logue series differ primarily in the length of the 
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chain. That is, in Mills, the claimed compound can 
for convenience be designated as C: compound, while 
the prior art compound was a Cs to C:: compound. 
Diagrammatic representation of C: and Cs are: 
4 HHHHHHE EH 
wh wd btt ttt 
k kukkuaud 


Cy Ca 
Typical members of the benzene series of homo- 
logues, mentioned in the Jones case are: 


00 Lo 


Denzene = toluene O-xylene mesitylene 

It is apparent by comparing the formulae of claim 3 
of Schafer and of Orndorff that they are not ‘“‘chain”’ 
types of homologues, of the type considered in the 
Mills case, where the closest prior art compound was 
the seventh homologue received from the claimed 
compound. Instead, the present situation is closer 
to the benzene series mentioned in the Jones case 
in that a methyl (CHs) group is substituted for 
hydrogen at one or more points on an aromatic 
nucleus. The aromatic nucleus is represented by the 
symbol or formula: 


CH 
c& Nou . 
bx dg oF more simply 
Sof 


In both Jones and in Schafer, homologues result from 
addition of methyl (CHs) groups directly to the aro- 


matic nucleus in place of one or more hydrogen 
atoms. Thus, not only is a different type of homo- 
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logue involved here than in the Mills case, but also 
the homologues involved here are only four CH: 
groups apart rather than seven as in the Mills case, 
so that their properties would not be expected to be 
so divergent as in the Mills case. That is, a chemist 
would expect them to have properties which might 
differ to some extent, but that such properties do not 
necessarily differ in kind. 

A further reason why the compound of claim 3 
would be expected to have dye fastness properties not 
significantly different from those of the compound of 
Orndorff, when sulfonated, will now be presented. 
Appellant states parenthetically at Br. 6 that Orn- 
dorff’s compound is not a dyestuff. Whether this is 
so or not is immaterial since the demonstration of the 
allegedly superior qualities of the claimed compound 
was made with the sulfonated form of the compound. 
Emmerich’s dyestuff is sulfonated (see the unit SO;H 
at the lowermost portion of his formula at Br. 6). 
Appellant has conceded that it does not constitute 
invention to sulfonate (substituting a sulfonic acid 
group on) the Orndorff compound by his failure to 
challenge Finding of Fact No. 16 (JA 268). More- 
over, there is no evidence that the compound of claim 
3 in its unsulfonated form has any commercial im- 
portance as a light-fast dye. 

Both Schafer’s compound and that of Orndorff, 
whether in the sulfonated form or not, are triphenyl- 
methane compounds. Triphenylmethane dyes have 
been known for many years (JA 86, 87). The com- 
pounds of claim 3, Emmerich and Orndorff are 
triphenylmethane compounds. Since their nucleus is 
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the same, they would be expected to have some prop- 
erties in common. One such property is that of dye- 
ing. Dr. Luttringhaus testified that he would rate 
the Orndorff compound higher in light fastness than 
that of Emmerich (JA 27). If that is the case, this 
would suggest to those working in the dye art to make 
slight modifications of the Orndorff compound, rather 
than that of Emmerich, to see if its light fastness 
could be improved. One of the obvious modifications 
would be to produce homologues of such compound. 
The Board stated 

We do not assert that superiority was predict- 

able but some difference in either direction is 

not unexpected among homologues. (JA 142) 
This statement has not been challenged. It indicates 
that a chemist would know that homologues of the 
Orndorff compound might have better light fastness, 
and so it would be obvious to produce them. Produc- 
tion of the homologues involves adding CH: or what is 
the same thing, replacing a hydrogen atom of one or 
both aromatic nuclei of the Orndorff compound with 
a' single CHs group at a limited number of possible 
sites in the Orndorff compound. The discussion of 
this paragraph, whether considering Orndorff alone 
or Orndorff taken together with Emmerich, would 
suggest to dye chemists the development of modifica- 
tions of the Orndorff compound, some of the most 
obvious of which would be homologues, non-adjacent 
as well as adjacent. 

In view of the discussion under the present head- 

ing, it would not be unexpected that the claimed 
compounds would have properties not significantly 
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different from those of Orndorff.. It follows that, 
pursuant to the decisions of the Court of Customs 
and Patent Appeals on homology, including the Mills 
case, appellant had the burden of persuading the Trial 
Court that the claimed compound possesses unobvious 
or unexpected beneficial properties not actually pos- 
sessed by the homologue of Orndorff. This, appellant 
has attempted to do by the testimony of the witnesses. 
It is submitted that appellant has not discharged that 
burden. 
The Testimony 

In the Schafer case, the Patent Office, pursuant 
to the homologue doctrine, relied upon the factual 
presumption or inference of fact that the claimed 
compound, being a closely adjacent homologue of 
Orndorff’s compound, would be expected to have dye 
fastness properties differing to some extent ‘‘in either 
direction’, i.e. better or worse, from those of Orn- 
dorff’s. (JA 131, 142). Thus, the Patent Office es- 
tablished a prima facie case of obviousness of the 
subject matter of claim 3. In the Bestian case the 
prima facie case of the Patent Office was based on the 
obviousness of modifying the teaching of Emmerich 
in view of Orndorff. 

Appellants, in order to rebut such prima facie case 
in each application involved, adduced exhibits each of 
which was a color chart: plaintiff’s exhibits Nos. 2 
(JA 116), 3 (JA 139), 5 (JA 221) and 6 (JA 207). 

The color charts of exhibits Nos. 2, 5 and 6 are sup- 
ported by affidavits. The chart of exhibit No. 3 is 
authenticated in no way. 
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Tt is submitted that, so far as the trial is concerned, 
the affidavits are hearsay since the defendant had no 
opportunity to cross-examine the affiants, and that 
this factor should affect the weight to be given the 
testimony as to the color charts. Dr. Luttringhaus 
testified that he had not prepared the charts and was 
not present when they were made (JA 30, 31, 37). 
The Court’s comment, ‘Well, I think that settles a 
lot of these matters” (JA 37) is quite significant in 
this connection. There is no indication in the Official 
Transcript of the trial that Dr. Draves prepared the 
color charts or was present when they were made. 

Dr. Luttringhaus testified quite extensively on the 
importance and reliability of the Fadeometer test (JA 
93-27, 61-66). Dr. Draves discusses the Fadeometer 
at JA 76. Of the four color charts identified as plain- 
tiff’s exhibits Nos. 2, 3, 5 and 6, there is verifica- 


tion only as to exhibit No. 5 (JA 216-221) that the 
Fadeometer was used (JA 219). However, Dr. Lut- 
tringhaus testified that a carbon are was the type of 
artificial light used in the Fadeometer test (JA 61); 
even though he had previously admitted that he was 
not present at the tests, or had made them. 


a. Plaintiff's Exhibit No. 5 

It should be noted that the test of plaintiff’s ex- 
hibit No. 5 was made under “artificial light”’ (JA 219) 
and that there is of record a suggestion (JA 136, 
paragraph 7.1) that the mercury vapor lamp, an- 
other type of artificial light “must not be used’’ in a 
fading lamp. Since the term “artificial light” in- 
cludes the mercury vapor lamp, it is clear that refer- 
ence to artificial light (JA 219) does not necessarily 
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signify that a mercury vapor lamp was not used. 
If it were used, defendant’s exhibit No. 5 would ob- 
viously result in an invalid comparison of the fading 
properties of the dyes tested. The witness’ state- 
ment that the term, artificial light, does not include 
the mereury-vapor arc lamp (JA 37, bottom) would 
appear to impugn -his credibility, especially in view 
of the Court’s comment immediately following. 

It is submitted that the probative effect of Dr. 
Luttringhaus’ testimony as to the reliability of the 
Fadeometer test is weakened by statements of other 
authorities (JA 252, 253, defendant’s exhibit No. 6). 
The pertinent portion of the testimony appears at 
JA 64-66. Even assuming that a carbon are lamp 
was used in preparing plaintiff’s exhibit No. 5 and 
that the authorities of defendant’s exhibit No. 6 are 
entitled to no weight, it must also be considered that 


assigning fastness values in comparative tests is 
largely a matter of subjective judgment, as admitted 
by Dr. Luttringhaus (JA 39). 


b. Plaintiff's Exhibit No. 6 

This exhibit and a supporting affidavit appear at 
JA 203-207. The affidavit states that “‘the dyeings 
were then exposed to daylight” (JA 206), but does 
not specify the number of hours of exposure. Each 
witness testified (JA 60, 81) that plaintiff’s samples 
would not be commercially acceptable if they faded 
to the extent shown in exhibit No. 6 after one hour’s 
exposure to daylight. Dr. Draves’ statement “‘it 
would certainly be a lot longer than the suggested one 
hour’? (JA 82) is compatible with an exposure of 2 
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or 3 hours, but not as much as 30 hours. It is be- 
lieved that the ‘Court will take judicial notice of the 
fact that a dye which fades perceptibly after 2 or 3 
hours of exposure to light is not commercially ac- 
ceptable. Since the affidavit which accompanied 
plaintiff’s exhibit No. 6 in the Bestian application 
does not specify the number of hours of exposure of 
the test samples to daylight, it is submitted that testi- 
mony as to the significance of the results of the com- 
parative tests of exhibit No. 6 is largely a matter of 
conjecture. 
c The further inadequacy of plaintiff's Exhibits Nos. 5 and 6 

Even if all the testimony on exhibits Nos. 5 and 
6 is assumed to prove that plaintiff’s samples therein 
have fading properties differing in kind, and mar- 
kedly superior, as compared with those of Em- 
merich (sample 2 of exhibits 5 and 6) and Orndorff 
(sample 3 of exhibits 5 and 6), such testimony would 
be effective to prove unobviousness of the compounds 
of claims 1 and 2 of Bestian et al. under 35 U.S.C. 
103, only if these claims had been rejected as fail- 
ing to differ from the compounds of Emmerich or 
Orndorff, each reference taken individually. How- 
éver, the issue here is not whether the dyes of claims 
1 and 2 are better than those of either Emmerich or 
Orndorff, but whether it would have been obvious 
to one of ordinary skill in the dyestuffs art, and 
having a knowledge of the Emmerich and Orndorff 
disclosures, to have produced the claimed subject 
matter of the Bestian application. It follows that 
the color charts of plaintiff’s exhibits: Nos. 5 and 6 
have no material bearing on the patentability of 
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claims 1 and 2 because it makes no comparison. ‘be- 
tween appellant’s compounds and the proposed. com= 
bination of Emmerich and Orndorff. 

An affidavit similar in-a sense to those upon which 
these exhibits are based was held insufficient to prove 
patentability, of the rejected claims in Application. of: 
Richards 187 F. 2d 643, 645. Since plaintiffs did 
not contend in the Patent Office or before the trial 
judge that the concept or act of combining the teach- 
ings of Emmerich and Orndorff would have been 
unobvious or beyond the skill of the art, or that such 
teachings when combined would not result in a dye- 
stuff having the same properties of fastness which 
characterize the compounds of claims 1 and 2, it is 
submitted that there is no proper basis for holding 
that the trial judge erred in making Findings of 
Fact Nos. 23 and 24 (JA 269). 

d. Plaintiff’s Exhibit Nos. 2 and 3 


While the color chart of exhibit No. 2 (JA 116) 
is based on an affidavit (JA 112-115) reciting 90 
hours of exposure of the samples, the affidavit re- 
cites that artificial light was used. In view of the 
obvious failure of the affidavit to exclude the possible 
use of mereury-vapor lamps, and of the incorrect ; 
results which accompany such use (JA 186, para- 
graph 7.1), it does not necessarily follow that; this 
color chart’ is the result of a Fadeometer test. Thus, 
even assuming the correctness of the testimony as to 
the dependability of the Fadeometer test, the con- 
ditions of the test of Exhibit No. 2 are so lacking 
in certainty as to make its results of questionable 
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value in giving comparative values- of fastness for 
the compounds tested. 

For obvious reasons, the chart of exhibit No. 3 
(JA 139) would lead to even less dependable results 
than exhibit No. 2. The affidavit accompanying ex- 
hibit No. 2 indicates that samples 3 and 4 are those of 
Orndorff and plaintiff Schafer. On the other hand, 
no affidavit accompanied exhibit No. 3, so that the 
record is completely silent as to the particular com- 
pounds tested, the type of lighting used for the fading 
test, the length of exposure, the manner in which 
the dyeings were produced and the identity of the 
person who conducted the test. Since it was not 
established that the color charts of plaintiffs’ exhibits 
Nos. 2 and 3 were based on exposure to a Fadeome- 
ter, plaintiffs cannot properly contend in the light 
of the testimony regarding dependability of the 


Fadeometer and the inaccurate results attendant upon 
use of mercury-vapor lamps (JA 136, paragraph 7-1), 
that a proper comparison of color fastness of the 
samples of exhibits Nos. 2 and 3 can be made. It 
is submitted that the testimony was not of such 
character and weight as to produce a thorough con- 
viction that Finding of Fact No. 10 (JA 266) was 


erroneous. 


The compounds of Bestian et al., claims 6 and'7 are not repre- 
| sentative of the large number of compounds within the 
scope of claims 1 and 2 
Bestian et al. disclose 38 ‘“‘examples”, five of which 
20, 23, 26 and 36, have two parts, thus totalling, in 
fact, 42 examples, each relating to a different dye- 
stuff, These dyestuffs are given ratings by the 
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inventors such as “‘good’’,. “very good”’, and. “‘excel- 
lent” Some of the dyes are: not rated at.all. The 
data presented in the 42 examples are summarized in 
tabular form as defendant’s exhibit No. 8, reproduced 
in appellee’s appendix. 

A reading of claim 1 will show that the number of 
compounds it embraces is far in excess of the 42 
examples set forth in the disclosure. The term 
‘lower alkyl’? embraces at least the first five groups: 
methyl (CH:), ethyl (C:Hs), propyl (C:Hr), butyl 
(C.H»), and pentyl (CsH::). Since R: and Rs in 
claim 1 may be hydrogen or a lower alkyl, thus 
amounting to six possibilities for each of R: and Ra, 
it is apparent from algebraic theory that R: and Rs 
alone, account for 15 possible different combinations. 
R. can be any one of the many members of the 
benzene series, or of the family of compounds known 
as 1-phenyl-3 methyl-pyrazolones, as well as N-ethyl 
carbazole. Rs can likewise be any one of a large 
number of chemical substituents (groups) while Re 
ean be. any of five different substituents. It is 
apparent that claim 1 encompasses many thousands, 
if not millions of possible compounds. 

Claim 2, although of more restricted scope, since 
R: and R. are the only variants, embrace’ a’ number 
of compounds far in excess of the number disclosed 
in the application in view of the fact that Re and R. 
are aromatic. radicals of the benzene series. * Benzene 
is represented by the formula: 


or = 3 "or more simply a 


¢ 
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An aromatic radical of the benzene series may be 
represented by the formula: 


where cach of the lines leading away from the hexa- 
gon may have any of a large number of chemical 
groups attached thereto, or none at all. The wide 
scope of claim 2 will be apparent in view of this 
explanation. 

While Bestian et al may have offered proof (plain- 
tiffs’ exhibits Nos. 5 and 6) of the superior properties 
of the dyes of claims 6 and 7 “on the proposition that 
these dyes are representative of the class of dyes 
within the scope of claims 1 and 2” (Br. 29, bottom), 
it is quite apparent that the Board challenged this 
offer of proof at JA 245, in holding that the light 
fastness showings 

based only on two specific claimed compounds 
are not commensurate with the large number 
and variety of compounds encompassed by the 
claims on appeal and it may well be that the 
compounds rated in the examples only as 
“good’’ or not rated at all, would actually be 
inferior to those of the prior art. (JA 245) 
The record shows (JA 209) that the examiner allowed 
claim 7 in one paragraph despite his adverse reaction 
in| the preceding paragraph to the affidavit and ac- 
ecompanying color chart (plaintiffs’ exhibit No. 6). 
This indicates that claim 7 was allowed because its 
subject matter was not considered to be obvious to one 
having knowledge of the disclosures of Emmerich and 
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Orndorff, plus possibly the statement in the first para- 
graph of example 18 (JA 173), the product, of which 
corresponds to the dyestuff of claim 7, that the dye- 
stuff has “very good properties of fastness.”’ 

Thus, adequacy of the color charts to show that the 
claimed dyestuffs have a light fastness differing in 
kind from those of the prior art has been continu- 
ously challenged by the Patent Office in the Bestian 
application. In view of the prior discussion under 
the heading “The Testimony” and of the demon- 
strated scope of claims 1 and 2, it is submitted that 
there was ample and rational basis for Findings of 
Fact Nos. 19, 20, 21, and 22. (J.A. 268, 269.) 

The rejection in the Bestian et al. application is not 
necessarily based on the Doctrine of Homology 

Tt follows from the explanation of the nature of a 
homologous series supra that the compound of the 
second formula appearing in column 2 of Emmerich 
(JA 256) having CH: at a position corresponding to 
X in the formula of column 1, is a homologue of the 
compound of column 1 when X stands for hydrogen, 
since in that case the compound of column 2. would 
have one more carbon atom and two more hydrogen 
atoms than the compound of column J, i.e. they would 
differ by CH:. Since primary emphasis is now 
placed. upon. the disclosure of column 1 of Emmerich, 
it is evident that the doctrine of homology is now re- 
lied upon only in connection with the rejection of the 
Schafer application.* ; 

T Aecordingly, it is not necessary to place “principal reliance” 
upon the doctrine of homology in-order to affirm the judgment 


of the trial court, although the contrary is suggested by ap- 
pellant at Br. 9, bottom. 
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The Trial Court did not ignore the testimony 


The Court below did not “ignore” the testimony 
of the two expert witnesses, as contended at Br-28. 
The following portions of the ruling of the Court: 
The new evidence introduced at the trial on 
this point is not sufficiently convincing or strong 
to justify this Court in reaching a finding to 
the opposite effect. (JA 262) 


The Court sees no basis for overruling the 
conclusion of the Patent Office tribunals that 
the steps taken by the applicants in this in- 
stance were other than the product of mech- 
anical skill. (JA 263), 

indicate that the Court weighed the testimony of the 
experts, but found it insufficient to sustain plaintiffs’ 
burden of proof. 


Claim 1 of Bestian et al. is representative of claims 1 and 2 


Finding of Fact No. 14 (JA 266) was intended to 
reflect the fact that, at the trial, plaintiffs made no 
representation that there was any significant distine- 
tion between claims 1 and 2 which might justify a 
holding that ‘one claim was patentable and the other 
was not. So far as appears from the Joint Appendix 
or the Official Transcript, plaintiffs were satisfied to 
have claims 1 and 2 stand or fall together. The addi- 
tional portions of the trial proceedings reproduced at 
pp. 36, 37 in appellee’s appendix taken together with 
the abstract from page 159 (JA 57) are the only por- 
tions of the entire proceedings which mention claim 2, 
and it is accordingly submitted that the statement of 
the preceding ‘sentence is justified... — nit wes AR 
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Since Finding of Fact No. 14 had reference only to 
a relationship of claims 1 and 2 and not to patent- 
ability of claim 2 over the prior art, appellant’s dis- 
cussion extending from Br-19, bottom to 21, top, of 
the relationship of the compound of claim 2 and those 
of Emmerich and Orndorff, raises a new issue not 
considered by the lower Court. It would appear that 
appellant is not in a position to raise the question of 
patentability of claim 2 per se de novo at this stage. 


The evidence presented to the Trial Court was substantially 
the same as that considered by the Patent Office 


The testimony relating to a comparison of the prop- 
erties of the claimed compounds with those of. the 
prior art was restricted essentially to color charts 
purporting to show relative fastness to light, and to 
the wash and perspiration fastness of the compound 
of claim 3 of Schafer (JA 28-32), but no compara- 


tive test was made as to these latter properties with 
respect to any dye known to the prior art. 

The trial judge succinctly described the situation 
on which he had to rule when he stated (JA 36): 

Well, I am not going to overrule the Patent 
Office Examiner on the same evidence when it 
is a matter of opinion. 

It is submitted that there was no substantial dif- 
ference between the evidence presented to the Dis- 
trict Court.and that presented to the Patent Office, 
and that accordingly plaintiff failed to show clear 
error in the decision of the Patent Office. 
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Commercial success 


Appellants appear to rely upon the “notorious short- 
comings” of triphenylmethane dyes for at least fifty- 
five! years, unsuccessful attempts to remedy the situa- 
tion and the testimony of the witnesses (Br. 23) as 
well as the commercial success of the claimed subject 
matter as evidence of the unobviousness (35 U.S.C. 
103) thereof. 

These factors are all related to the matter of com- 
mercial suecess which can have significance only where 
there is doubt on the question of unpatentability, 
Union Manufacturing Co. v. Ooms, 81 U.S. App. D.C. 
76, 154 F. 2d 857; Great Atlantic and Pacific Tea 
Co. v. Supermarket Equipment Corp., 340 US. 147; 
In re Coey 38 CCPA 1200, 190 F. 2d 347. Here 
neither the Trial Court nor the Patent Office ex- 
pressed any doubt that the claims in issue are un- 


patentable. 


Abandonment of claims 3, 4, 5, and 6 


Finding of Fact No. 4, as handed to Miles D. Pil- 
lars, attorney for plaintiffs on June 27, 1960, read: 
4. Claims 3, 4, 5 and 6 set forth in the com- 
plaint of the Bestian et al application, are not 
properly before the Court for judgment on 

their merits. 
At the same time Mr. Pillars was notified that the 
findings would be presented to Judge Holtzoff in open 
court on June 30, 1960. Plaintiffs’ attorney was not 
present in court on that day. The trial judge, of his 
own volition, changed Finding of Fact No. 4 to its 
present form (JA 264). The appellant’s statement 
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(Br-29) that “the defendant misled the Court below 
to adopt such a finding (No. 4).”, is without 
foundation. 

It would have been more accurate for the trial 
judge to have found that claims 3, 4, 5 and 6 have 
been abandoned, so far as this civil action 48 con- 
cerned, since under 35 U.S.C. and the Rules of Prac- 
tice of the Patent Office, appellants have the right to 
file additional applications for patent containing these 
claims. 

CONCLUSION 

It is submitted that the claims on appeal, claim 3 
of Schafer and claims 1 and 2 of Bestian et al, were 
properly refused to appellant by the Patent Office 
tribunals and by the District Court. Accordingly, it 
is further submitted that the judgment appealed from 
was correct and should be affirmed. 


Respectfully submitted. 
CLARENCE W. Moors, Solicitor, 
United States Patent Office, 
Attorney for Appellee. 


Raymonp E. Martin, 
Of Counsel. 
DrcEMBER 1960. 


APPENDIX 


STATUTE INVOLVED 


35 U.S.C. 103 Conditions for patentability; non 
obvious subject matter. A patent may not be obtained 
though the invention is not. identically disclosed or 
described as set forth in section 102 of this title, if 
the differences between the subject matter sought to 
be patented and the prior art are such that the sub- 
ject matter as a whole would have been obvious at the 
time the invention was made to a person having ordi- 
nary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


PATENT OFFICE RULE INVOLVED 


Rute 142. Requirement for restriction 


(a) If two or more independent and distinct 
inventions are claimed in a single application, 
the examiner in his action shall require the ap- 
plicant in his response to that action to elect 
that invention to which his claims shall be re- 
stricted, this official action being called a re- 
quirement for restriction (also known as a 
requirement for division). If the distinctness 
and independence of the inventions be clear, 
such requirement will be made before any ac- 
tion on the merits; however, it may be made 
at any time before final action in the case, at 
the discretion of the examiner. 

(b) Claims to the invention or inventions 
not elected, if not canceled, are nevertheless 
withdrawn from further consideration by the 

(85) 
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examiner by the election, subject however to 
reinstatement in the event the requirement for 
restriction is withdrawn or overruled. 


PORTIONS OF THE RECORD RELATING TO CLAIM 2 
OF BESTIAN ET AL. 
(Trans. p. 10) 

The Court. Yes. 

Mr. Spmz. Claim 2 is in effect a duplicate and just 
a little narrower. 

The Court. Claim 3 is allowed, is that it? 

Mr. Spe. Claim 7 is allowed; Claim 1 and 2 were 
rejected; and those are the only claims which—— 

The Court. You say 2 is narrower than 1? 

Mr. Spmue. Yes, sir. Now, in the second case, 
which is the Schafer case, there is only one claim in 
issue remaining and that is Claim 3 and that is a 
specific claim. 


(Trans. p. 11) 
Mr. Spue. That is right, your Honor. In Civil 


Action 2731-58, which I referred to as the Bestian 
ease, as I mentioned before Claim 7 has been allowed 
and in the answer of the Patent Office it is conceded 
that this is patentable, and as I pointed out, they con- 
cede that this compound is new, useful and would not 
have been obvious to a man skilled in the art. The 
issue before your Honor is whether the broader 
claims 1 and 2 should also be allowed. 


[Trans. pp. 69 and 70] 

Mr. Martin. * * * 

Now, the Board of Appeals indicated in its decision 
that Bestian embraces a large number of compounds. 
So far as the examples go, there are forty-two sepa- 
rate and distinct compounds which are disclosed. 
And in connection with that, I wish to direct the 
Court’s attention to certain specific language the 
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Board used which I think will have a very significant 
bearing upon the outcome of this case. In the Bes- 
tian et al case there were two samples produced which 
represent the light fastness of two of the forty-two 
compounds which are disclosed in this application. 
When I say disclosed, I mean specifically disclosed. 
So far as the formula is concerned, formula in Claims 
1 and 2, they are so broad that it is obvious upon 
inspection, I submit, to any chemist, that it embraces 
a number far in excess of forty-two, the forty-two 
specific compounds which are mentioned in the 
application. 
PATENT OFFICE BOARD OF APPEALS 
Ex Parte Kosolapoff 
Patent issued Apr. 29, 1952 
Opinion dated Feb. 9, 1951 


Wore, Examiner in Chief. 


This an appeal from the final rejection of claims 1, 
17 to 24, inclusive, 27 and 28. Claims 2 to 6, inclusive, 
have been allowed. 

Claims 1 and 17 are illustrative of the rejected 
claims and read as follows: 


1. The method of preparing a phorus-con- 
taining organic compound which comprises 
mixing a hydrocarbon with phosphorus trichlo- 
ride and an aluminum halide, and then adding 
chlorine to said mixture. 

17. Bis (alkylbenzene) phosphinie acids 
when the alkyl radical consists of at least 12 
carbon atoms. 


References relied upon are: 


Woodstock, 2,187,792, Nov. 22, 1938; 
Kosolapoff, 2,347,633, Apr. 25, 1944, 
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-Kelbe ‘‘Berichte deutsch, chem. Ges.” Vol. 9 
- (1876) pp. 1051-1052. 
Michaelis (I) “Ber. deutsch. chem. Ges.’’ Col. 


223-226. 

Michaelis (III) ‘‘Liebig’s Amnalen der 
Chemie’”’ Vol. 294 (1897) pp. 48-53. 

The subject matter of the rejected claims and 
the pertinent disclosures of the references have 
been well described in both the Examiner’s 
Statement and in the Brief, and we therefore 
find is unnecessary to describe these subjects 
here. 

The examiner has rejected claims 17 to 22, 
inclusive, 27 and 28 as unpatentable over the 
references listed above. In this connection, he 
stated: ‘The issue of patentability boils down 
to the question of whether a 12-carbon atom 
alkyl substituent in benzene ring renders the 
resulting phosphinic acids materially different 
from the 3-carbon alkyl benzene phosphinic 
acid of Michaelis III.”” The appellant con- 
tends that this rejection is untenable for two 
reasons: (1) that ‘‘none of the above prior art 
was able by the methods heretofore available 
to prepare the bis-type compounds when longer 
chain substituents were employed”, and (2) 
that the doctrine ‘‘that adjacent homologues, 
e.g., methyl and ethyl radicals, may be so sim- 
ilar as substituents, that it would be obvious to 
advance one step, such as from 1 carbon atom 
to 2 carbon atoms’’, does not apply to the 
present claims, because the art shows only a 
propyl substituent and the claims are limited 
to compounds having at least 12 carbon atoms. 

[1] We find the first reason unconvincing 
because whether the prior art methods are or 
are not capable of producing the compounds 
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in question is immaterial, since the rejected 
claims are directed to the compounds and not to 
methods for producing them. Eastman v. Coe, 
51 USPQ 407; In re Von Bramer et al., 1942 
C.D. 462 [53 USPQ 345]. We also find the 
second reason unconvincing, because the 

[2]doctrine laid down in In re Hass et al., 
1944 C.D. 234 [60 USPQ 544], that in order to 
be patentable ‘‘novel members of a homologous 
series of chemical compounds, must possess 
some unobvious or unexpected beneficial prop- 
erties not possessed by a homologous compound 
disclosed in the prior art” is not limited to 
adjacent homologues but is broad enough to 
cover any member or members of a homologous 
series, no matter how far they may be removed 
from the known member or members of that 
series. Since we are not satisfied that the 
claimed compounds possess unobvious or un- 
expected beneficial properties, we agree with 
the examiner that they lack patentable merit. 
In re Henze, 636 0.G. 698, 85 USPQ 261. The 
rejection of claims 17 to 22, inclusive, 27 and 28 
as unpatentable over the references listed above 
will, accordingly, be sustained. 

The further rejection of claims 17 to 22, 
inclusive, 27 and 28 as lacking adequate support 
in the disclosure for the reasons fully given by 
the examiner, will also be sustained. In this 
connection, we note that the appellant does not 
contend that the examiner is in error in holding 
that no examples of bis-substituted phosphinic 
acids are disclosed in the specification because, 
to quote the examiner: 


The remainder of the decision is not pertinent to an 
of the issues before the Court. 
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